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ABSTRACT 

This hearing was called to consider tv7o bills that 
would amend the section of the United States Code relating to fair 
use, to clarify that such section applies to both published imd 
unpublished copyrighted works. Recent judicial developments are 
reviewed which suggest that the fair use doctrine does not apply to 
the subsequent uses of unpublished works and that an author's 
copyright in unpublished materials is, therefore, infringed by those 
subsequent usesr and that an injunction is appropriate to prevent 
publication. Opening statements by the chairmen of the two presiding 
subcommittees, Dennis DeConcini and Robert A. Kastenmeier, open the 
report, followed by the texts of the two bills. Testimony and 
prepared statements are then presented from the following witnesses: 
Floyd Abrams, A. G. W. Biddle, Taylor Branch, James H. Burger r Pierre 
N. Levalr Jonathan W. Lubell, J. Anthony Lukas, Roger J. Miner, James 
L. Oakes^ William F. Patry, Barbara Ringer, and Senator Paul Simon, 
who introduced letters and statements on behalf of the Magazine 
Publishers of America; the American Association of Law Libraries; the 
American Library Association and the Association of Research 
Libraries; the Electronic Industries Association; and nine 
educational testing organizations, namely; the American College 
Testing Program r College Entrance Examination Board r Educational 
Testing Service, Graduate Management Admission CoUiicilr Graduate 
Record Examinations Board, Law School Admission Council, Naticnal 
Council of Architectural Registration Boards r National Council of 
Examiners for Engineering and Surveying, and Test of English as a 
Foreign Language Policy Council. Letters to Robert Kastenmeier, 
Dennis DeConcini, and Paul Simon are also appended together with a 
statement from the National Center for Fair and Open Testing. (DB) 
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FAIR USE AND UNPUBLISHED WORKS 



WEDNESDAY, JULY 11, 1990 

U.S. Senate, Subcommittee on Patents, Copyrights 
AND Trademarks, Ck)MMnTEE on the Judiciary, 
Jointly with U.S. House of Representatives, Sub- 

OOMMITTEE ON CoURTS, INTELLECTUAL PROPERTY, AND 

THE Administration of Justice, Commhtee on the 
Judiciary, 

Washington, DC. 

ooI^^^V*'^"*^^*^ pursuant to notice, at 9:30 a.m., in room 
226, Dirksen Senate Office Building, Hon. Dennis DeConcini (chair- 
ican of the Senate subcommittee) and Hon. Robert W. Kastenmeier 
(chairman of the House subcommittee) presiding. 

Also present: Senators Leahy, Simon, and Grassley, and Repre- 
sentatives Berroan and Hughes. 

OPENING STATEMENT OF HON. DENNIS DeCONCINI, A U.S. 
SENATOR FROM THE STATE OP ARIZONA 

Senator DeConcini. May we please have order. The Subcommit- 
tee on Patent, Copyright and Trademarks will come to order. A 
court reporter will be here momentarily. We are taping this so that 
It will be transcribed in accordance with the rules of the Judiciary 
Committee. 

We are having a joint hearing with the House Subcommittee on 
Lourts, Intellectual Property, and the Administration of Justice. I 
am pleased to cochair this hearing with my distinguished colleague 
from the House side. Chairman Robert Kastenmeier. 

I have worked for many years with Chairman Kastenmeier and 
his Bteff, and I am grateful that they could come over this morning 
to ttiia side of the Hill for this important hearing. 

The subject of this hearing is an important one for this Sena- 
tor—whether there can be limited fair use of unpublished work for 
purposes such as news reporting, scholarly research or criticism. 

Recent decisions in the second circuit have raised the question of 
whether unpublished works such as letters and diaries can ever be 
quoted from even for limited purposes. Chainnan Kastenmeier has 
introduced H.R. 4263 in the House to address this issue. In a few 
moments, he will speak for himself regarding his bill. 

On the Senate side, my distinguished colleague from Illinois, Sen- 
ator Paul Simon, has taken the lead in resolving this problem and 
has, also, introduced a bill, S. 2370. He will be here shortly. He is 
on the floor at this moment with the savings and loan amendment 
to the cnme bill, which will be voted on this morning. 

(1) 
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I will not be able to stay for the entire hearing. However, I will 
be here for part of it. It is a very important subject matter that we 
need to get to, and I compliment both Chairman Kastenmeier and 
Senator Simon for taking the lead in getting this effort before the 
proper committees so we can address it. 

I look forward to reviewing the testimony as we move to, per- 
haps, a markup sometime after these hearings. 

I will now yield to the chairman of the subcommittee on the 
House side, Chairman Kastenmeier. 

OPENING STATEMENT OF HON. ROBERT W. KASTENMEIER, A U.S. 
REPRESENTATIVE FROM THE STATE OF WISCONSIN 

Representative Kastenmeier. I thank you, Senator DeCbncini, 
for hosting and cochairing this hearing with me this morning. 
Again, we are working together on a very complex subject in which 
we share jurisdiction. Over the years, these issues have certainly 
been the source of a great deal of work between our subcommittees 
and our respective bodies. 

I am pleased that today the House Subcommittee on Courts, In- 
tellectual Projperty, and the Administration of Justice is holding 
this joint hearing with the Senate Subcommittee on Patents, Copy- 
rights and Trademarks. I am pleased to know that Senator Simon 
will be also joining us shortly. 

The hearmg will review recent judicial developments on the 
issue of the application of the copyright law's fair use doctrine to 
unpublished works. The issue involves the intersection of impor- 
tant copyright doctrines, privacy interests, and the first amend- 
ment. 

These cases have suggested that the fair use doctrine does not 
apply to the subsequent uses of unpublished works and that an au- 
thor 8 copyiight in unpublished materials is, therefore, infringed by 
those subsequent uses, and that an injunction is appropriate to pre- 
vent publication. 

Distinguished publishers, authors, and others with an interest in 
the creation and dissemination of informational materials have 
raised the specter of outside censorship and an unwillingness even 
to take on controversial but importmit critical writing. 

Scholars across the country f^r that the cop)rright laws will be 
used to prohibit them from quoting primarj' sources which are the 
basic building blocks of historj', biography and other creative ef- 
forts, and that their abihty to fully explore controversial topics will 
be limited. They argue that the public will be the ultimate loser. 

I am well aware that others take a contrary view. They suggest 
that congressional intervention is, at best, prematui^, that the 
courts will resolve these concerns on their own, and that amend- 
ments to the fair use doctrine might well upset the careful balance 
we achieved in the 1976 act. 

The constitutional mandate to create the copyright laws is itself 
a careful balance between the rights of creators and the public. 
That mandate and those laws protect the interest of the creators of 
copyrighted v/orka but they do so with the ultimate goal of encour- 
aging free and open expression and the fullest possible public 
access to that exprfrssion. 
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The Supreme Court has noted that "the Framers intended copy- 
right * * to be the engine of tree expression, that it is intended 
to increase, not impede, the harvest of knowledge/' Sometimes, re- 
grettably, the goals of the Cop3rright Act appear to conflict with 
each other and with other important societal values such as the 
right of privacy and the interests protected by the first amend- 
ment. 

In 19^1 6, in the Copyright Revision Act, the Congress sought to 
create a clear but necessarily flexible standard of fair use. It recog- 
nized that judges must apply the fair use doctrine based on the 
facts of a particular case, but that the law must state as clearly as 
possible what is permissible behavior and what is not. 

Today we will hear distinguished authors and legal experts ex- 
press their concern that the courts have been too rigid in excluding 
unpublished works from the application of the fair use doctrine. 
Others, equally distinguished, will argue, based on the common law 
and legislative history of the Copyright Act, that the courts have 
appropriately applied the fair use doctrine in this context. 

In resolving this controversy, we must ask: what is an unpub- 
lished work and under what circumstances should an injunction be 
issued when fair use does not apply? International considerations 
must also inform our deliberations. The United States has recently 
joined the Berne International Copyright Convention. 

Before proceeding to amend any part of the Copyright Act, we 
must be certain that we continue to meet our obligations under 
that convention. Other international developments include the cur- 
rent GATT negotiations and the European Conmiunity's directive 
on software. 

Recent events around the world prove tha^ this country's long- 
held tradition against publication restraints is well-founded and 
that limits on access to information are the hallmarks of a totali- 
tarian society, not of a democracy. The copyright law does not spe- 
cifically recognize the first amendment, but it is clear that impor- 
tant first amendment interests and other equally important equita- 
ble principles must be considered in deciding whether to enjoin an 
infringing publication. 

My bill, and I believe that of Senator Simon, recognizes the clear 
dictates of precedent. Therefore, both bills intend that the courts 
should apply all four fair use factors to a work, whether published 
or unpublished. The bills seek to clarify that while the unpublished 
nature of a work is certainly relevant to fair use analysis, it should 
not alone be determinative. 

So, Mr. Chairman, I am eager to hear our witnesses today to de- 
termine how best to protect and encourage scholarly efforts and 
further the mandate of the first amendment while still acknowl- 
edging the copyright and privacy interests involved. 

Thank you, Mr. Chairman. 

[Statement submitted by Representative Kastenmeier and copies 
of S. 2370 and H.R. 4263 follow:] 
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OPENING REMARKS OP ROBERT KASTENMEXER 
FOR JOINT HEARING ON 
H.R* 4263 AND S, 2370 
(FAIR USE AND UHPUBLISHED WORKS) 
JULY 11, 1990 



I AM PLEASED THAT TODAY THE HOUSE SUBCOMMITTEE ON COURTS, 
INTELLECTUAL PROPERTY, AND THE ADMINISTRATION OF JUSTICE IS 
HOLDING A JOINT HEARING WITH THE SENATE SUBCOMMITTEE ON PATENTS, 
COPYRIGHTS AND TRADEMARKS, AND THAT MY GOOD FRIENDS DENNIS DE 
CONCINI AND PAUL SIMON ARE CHAIRING THE HEARING WITH ME, THE 
HEARING WILL REVIEW RECENT JUDICIAL DEVELOPMENTS ON THE ISSUE OF 
THE APPLICATION OF THE COPYRIGHT XAW'S FAIR USE DOCTRINE TO 
UNPUBLISHED WORKS. THIS ISSUE INVOLVES THE INTERSECTION OF 
IMPORTANT COPYRIGHT DOCTRINES, PRIVACY INTERESTS, AND ^HE FIRST 
AMENDMENT. 

THESE CASES HAVE SUGGESTED THAT THE FAIR USE DOCTRINE DOES 
NOT APPLY TO SUBSEQUENT USES OF UNPUBLISHED WORKS, THAT AN 
AUTHOR *S COPYRIGHT IN UNPUBLISHED MATERIALS IS THEREFORE 
INFRINGED BY THOSE SUBSEQUENT USES, AND THAT AN INJUNCTION IS 
APPROPRIATE TO PREVENT PUBLICATION • DISTINGUISHED AUTHORS, 
PUBLISHERf^, AND OTHERS WITH AH INTEREST IN THE CREATION AND 
DISSEMINATION OF INFORMATIONAL MATERIALS HAVE RAISED THE SPECTRE 
OF OUTSIDE CENSORSHIP AND AM UNWILLINGNESS EVEN TO TAKE ON 
CONTROVERSIAL BUT IMPORTANT CRITICAL WRITING. SCHOLARS ACROSS 
THE COUNTRY FEAR THAT THE COPYRIGHT LAWS WILL BE USED TO PROHIBIT 
THEM FROM QUOTING PRIMARY SOURCES, WHICH ARE THE BASIC BUILDING 
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BLOCKS OF HISTORY, BIOGRAPHY, AND OTHER CREATIVE EFFORTS, AND 
THAT THEIR ABILITY TO FULLY EXPLORE CONTROVERSIAL TOPICS WILL BR 
LIMITED- THEY ARGUE THAT THE PUBLIC WILL BE THE ULTIMATE LOSER, 

I AM WELL AWARE THAT OTHERS TAKE A CONTRARY VIEW, THEY 
SUGGEST THAT CONGRESSIONAL INTERVENTION IS PREMATURE, THAT THE 
COURTS WILL RESOLVE THESE CONCERNS ON THEIR OWN, AND THAT 
AMENDMENTS TO THE FAIR USE DOCTRINE MIGHT WELL UPSET THE CAREFUL 
BALANC'4 WE REACHED IN THE 1976 COPYRIGHT ACT, 

THE CONSTITUTIONAL MANDATE TO CHEATE THE COPYRIGHT LAWS IS 
ITSELF A CAREFUL BALANCE BETWEEN THE RIGHTS OF CREATORS Ak'D THE 
PUBLIC. THAT MANDATE, AND THOSE LAWS, PROTECT THE INTERESTS OF 
CREATORS OF COPYRIGHTED WORKS, BUT THEY DO SO WITH THE ULTIMATE 
GOAL OF ENCOURAGING FREE AND OPEN EXPRESSION, AND THE FULLEST 
POSSIBLE PUBLIC ACCESS TO THAT EXPRESSION, THE SUPREME COURT HAS 
NOTED THAT "THE FRAMERS INTENDED COPYRIGHT TO BE THE ENGINE 

OF FREE EXPRESSION (AND THAT IT] IS INTENDED TO INCREASE AND NOT 
IMPEDE THE HARVEST OF KNOWLEDGE," 

SOMETIMES, REGRFXTABLY, THE GOALS OF THE COPYRIGHT ACT 
APPEAR TO CONFLICT WITH EACH OTHER, AND WITH OTHER IMPORTANT 
SOCIETAL VALUES, SUCH AS THE RIGHT TO PRIVACY AND THE INTERESTS 
PROTECTED BY THE FIRST AMENDMENT^ 

IK 1976, IN THE COPYRIGHT REVISION ACT, THE CONGRESS SOUGHT 
TO CREATE A CLEAR, BUT NECESSARILY FLEXIBLE, STANDARD OF FAIR 
USE. IT RECOGNIZED THAT JUDGES MUST APPLY THE FAIR USE DOCTRINE 
BASED ON THE FACTS OF A PARTICULAR CASE, BUT THAT THE LAW MUST 
STATE AS CLEARLY AS POSSIBLE WHAT IS PERMISSIBLE BEHAVIOR AND 
WHAT IS NOT. 
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TODAY HE HILL HEAR DISTINGUISHED AUTHORS AND LEGAL EXPERTS 
3XPRESS THEIR CONCERN THAT THE COURTS HAVE BEEN TOO RIGID IN 
EXCLUDING UNPUBLISHED WORKS FROM APPLICATION 0^ THE FAIR USK 
DOCTRINE* OTHERS, EQUALLY DISTINGUISHED, WILL ARGUE THAT BASED 
ON THE COMMON LAW A^^O I^ISLATIVE HISTORY OF THE COPYRIGHT ACT, 
THE COURTS HAVE APPROPRIATELY APPLIED THE FAIR USE DOCTRINE IN 
THIS CONTEXT* 

IN RESOLVING THE CONTROVERSY, WE MUST ASK, WHAT IS AN 
UNPUBLISHED WORK? UNDER WHAT CIRCUMSTANCES SHOULD AN 

INJUNCTION BE ISSUED WHEN PAIR USE DOES NOT APPLY? TAKEN TO ITS 
LOGICAL CONCLUSION, FOR EXAMPLE, DO THESE COURT DECISIONS MEAN 
THAT HISTORIANS COULD BE PREVENTED FROM USING NEWLY DISCOVERED 
DIARIES OF ADOLPH HITLER? 

INTERNATIONAL CONSIDERATIONS MUST ALSO INFORM OUR 
DELIBERATIONS. THE UNITED STATES HAS RECENTLY TQINED THE BERNE 
INTERNATIONAL COPYRIGHT CONVENTION. BEFORE PROCEEDING TO AMEND 
ANY PART OF THE COPYRIGHT ACT, WE MUST BE CERTAIN THAT WE 
CONTINUE TO MEET OUR OBLIGATIONS UNDER THE CONVENTION. OTHER 
INTERNATIONAL DEVELOPMENTS INCLUDE THE CURRENT GATT NEGOTIATONS 
AND THE EUROPEAN COMMUNITY'S DIRECTIVE ON SOFTWARE. 

JAMES MADISON ONCE NOTED THAT **KNOWLEDGE WILL FOREVER GOVERN 
IGNORANCE. AND A PEOPLE WHO MEAN TO BE THEIR OWN GO^nSRNOKS, MUST 
ARM THEMSELVES WITH THE POWER WHICH KNOWLEDGE GIVES.** RECENT 
EVENTS AROUND THE WORLD PROVE THAT THIS COUNTRY'S LONG-HELO 
TRADITION AGAINST PUBLICATION RESTRAINTS IS WELL-FOUNDED AND THAT 
LIMITS ON ACCESS TO INFORMATION ARK HALUtARXS OF TOTALITARIAN 
SOCIETIES, NOT OF DEMOCRACIES. THE COPYRIGHT LAW DOES NOT 
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SPECIFICALLY RECOGHIZB THB FIRST AKENDIfENT, BUT IT 18 CLEAR THAT 
IMPORTANT FIRST ANBNDMEKT INTERESTS, AND OTHER EQUALLY IMt>ORTANT 
EQUITABLE PRINCIPLES, MUST BE CONSIDERED IN DECIDING WHETHER TO 
ENJOIN AN INFRINGING PUBLICATION* 

MY BILL AND, I BELIEVE, SENATOR SIMON^S BILL RECOGNIZE THB 
CLEAR DICTATES OF PRECEDENT. THERBFORE, BOTH BILLS INTEND THAT 
COURTS SHOULD APPLY ALL FOUR FAIR USE FACTORS TO A WORK, WHETHER 
PUBLISHED OR UNPUBLISHED. THE BILLS SEEK TO CLARIFY THAT, WHILE 
THE UNPUBLISHED NATURE OF A WORK IS CERTAINLY RELEV:^T TO THE 
FAIR USE ANALYCIS, IT SHOULD NOT ALONE BE DETERMINATIVE* 

I AN EAGER TO HEAR FROM OUR WITNESSES TODAY TO DETERMINE HOW 
BEST TO PROTECT AND ENCOURAGE SCHOLARLY EFFORTS AND FURTHER THE 
MANDATE OF THE FIRST AMENDMENT WHILE STILL ACKNOWLEDGING THE 
COPYRIGHT AND PRIVACY INTERESTS INVOLVED. 
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lOlST CONGRESS Q O O *7 A 
2d Session JJ^ f \J 

To amend lection 107 of Utia 17, Unit^ Sutei Code, relating to fair uie, to 
clarify that luch secUon applies to both published and unpublished copyright- 
ed worki. 



IN THE SENATE OF THE UNITED STATES 

Mabch 29 Qegiilative day» Januabt 28), 1990 
Mr Simon (for himself and Mr. Lbaht) introduced the following bill; which was 
read twice and referred to the Committee on the Judiciary 



A BILL 

To amend section 107 of title 17, United Stato8 Code, relating 
to fair use, to clarify that such section applies to both 
published and unpublished copyrighted works. 

1 Beit enacted by tJu Senate arid House of Representa- 

2 tives of the United Statee of America in Congress assembled, 
8 That section 107 of title 17, United States Code, is amended 
4 by inserting ^'whether published or unpublished/^ after ^'fair 
6 use of a copyrighted work/'. 
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lOlST CONGRESS 
2d Session 



H. R. 4263 

To amend s«tion 107 of title 17. United Sute. Code. reUting to fair use, to 

righted wkl" ^ ''"•'"''''^ ""P"'''"*'«i '»py- 



m THE HOUSE OF REPRESENTATIVES 

March 14. 1990 

Mr. KA8TRNMEIEB introduced the foUowing bill; which waa referred to the 
Committee on the Judiciary 



A BILL 

To amend section 107 of title 17, United States Cede, relating 
to fair use, to clarify that such section applies to both 
publislipd and unpublished copyrighted works. 

1 Be U enacted by the SenaUs and House of Repmenta- 

2 lives of Ihfi United States of America in Crnigress assembled, 

3 That section 107 of title 17, United States Code, is amended 

4 by inserting "whether published or unpublished." after "fair 
6 use of a copyrighted work,". 
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Senator DbConcini. Thank you, Mr. Kadtenmeier. We will now 
proceed with the first witness, William F. Patry, Policy Planning 
Advisor to the U*S* Register of Copyrights. We have a long list of 
witnesses this morning, so we would ask that their full statements 
be inserted in the record. We would ask that they would attempt to 
summarize them for us in 5 minutes, please. 

Mr. Patry, pleased to have you. Please proceed. 

STATBMENI' OP WILLIAM P. PATRY, POLICY PLANNING ADVISOR 
TO THE V3. REGISTER OF COPYRIGHTS, LIBRARY OF CON* 
GRESS, WASHINGTON, DC 

Mr. Patry. Thank you. Chairman DeConcini, Chairman Kasten- 
meier. I am honored to appear before you today on behalf of the 
R^fister of Copyrights. Mr. Oman is, unfortunately, out of the 
country on official business, as you know^ and expresses his regret 
tliat he cannot be here. 

We have submitted a Mrritten statement, and I will, according to 
your directions, briefly summarize that here. 

Senator DkConcini. Thank you. 

Mr. Patry. The issues raised in House Resolution 4263 and 
Senate bill 2370 are important and well deser e the attention that 
you are giving them in this joint hearing. The fair use doctrine en- 
capsulate one of the principal tensions within the copyright law: 
how to protect the original author while still encouraging subse- 
quent authors to build upon in the work of their predecessors. 

The copyright law cannot fulfil its constitutional mandate to pro- 
mote the progress of science unless it does both. Too much protec- 
tion will discourage the creation of subsequent works just as surely 
as too little protection will discourage the creation of original 
works. The balance between these two undesirable results— too 
much protection discouraging subsequent authors; iM little protec- 
tion discouraging original works— is as necessary as it is difficult to 
achieve. 

Fair use is, as we know, on equitable rule of reason designed to 
give the courts the flexibility necessary to achieve that constitu- 
tional balance botween competing authors and, it should be added, 
to encourage the widest dissemination of works of authorship. 

The task of drafting appropriate statutory language, as opposed 
to legislative history, should not be underestimated. The ad hoc 
nature of fair use determinations makes legislating exceeding com*- 

{>lex if not contradictory. The intent of most statutes is to codify a 
egal principle. Fair use, on the other hand, requires room to 
breathe, to develop, to be molded, to be shaped to very specific 
facts. 

The legislative reports that accompany the 1976 Copyright Act 
make this point explicitly, statinpr that codification of fair use was 
intended to ''restate the present judicial doctrine of fair use, not to 
chanae, narrow or enlarge it in any way. The courts must be free 
to adapt the doctrine to particular situations on a case-^by^^^ase 
basis.'' 

Obviously, the Congress can disagree with the way the courts 
have developed fair use, and you can amend the statute according- 
ly. Copyright, including fair use, after all, is a creature of statute. 

J7 
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However, in order for Congress to effectively change the law, you 
must be able to draft language that wUl clearly identify, for the 
courts, how to decide what are very fact-specific cases. 

Judge Leval, whom you will be hearing from momentarily, has 
had a stronger dose, I think, of fair use problems than any of us. 
He has handled them, of course, beautifully and wittily. He ob- 
served, though, that ''we should not adopt a clear standard unless 
it were a good one. And we don^t have a good one." 

Of course, Judge Leval was speaking oefore the introduction of 
these two bills and it is my understanding that he supports the 
bills. 

But I think it is a fair question for fair use; what is a clear stand- 
ard? Is it navigating between the shoals that were set out m 
Harper and Row? The Supreme Court said that the unpublished 
nature of a work is a key, but not the determinative factor. Is it 
one of the purposes c f the bills to try and indicate for the courts 
what the difference is between a factor being key but not determi- 
native? 

Or, less ambitiously, but equally as important, is the intent of 
the legislation to remove the gloss that was put on the Harper and 
Row decision by the second circuit, which is that, normally, the un- 
published nature of a work gives that work complete protection? Is 
that what the goal of the bills is, to rmove what is believed to be a 
virtually per se rule? 

The Copyright Office believes that the legislative process of ad- 
dressing these issues is at an initial, albeit extremely important, 
stage. You will hear today from a wide variety of witnesses who 
will, no doubt, provide you with much to contemplate. If, after 
hearing the witnesses and reviewing their written comments, the 
subcommittees conclude that the prevailing decisions have severely 
restricted the flexibility necessanr to make fair use determinations 
and, that a legislative solution is preferable to continue case-law 
development, the Copyright Office can support appropriately draft- 
ed legislation. 

That concludes my summary. Thank you. 

Senator DeConcini. Thank you very much. We welcome Con- 
gressman Berman, if he has any opening statement. 

Representative Bbrman. Thank you; no statement. 

Senator DeConcini. Mr. Patry, I take it from your statement 
that the Office does not take a position in favor or opposed to this 
bill; is that accurate? 

Mr. Patry. We believe that the legislative process has to identi- 
fy, clearly, what the goal of the legislation is. Is the goal of the leg- 
islation to reverse some of the language in the Supreme Court's de- 
cision on Harper and Rou saying that the unpublished natur of a 
work is a key but not the determinative factor? Probably not. 

I think from the floor statements, it is evident that the approach 
is to try and eliminate what is viewed to be a virtually oer se rule 
in the second circuit, which is that normally unpublished works 
enjoy complete protection from the Copyright Act. 

It if is believed that a legislative solution is appropriate— and, 
here, I believe the Copyright Office does not have an institutional 
interest in the legislation. In our normal course of work, we don't 
make fair use determinations. We view our role here as being an 
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adviBory one to you in drafting legislation. I think the key is to 
find out from the authors and publishers and from the judges 
whom you have here today, will this bill help them do what you 
want to do, will it give them more guidance? 

Senator DeConcinl I take it from your statement— correct me, 
please, if I am inaccurate— that if a standard could be written, that 
18 what we should do, or, at least, consider. 

Mr. Patry. Yes. .^nd it may be that the bills, as drafted, will ac- 
complish that. Interestingly, there are two different views, I think, 
on the drafting of the statute. Some people believe that it doesn't 
accomplish anything because fair use already applies to unpub- 
lished work, so why are you going to amend the statute to do what 
it already does? 

Other people believe that is the beauty of the drafting, that it 
does not attempt to overreach. I think the important thing is to 
fmd out from the authors and the judges whether or not this par- 
ticular language will accomplish your goals. If it does, we support 
it. 

Senator DeConcinl So, for the record, the Copyright Office has 
no position on this bill? 

Mr. Patry. On the drafting. If it is believed that the drafting, as 
it is, is appropriate to the goals, we will support it. 

Senator DKCoNaNi. And you don't know, You are here for these 
hearings, also? 

Mr. FATHY. Yes, I am. That's right. I think that is why I came at 
9:30. 

Senator DkConcini. Welcome. Thank you. 
Chairman Kastenmeier? 

Representative Kastknmeikr. Thank you. Chairman DeConcini. I 
should point out, for those who may not know, Mr. Patry is the 
author of ''The Fair Use Privilege in Copyright Law." He is not 

Ct a representative of the Copyright Omce. He is, perhaps, the 
t informed person who could possibly be here on the subject. 
As a matter of fact, it was my understanding that you had taken 
the position in your treatise that the common law basic^ly— and, 
perhaps, I am oversimplifying it— that the common law, really, did 
not permit application of the fair use doctrine to unpublished 
works, but that more recently you have reviewed that position and 
do not quite think that it applies that starkly to unpublished 
works. You differentiate now among or between unpublished 
works; is that correct? 

Mr. Patry. Yes. And I would like to tie that into my response to 
Senator DeConcini which may have been perceived as less than 
direct. When I wrote that book, I wrote it to learn about the doc- 
trine, not because I knew very much about it. In writing it and re- 
searching it for about 3 years, I learned some things about it. That 
was in 1984. 

Since then, I have learned a lot more about it. I think I have 
learned, probably, the most in the last year from Judge Leval who 
has had a tremendous influence on my thinking. I think I will 
learn a lot more about it today from hearing the people who have 
had the problems in appl3ring the statute. 

So I think that is the benefit of having the hearing. It is not that 
we know what fair use means or how it best should be done, that 
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this really is an ongoing learning process. It is a very flexible doc- 
trine. In my fair use book I think I was not as flexible as I should 
have been. I really did not perceive the problems all the way 
around as I should have. 

Judge Leval has helped me tremendously, and I expect that the 
witnesses you will hear today will help you and me as well. Iliat is 
what I really meant, that after hearing the witnesses, if you think 
it does the job, then we will support it but it is a difflcult, complex 
issue. It has been around for well over 200 years. 

Representative KAsrsNMEns. Would you not agree, however, 
that the recent court decisions taken as a continuum have nar- 
rowed the application of fair use to unpublished works? 

Mr. Patry. I think one of the critical issues of the Salinger-New 
Era opinions is on their interpretation of Harper and Row v. The 
Nation which said that the unpublished nature is a key but not de- 
terminative factor and that, under ordinary circumstances, the 
scope of fair use of unpublished works in narrower. 

What does that mean? What do ordinary circumstances mean? 
What does it mean to be narrower? The second circuit said there 
are two possibilities. One was that you could use less material, that 
normally you could take less from an unpublished work than you 
could from a published work. 

The other alternative is that the circumstances under which fair 
use would be applied are narrower. They took the second alterna- 
tive, and that is the law in that circuit until it is either changed by 
an en banc hearing, by the Supreme Court or by Congress. 

I think that that gloss, or that interpretation of Harper and Row, 
is what has led to the belief that there is a virtual per se rule. That 
is not going to change in that circuit until something happens 
either here or en banc. I do think, though, that the second circuit 
has devoted extraordinary attention to the issue, and the judges 
that you have here today have evidenced extreme receptivity and 
responsibility m trying to evolve this doctrine. 

Senator DeConcini. Thank you very much, Mr, Patry. 

Congressman Berman? 

Representative Brrman. No questions. 

Senator DkConcini. Thank you very much, Mr. Patry. We appre- 
ciate your testimony and your willingness to give us further advice 
and counsel. 

[The prepared statement of Mr. Oman follows:] 
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SUMMARY CF 
STATEMEOT GF RALPH OHAN 
REGISTER OF COPYRIGHTS AND 
ASSISTANT LIBRARIAN FOR COPYRIGHT SERVICES 

BEFORE THE SUBCOfwiTTEE ON COURTS. INTELLECTUAL 
PROPERTY AND THE ADMINISTRATION OF JUSTICf 
HOUSE JUDICIARY COMMITTEE 
AND 

THE SUPCOHMITTEE ON THE CONSTITUTION 
SENATE JUDICIARY COMMITTEE 

ON H*R. 4263 AND 2370 

JULY 11, 1990 



The Copyright Office appreclatee the opportunity to testify 
today on H.R. 4263 and S. 2370. The Usues ralsnd in these 
Identical bills are Important and well deser/e the attention you 
are giving then. H.R. 4263 and S. 2370 would amend Section 107 of 
title 17. United States Code, by inserting four words: "whether 
published or unpublished,** after the phrase '*f«ir use of a 
copyrighted work** In the preanble to that section. The purpose of 
the bills Is '*to give the courts sut'flclent flexibility In asking 
both a fair use detemlnatlon and a decision about whether 
^niunctlve relief Is appropriate.** This flexibility Is Intended 
to penslt the courts to adapt **the fair use test to particular 
situations that may arise.** 

The bills were Introduced out of concern that recent 
decisions by the United States Court of Appeals for the Second 
Circuit Involving unpublished works may have created a virtual 
per se rule prohibiting blcviraphers' and historians' use of such 
works . 

As with any legislative proposal, Congress should be 
convinced that a legislative solution is required and that the 
particular legislative solution proposed represents the best 
solution to the problem. Regarding H.R. 4263 and S. 2370. the 
subconalttees should examine whether or not Congress should let 
the courts refine their Approach to the Issues as part of the 
traditional Judicial Interpretation of the statute that has 
narked so much of the d'^velopment of our copyright law* If, after 
hearing the witt l^sses «.nd reviewing the written coaoents, the 
subconmlttees conclude that the prevailing decisions have removed 
or severely restrictec'; the flexibility necessary to make fair use 
determinations In accc^rdance with the goals of the Copyrlgjht Act. 
and that a legislative solution Is preferable to continued case 
law development, the Copyright Office can support appropriately 
drafted legislation* 
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STATEMENT OF RALPH OMAN 
REGISTER OF COPYRIGHTS AND 
ASSISTANT LIBRARIAN FOR COPYRIGHT SERVICES 

BEFORE THE SUBCOMMITTEE ON COURTS, INTELLECTUAL 
PROPERTY AND THE ADMINISTRATION OF JUSTICE 
HOUSE JUDICIARY COMMITTEE 
AND 

THE SUBCOMMITTPE ON THE CONSTITUTION 
SENATE JUDICIARY COMMITTEE 

ON H.R* 4263 AND S. 2370 

JULY 11, 1990 

INTRODUCTION 

The Copyright Office appreciates the opportunity to testify 
today on H.R. 4263 and S. 2370, bills introduced, respectively, 
by Chaiman ICxstenaeier %nd Chairman Sinon to amend the fair use 
provision of the Copyright Act. The issues raised in these 
identical bills are important and veil deserve the attention you 
are giving them. 

H>R> 4263 and S. 2370 would amend Section 107 of title 17, 
United States Code, by inserting four words; **whether published 
or unpublished," after the phrase '*fair use of a copyrighted 
work" in the preamble to that section. 

The purpose of the bills is ''to give the courts sufficient 
flexibility in making both a fair use determination and a 
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declilon About whether injunctive relief it appropriate.**^ Thie 
flexibility is intended to pemit the courts to adapt **the fair 
use test to particular situations that may arise. 



The bills were introduced out of concern that recent 
decisions by the United States Court of Appeals for the Second 
Circuit involving unpublished works nay have created a virtual 
per se rule prohibiting biographers' and historians' use of such 
works. ^These decisions^ have caused considerable concern among 
authors, publishers, and others in the scholarly community. That 
concern has led some authors and publishers to delete any 



^. CONG. REC. H806 (daily ed. Harch 14, 1990)(floor 
statement of Chairman Kastenmeier) (**Kastenmeier floor 
statement**) . 

2. CONG. REC. S. 3549 (daily ed, March 29. 1990)(floor 
statement of Senator Simon) Simon floor statement**). 

^. Kastenmeier floor statement; Simon floor statement; CONG. 
REC. S. 3550 (daily ed. March 29, 1990) (statement of Senator 
Uahy)(**Uahy statement**). Cf. New Era Puba. Int'l AdS v. Hanrv 
Holt & Co. . 873 F.2d 576, 593 (2d Cir. 1989^, cart, d^nlad 58 
U.S.L.W. 3528 (U.S. Feb. 20, 1990)(0akes, C.J.. concurring: **I 
do not think that Harper & Row, ae glossed by Sallnfer . laads to 
the inevitable conclusion that all copying from unpublished works 
is per se infringement**). 

^. Salinger v. Randi^a Hotiaa Jt^^^ . 650 F. Supp. 413 
(S.D.N.y. 1986), itxltf. Bll F.2d 90 (2d dr.), cert, denied . 484 
U.S. 890 (1987); New Era Pubs. Int'l AnS v. Hanrv Holt & Co. 684 
F. Supp. 808 (S,D.N.Y. 1988); 695 F. Supp. 1493 (S.D.H,Y. 1988), 
iff m Otinr ggg\mdi> 873 F.2d 576 (2d Cir.). petition for 
rth't in bine dfntt<i> 884 F.2d 659 (2d Clr. 1989). cert, danled . 
58 U.S. L.W. 3528 (U.S. Feb. 20, 1990). See -Iso New Era Piiba. 
Int'l ApS v. Cjirol Pub. Croup. 1990 U.S. App. LEXIS 8726 (2d Cir. 
1990)(finding fair use of published material). With great 
prescience, an earlier panel of the Second Circuit called fair 
use "the most troublesome in the whole law of copyright.** Dallfc>: 
V. Samuel Goldwvn. Inc.. 104 F.2d 661, 662 (2d Cir. 1939)(per 
curiam) . 
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unauthorised use of unpublithad material, and othera to undertake 
expensive and time-consuaing legal reviews of manuscripts for 
possible liability. "There is a fear that the uncertainty 
engendered by this series of cases will lead to self -censorship 
to avoid lawsuits and restraints on publication."^ Indeed, it is 
believed that the specter of such suits "ha[s] already had a 
chilling effect.*^ 

H.R. 4263 and S. 2370 are intended to thaw this chill by 
making clear that Section 107 of title 17 "applies equally to 
unpublished as well as published works, by Mirectling] the 
courts to apply the full fair use analysis to all copyrighted 
works, rather than peremptorily dismissing any and all citation 
to unpublished works as infringing."^ By "equal opportunity,^ I 
do not understand the bills to mean that the courts should treat 
an unpublished work identically to a published work, but rather 
that "the same guidelines, set forth in section 107,"^ should be 
applied to both categories of works. "(T]he bill (is not] 
intended to render the unpublished nature of a work irrelevant to 
fair use analysis under the four statutory factors. Courts would 
still consider the fact that the work is unpublished in 

Kastenmeier floor stateiaent. 
Simon floor statenent. 
Kastenmeier floor stateaent. 
Simon floor statement. 
KasteroMier floor stateMnt. 

3 
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A8a«a9ing thm nature of a %rotk, or in d«t«raining th« •£f«ct of 
th* U8« upon chft potential markne for ch« vork.**^^ 

By «o doing, th« bills Are d«sign«d to bftlanc* ch« li\t«r(»ttt 
of diff«r«nt groups of authors In ordsr to further th« 
constitutional gosl of pronoting th* progress of sciencs. Th* 
fair uss doctrine encapsulates one of the principal tensions 
within this balance, hov to protect the original author vhile 
still encouraging subsequent authors to build on the work of 
their predecessorc. The copyright lav can not fulfill its 
constitutional purpose unless it acccaplishes both goals. Too 
tsuch protection for the original author may discourage later 
authors just a5 surely as too little protection nay discourage 
the creation of the original work, the balance between these two 
equally undesirable results is as necessary as it is difficult to 
Achieve « 

This bearing will address such difficulties. Chainuin 
KastenMier has already noted soim of then in his floor statement 
introducing H.R. 4263: 

[S]houId the term "unpublished** be 
specifically defined? 

How does thi^ proposed amendment 
square iflth .ae Reme Convention... 7 

^^.Siaen floor statement. 

4 
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In what intt«nca> it injunctlva rall«f 
«pproprl«t«, •tp«cl«lly when th« first 
aiMndatnt it inplicattd? 

Most iaportantly , how do we balance the 
interests protected by the copyright laws 
with legitinate privacy concerns, and with 
the dictates of the first aaendtaent?^^ 



In their floor statenents, Senators Simon and Leahy also 
noted the concerns of the software industry that the bills might 
permit unauthorized use of unpublished source coda and related 
material. Vith the debate in the European Conmunity over the 
issue of decompilation of software, and the efforts to obtain 
intellectual property provisions in the GAiT, these concerns take 
on specific international dimensions in addition to the general 
ones noted by Chairman Kastenaeier. 

Other domestic concerns should also be addressed as well« 
such as the effect of the bills on libraries and other 
educational institutions, including whether fewer donations of 
unpublished letters would be made, or more restrictive access 
imposed. 

Finally, as with any legislative proposal, Congress should 
be convinced that a legislative solution Is required and that the 
particular Iegislati)tf> solution proposed represents the best 

, solution to the problem. Regarding H.R. 4263 and S. 2370, the 
subconmittees should examine whether or not it Congress should 
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Kastenmeier floor statement. 
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l<t thii couret r«f in« th«lr approach to tha iaauaa at part of tha 
traditional Judicial intarpratation of tha statuta that haa 
aarkad ao mich of tha davalopaant of our copyrigitt lav» If, aftar 
haaring tha witnasaaa and raviawing tha writtan conmanta, tha 
aubcoHBittaaa concluda that tha pravailing daciaiona hava ranovad 
ur aavaraly raatrictad cha flexibility nacaaaary to aaka fair uaa 
dacarainationa in accordanca with tha goala of tha Copyright 
Act, and that a lagialativa aolution ii prafarabla to continuad 
caaa law davalopaant, tha Copyright Office can support 
appropriately drafted legislation. 

I. Tha Orlfina of Fair Uaa 

A« Tha English Cases 

Fair use evolved by a process of accretion fron decisions of 
tha English courts in tha 18th century construing both tha 1710 
Statute of Anne «nd tha coaoon law. These early cases raised 
important issusk of first iaprassion on tha scope of copyright, a 
subject left up to tha courtf by the Statute of Anr.«. lu Gvlas v. 
HJUnflX^^, the Lord Chancellor held that the "colorable 
shortening" of books violated tha statuta, while "real and fair 
abridgaants" did not, because they involved "invention, learning, 
and Judgacnt" by tha abridgar.^^ Thia decision reflected in part 

2 Atk. 141 (1740), 

Id. at 143. 6 
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tht lack of an express right to prepare derivative works, and in 
part Judicial accoonodation of the inherent tension between the 
original author and subsequent authors wishing to use the 
original in a productive manner for the benefit of the public. 

The 1803 at law decision of Carv v. Kcarslev . is perhaps 
the first to apply a fair use^^ rather than fair abridgment 
analysis. Qjj^ involved competing itineraries. Defendant had 
referred to plaintiff's work in creating his work, correcting 
some of plaintif f ' s misprintings , and adding his own 
observations. In strongly indicating he would rule in defenaant's 
favor, Lord Ellenborough noted that "while I shall think myself 
bound to secure every man in the enjoyment of his copyright, one 
must not put manacles on science. "^^ 

Four years later, in dictum. Lord Ellenborough addressed the 
question of permissible quotation of a copyrighted work in a 
revieK, doing so in language strikingly i milar to that later 
used by American courts: "^A review will not in general serve as 

4 Esp. 168 (1803). 

The question presented in Carv was whether defendant had 
"used fairly" plaintiff's work. The first formulation of the 
doctrine as "fair use" apparently occurred 36 years later in 
Lewis v. Fullarton. 2 Baav. 6 (1839). The difference between the 
fair abridgment and fair use defenses was discussed in Wilkina 
:ujakin* 17 Ves. (Ch.) 422 (1810). 

4 Esp. at 171. Coapare U.S. CONST, art. I. {8 cl. 8: 
"Congress shall have the power to promote the progress of science 
... by securing for limited times tc authors ... the exclusive 
right to their writings... ." 
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a subBtltute for the book reviewed; and even there, if so auch le 
extracted that it coanBunicatee the same knowledge with the 
original work, it is an actionable violation of literary 
property. 

This decision denonstrates early concern over the market 
effect of the defendant's use of plaintiff's work, and a 
willingness to look beyond the nere labelling of a use as a 
review. The question remained, though, how much quotation was 
too much? This question was reached in Branwell v. Halconb . an 
1836 decision to dissolve an injunction. Lord Chancellor 
Cottenham answered a claim of privileged quotation by stating: 



Vhen it comes to a question of quantity, 
it must be very vague. One writer might 
take «11 the vital part of another's book, 
though it might be but a small proportion 
of the book in quantity. It is not only 
quantity but value that is always looked 
to. It is useless to refor to any particular 
cases as to quantity. 



Then, as now, not every unauthorized appropriation of 
copyrighted material gave rise to a prima facie case of 

Rovorth V. Wilkes . 1 Camp. 94, 98 (1807). 

1®. See also Mawman v. Tm^ f 2 Russ. (Ch.) 385. 393 (1826): 
"Quotation, for instance, is necessary for the purpose of 
reviewing; and q jtation for such a pu'.pose is not to have the 
appellation of piracy affixed to it; but quotation may be 
carried to the extent of oianifesting piratical intent." 

1^. 3 My. & Cr. (Ch.) 73V. 738 (1836). 
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Infringonant. The concept of noninfringing de alnlmis uses was 
discussed In Bell v. uhlteh^i^d. 20 ^ ^^^^ Involving nagazlne 
reports of scientific principles. Under Bell , small amounts of 
copyrighted material copied for purposes of scientific 
illustration did not give rise to a prima facie violation, and 
thus, fair use, as an affirmative defense, did not have to be 
reached. 



To summarize very generally the English case law up to 1839 
(when the doctrine crossed the Atlantic): criticisms or reviews 
that used only de minimis amounts of the original copyrighted 
work did not constitute a prima facie case of infringement. 
Productive uses^^ that took more than de m^^nimia amounts of 
material could be fair use if they did not substitute for the 
original. The question of how much appropriation was too much 
involved both a quantitative and qualitative analysis and had to 
be decided on a case by case basis, taking into account all the 



8 L.J. (N.S.) (Qi.) 141 (1839). 

American cases under the 1909 Copyright Act also took 
the position that fiair use is an affirmative defense. The 
Supreme Court authoritatively decided the question xinder the 1976 
Copyright Act in Harder & Row. Pub.. Inc. v. Nation Rnterorlses. 
471 U.S. 539, 561 (1985). 

By "productive uses," I mean the use by one author 
(including a critic or reviewer) of another author's work in the 
creation of a new work (including a review). See also Laval, 
Toward a F^lr Use StJindArd, 103 HARV. L. REV. 1105, 1111-1113 
(1990) (discussing " transformative uses) ; Sony CQmorjitlQn of 
America v. UnlvurMal Cltv studtii«. Tne 464 U.S. 417, 478-479 
(1984)(Blackmm, J., dissenting); Seltzer, EXEMPTIONS AND FAIR 
USE IN COPYRIGHT (1978). 
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factft a<id circuaat«nc96, 

B. Dftvelopmtnt of Fair Us« in the Unitad States 

Our first copyright act^^ was a virtual copy of the English 
Statute of Anne. It should not be surprising, therefore, that the 
early Anerican copyright cases looked to the English decisions 
for guidance. Tne first Anerican opinion to address the issues of 
fair abridgment and fair use was Gray v. Russell , an 1839 
decision by Supreme Court Justice Joseph Story, sitting as a 
Circuit Justice in the District of Massachusetts . 

GfAv V, Russell involved a claim in a compilation of public 
domain notes added to latin grammars. In finding that plaintiff 
ha<t a protectible interest in his compilation, Justice Story, in 
dicta, examined the permissible and impermissible uses of 
copyrighted material. This dicta strongly emphasized the need for 
a bona fide purpose, the inability to state a rule of thumb on 
how much appropriation is too much, and the importance of the 
second work not substituting for the original in the 
marketplace. 

Two years later, Justice Story decided Folsom v. Marsh . 

Act of May 31, 1790, 1st Cong.. 2d Sess., 1 Stat. 124. 
10 F. Cas. 1035 (C.C. D. Mass. 1839)(No. 5,728). 
25. Id. at 1038-1039. 
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Again clttlng as a Circuit Juatica.^^ FoIcom v. Marah ia 
frequently cited aa the firat fair use case in the United Statea. 
Justice Story's fomulation of the fair use factora in Folaoii v. 
Marsh has hardly been improved upon, forming nuch of the 
conceptual underpinning for Section 107 of the 1976 Copyright 
Act. It ia fitting for today's hearing that F ftlaom v. Marah 
involved not only a biography, but use of President Waahington'a 
public and private letters. Interestingly, no distinction 
between the two categories was made in the opinion. 



Justice Story began by accepting defendant's framing of the 
issue as whether *[a]n author has a right to quote, select, 
extract or abridge froa another, in the cooiposition of a work 
essentially new.**^® The issua waa, Justice Story believed, "one 
of those intricate and anbarrassing questions ariaing froB the 
adainiatratlon of civil Justice, in which it is not, from the 
peculiar nature anu character of the controveray, eaay to arrive 
at any satisfactory conclusion, or to lay down any general 
principles applicabla to all cases. 

2^. 9 F. Caa. 342 (CCD. Haaa. 1841)<Ho. 4,901). 

Defendant Reverend Charlea Uphan's work. The Life of 
Waihln|ton In the Fora of an Autobloyraphv. uaeU the artifice of 
a narrative "by" tfaahington, reproducing extracta and selections 
froB tfaahington'a writinga and correapondence . The work waa 866 
pages long and was intended for school librariea. 

2®. 9 F. Cas. at 343, 344. 

2^. Id. Sse alao Uval, Fair Use or Foul? . 36 J. COPR. SOC'Y 
167, 160 (1989), coanenting on thia passage in Fole^a^ v. Marsh : 
"That was an understatement. A test that apoke with a definite 
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Dttpitt Juatict Story* • modtttyi tht r«tt bf th« opinion wit 
a htlpful fontulation of Jutt such gantral principlai. Juttlti« 
Story flrit fat out what ha tailed tha ♦♦two #xtriaiai*»: copying 
tha whola aubitanca of tha work with only slight omlailoni, and, 
a ravlaw of tha work for tha purpoia of **fAlr and raatonabla 
crltlcltM.**^^ Th* difficulty lay In deciding catis falllns 
batwaan thaia two •xtramai. 



At a thraahold quaatlon» Justica Story addrataad th« acopa 
of copyright and tharaby tha natura of infrlngamant*- 
holding: 



It It cartalnly not nacattary, to conatltuta 
an Invailon of copyright, that tha whola of 
a work thould ba coplad, or avan a larga 
portion of it, in fora or in tubatanca. If 
ao much it tat;an, that tha valua of tha 
original it tanalbly dialnlthad« or tha 
labort of tha original author ara tubttantlally 
to an Injurloua axtant appropriated by anc ..lar, 
that la aufflclant. In point of law. to conatltuta 
a piracy pro tanto. Tha antltaty of tha copyright 
la tha property of tha author; and it la no defence « 
that another paraon haa appropriated a part, and 
not the whola, of any property. Neither doea it 
neceaaarily depend upon the quantity taken, whether 
it la an InfrlngeAent of the copyright or not. It 
la often affected by other conalderatlona, the value 
of the nateriala taken, and the laportanca of it 



atandard would chaspion predictability at the axpanaa of 
Juatlflcatlon, ana do injury to intellectual activity to the 
detriment of the copyright objectlvea. We ahould not adopt a 
clear atandard unleaa it were e good one - and we don't have a 
good one . 

30. Id. at 344-345. 
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to the sale of the original vork. 



One of those other Inport&nt considerations was whether 
defendant made a productive use of the saterial appropriated, 
with Justice Story condaoming the '*facile use of scissors," and 
extractions of "the essential parts, constituting the chief value 
of the original work."^^ S'jaming the matter up in what has become 
the classic formulation of the fair use factors, Justice Story 
wrote: 



In short, we must often, in deciding questions 
of this Mort, look to the nature and objects 
of the selections made, the quantity and value 
of the materials used, and the degree in which 
the use may prejudice the sale, or diminish 
the profits, or supersede the objects, of the 
original work.^^ 



Notwithstanding Justice Story's belief that defendant's work 
involved "very meritorious labors" and the relatively small 
amount appropriated 4.5% infringement was found because 
defendant had copied 'the essential parts, constituting the chief 
value of the work."^^ 

Justice Story's formulation of the fair use factors served 

Id. At 348. 

32. Id. at 345. 

33. Id. at 34fl. 
3^. Id. at 345. 
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as th« bedrock o£ future Aaerlcan fair Ui« dtclsiont ov«r thu 
next 137 y«art. Fair uia contlnuad its Judicial dsvslopnMint 
during chis psrlod without any statutory basis, being appllsd in 
cases involving critlcisa, reviews, biographies, parodies, and a 
wide variety of other fact settings. Because the focus of today's 
hearing is on biographical and historical uses of unpublished 
works, and in particular decisions froH the Second Circuit, the 
Copyright Office shall not review the general developnent of the 
fair use doctrine. Instead, the Office devotes a later, eeparate 
section of this statement to the recent Second Circuit decisions, 
and briefly notes here antecedents to those decisions' coonents 
regarding the scopr of fair use of unpublished itaterlal. 

C. Fair Use of Unpublished Works 

The concept of fair use of unpublished works Is inextricably 
intertwined with the concept of "publication." Until the 1976 
Act, publication constituted the general dividing line between 
federal and state copyright protection, with the latter fon of 
protection generally reserved for unpublished works* Publication 
was (and renalns) a highly technical construct, frequently 
defying cooewn sense. Hy focus here will be on the sore lioilted 
question of unpublished letters, diaries, and the like. 

For exsj^)le, the live perforsMnce of a new »isical 
covposition on television before Billions of people worldwide 
froB handwritten parts would not, in and of Itself, constitute 
publication. Nor would the c tribution under restrictive 
licenses of copies of cosputer software. 
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The Sngllih cQtirti, with thtir »tron8 e»pha«l« on privacy 
rights prottcted unpubllfihed letters against all copying. 
The first cases In the United States Involving unpublished works 
Involved plays, but todk the sane position. Fair use« of 
tinpublished letters was directly addrassed in a 1967 New York 
atata case, instate of yunilnywMv v. Randoa House. Iac..39 ^here 
is, unfortunately, a difference of opinion about whether the 
Henlnywjiv court confused fair use with insubstantial takings, and 
even whether particular passages in the opinion referred to 
published mater ial.^^ In any event, on appeal the New York Court 
of Appeals affinneci the trial court decision favoring use on the 
ground of inplied coniient. 



3^. See e.g., Priti^^e Al^^r*^ ^ Stritif . 1 Mac. & G. 23 
(1849) and generally, Newun, c<at>vylfht mnd the Protection of 
fXi^AfiXt 12 COUJH. - VIA J. LAW & ARTS 459 (1988); Uval JOMMX^Jk 
F^tr Ooe Standard . 103 HARV. L. REV, 1105, 1129-1130 (1990). 

^7. Set, e.g., Popa v. Curl . 2 Atk. 342 (1741) (letters of 
Alexander Pope to Jonathan Swift) . 

P^ndlar V. Itoroaco. 253 N.Y. 281, 291 (N.Y. 1930). See 
also Sf^Mnlitv v. Cr^UmA^^M aroadgaatlna Svste«. 221 P. 2d 73, 76 
(Cal* 1950) (en banc), and American T<tbit;;n lia. T. tftrc^*'^^^. 
207 U.S. 284, 299 (1907)(At cowaon law, "the property of the 
author ... in his intellectual property [was] absolute until he 
voluntarily part[ed} with the ssm"). 

2^. 53 Misc. 462 ^^.Y. Sup* Ct.), affM . 285 H[.Y.8.2d 568 
(App. Div. 1967), itt jn ethar grounds . 23 N.Y. 2d 341 (1968). 
Fffl gg* Mars > also involved unpublished letters, but the ccurt 
did not base i :s decision on the letters' unpublished nature. 

See <;^lin»>r V. ttandftt Houaa. Inc.. 650 F. Supp. 413, 
422 (S.D.N.Y. 1986). 
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Unlikt British Jurliprud«nc«. dacitiono in U.S. f«d«r«l 
courts on unpublishsd vorks v«r« fev b<9ifor« px:a3asg9 of th« 1976 
Copyright Act bscauss ttata lav govarnod infringanant of moat 
unpubliahad litarary vorka. Tha pranant fadaral quaation of fair 
usa of unpubliahad vorks muat ba avaluatad in light of tha 
codification of fair uaa principlaa and tha Supraaa Covirt'a 
dacif ton in Harpar & Rov. Pub,. Inc. v> Nation Hntarorlaaa , 

II. Tho Codification of Fair Usa in cha 1976 Copyright Act 

KsL part of the omnibus ravialon of tha 1909 Copyright Act, 
Congrasa in 1^)55 ftuthoriz«d th« Copyright Act to undartaka a 
progrott of studies of tha problau a^spactad to bo «ncountarad in 
drafting a nav atatuta. Study Ho. 14, f^^^. U** r,apvrightod 
HfltCkit by tha lata Profassor Alan Latiuinr vaa iscuad in 1958* 
Profaaaor lAtmn did mot take a position on codification of fair 
uaa in a nav atatuta, inataad vaviawlng past lagialativa 
propoa^alfi and analyzing issuas iu\darlying any codification of 
fair usa. In Study 2fo. 15, Fhotoduplieation of Coovrlghtyd 
Katariala bv j ri4hy^llKilffa- hy ISorga Varaar, tha applicability of 
fair uaa to library photocopying traa dlacuasad. Varmar augj^astad 
that tha Isaua ahould be r^.^olvad by voluntary agraaaant <U0ong 

471 U.S. 539 (1985). Saa also Saltnaar v. Rmnd iMi Wouaa. 
ll^SU, 811 F.2d 90. 95 (2d Cir.), < ^ art. dflft ^ ft ^ 484 U.S. 890 
(I9B7)('*Vhatavar gllmarlnga on th[ai subjact haya appaarad in 
casas dacidad bafora May 20, 1985 ... our guidanca auat now ba 
takan from tha daclsion of tha SupraM Court or?, that data in 
iiADft£.AJ^ tha Coutt^a firat dalinaation of tha acopa of 

fair uaa aa appliad to unpubliahad tforka**). 
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th« lnt«r««tdd iMtrtUfi, or failing umh agr««a«nt:, by •luictMnt 
of « statutory ^roviilon th«t wmld ^ot out specific guid«lin«s. 
Study No. 2., Profctloti of Unoubllghed Vorka, by ViUiam 
Straucs, g«n#rally concamod tlrv than axisting dual ayatam of 
fadoral copyright protactlon for (noat) publiahad worka, and 
atata protactlon for (moat) unpubliahad worka. Tha Lataan, 
Vanaar, and Strauaa atudiaa all notad a ganaral rula that fair 
uaa vaa not availabla for unauthorizad uaa of unpubliahad 
worka . 

In 1961, tha Ragiatar of Copyrighta iasuad a raport on tha 
ganaral raviaion.^^ Chaptar 3 of tha raport containad a 
dlaciiaaion of fair uaa. Tha Ragiatar notad that fair uaa had baan 
davalopad by tha courta without a atatutory baaia and vaa "firmly 
aatabliahad aa an impliad limitation on tha axclu^iiva righta of 
copyright ownara.** In light of tha fact that fair usa was "such 
an important limitation on tha rights of copyright o%mara» and 
occaaiona to apply that doctrina arlaa ao fraquantly, ** tha 
Ragiatar raconmandad that tha atatuta "should mantion it."^^ 

Tha Ragiatar did not of far a dafinition of fair uaa, but did 
Latman atudy at 7; Varmar atudy at 53; Strauaa atudy at 

4 n.32. 

REPORT OF THE REGISTER OF COFYRIGHTS ON THE GENERAL 
REVISION OF THE U.S. COFYRIGHT UW, a7th Cong., lat Saaa. (Comm. 
Print 1961). 

^. Id. at 24, 25. 
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•Ut«; •(ajroadly sptaking, Ic maiu that a raafonabla portion 
of a copyrlghcud vork uy ba t^produoad without paniaaion whan 
nacaasary for a lagitinata purpoaa which la not Inconalatant with 
tha copyright ownar'a axclualva right to axplolt tha aarkat for 
hla work."*^*^ Tha Raglatar alao llatad a nuabar of axaoiplaa of 
uaaa that '*itay ba pamlttad** aa fair uaa. Two of thaaa axaaplaa 
ara ralavant to today 'a haarlng, "Quotation of axcarpta in a 
ravlaw or crltlclaa for pur^oaaa of llluatratlon or cowwnt,* 
and, ••(qjuotatlon of abort paaaagaa In a acholarly or tachnlcal 
work, for llluatratlon or clarification of tha author 'a 
obaarvatlons. 

Uhathar any particular uaa waa a fair uaa would dapand, tha 
Raglatar ballavad, on tha following four factora; 

(1) tha purpoaa of tha uaa, 

(2) thtt natura of tha copyrlghtad workt 

(3) tha aaount and aubatantlallty of 
tha aatarlal uaad in ralatlon to tha 
copyrl^tad worka aa a whola, and 

(4) tha affact of tha uaa on tha copyrlghtad 
ownar'a potantlal markat for hla work.^' 

Tha Raglatar conaldarad tha factora to ba *'lntarralatad and 
thalr ralatlva ilgnlflcanca aay vary," adding that "tha fourth 
ona - tha coapatltlva charactar of tha uaa - la oftan tha aoat 

Id. at 24. 
Id. 
^^ Id. 
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<Ucl«lva.**^® D«iplt« his belief that the naw act thould affira 
the ganaral principle of fair uae, the Register alto believed 
that it vaa tiot possible to **prascribe precise rules suitable for 
all situations." Significantly for our purposes today, the 
Register stated that fair use should ^ be available for 
unpublished works: "Unpublished works under comon law 
protection are also imaune from liaitations on the scope of 
statutory protection that have been iaposed in the public 
interest. These liaitations ... include the 'fair use' 
doctrine... ."^^ The report alt J concluded, however, that "[wjhen 
any holder of a aanuscript has aade it accessible to the public 
in a library or other archival institution ... the aanuscript 
should be subject to fair use."^^ 

In 1963, the Register issued a draft revision bill. Section 6 
of this draft contained the following provision on fair use: 



{6. LIMITATIONS ON EXCLUSIVE RIGHTS: FAIR USE. 
All of tha exclusive rights specified in section 
3 shall be Halted by the privilege of aaking fair 
use of a copyrighud work. In deteraining whether, 
under the circuastances in any particular case, the 
use of a copyrighted work constitutes a fair use 
rather than an infringement of copyright, the 



Id. at 24-25, 
Id. at 25. 
50. Id. at 40. 

Id. at 43. Tha context of this discussion aakas clear 
that 'the holder** is the owner of the physical object and not the 
copyright owner. 
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fui£uii St m imfi^m m)k^ thi mmi 
lubiuaeUHiy afihi mtiHi \a%A ifl fiUeiSH ea 
fc^i eaitysighdd ya^k ii i vtialii ifld |<t) £)ii i!fi6£ 
ef ttii uat bfaa (a« ptaflEiii viki al bhi eaeyflitifciii 



fchbai Ifttit aatlihid ih ^ibfeiuH m ih bhi ^su^^iihfc kik^^ 

ttii Hiitbt^ ai ^ha ^m^ii^^ At-fc ii Mfiiiu M 
sihgiti iiirieuiij^ tliiAj^ihi fhi iiait wiii toaMi 

«kM&i(i«i lira m kaHfeirbVifiiii ms fehi Mt i:iii¥iiiafl 
jtikibHifc baatiulibirj^ iibihiii: Aktiaugft iiii Umiiti t-aeiiheitiaH 
tii uit ui« iti fctii 19^^ Abt WIN liiUiilj^ feh^iAitflid by fchi 
butibiraviirty b^iir ^hababbiij^ihii; MukA' wlfctt fii^ uii im fchi 
faiftihHihi at bHi i:«viiiaH if^aibi thi iiiui a^ {ihafcaBaiiyiHi wuid 
ittfeit fan iritaivaii bf a ttii>AUfci iiafciah - ias ^ tar ii^Hty 
tihbfcubeiiyihiii Ujr « (iliirihei ih fctii ^tiMibli b ditiiiiah idt be 

"itilkittll bbjlilli tbir biliiirbbi Uili" ihd Aiirlld^UtiaH 



ftii bhftttiii iidi tm ktii iiiik bill i^i ii 
tbUawi. Ai lfl€,^a^id ifl fehi mitim biiiii fJii tifiiibii 
Ml labifeifltiiiii^ Hviiid b i vlf&uiiy IdiHilaii (a ihte 
badifiid ih 8eeti8ft idf. &«i 9; Mi; tt.ft; iiHitn H;6: iiiS^i 
m\i &m.^ in §111; am^ Sh iudibit §, (hi Haul 
iuditiUirt t;aMi((ii i^d ehi tih^ii ^ieaiudiflg «hi(hi« lueh uii 
it at I baiMf£iAi fiifeiiM a^ ii fa( fl6«8fa^il iftuaKiSflii 
tiiiifaiii" ea (hi lifK he(at. fhi iieafli fieisi iminA 
^Hifliid; fhi i^ifA Hmi m ehtflgii iH (hi mh mam 
hlUiljp (i^iteifig (hi mi^ "udfiii" vKh ■98Hi»R>* fhi ta(h 
hb(a( Ml Ilia eHMiid id (hi 1964 mitim Uiii ^ imHim 
iikii (hi miA "pdfllUl* (hi phiiii iii bi.* 
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guid«llm« for clatsroos ust.^^ 

Photocopying n«v«rth«l«it maiui^^d to bog down codification 
for a nunbar of yaara and ganaratad aooa of tha sioat bittar 
diaputaa of tha antira ravialon prouaaa. Furthar conplicatlng 
aattars vaa ongoing litigation involving tha Willlaaa 6 Ullk; < 
company and tha National Inatltutaa of Haalth and tha Nation? 
Library of Madlcina ovar thoaa aganciaa' ayataaatic unauthorlzad 
photocopying of aciantific Joumala. Aftar a favorabla trial 
ruling. WilliaMa & Wilkina loat at tha Court of Claiaa, a 
daciaion that vaa anticliaactically affimad without pracadantial 
value whan tha Suprana Court aplit 4 •A. 

Thara appaar to ba only two axpraaa rafarancaa by wltnaaaaa 
or intaraatad partiaa dvMTing tha raviaion affort to tha iaaua of 
fair uaa and unpubliahad worka. Tha firat rafaranca caaa at a 
Saptambar 14, 1961 panal of conaultanta' Mating, at which a 
diatinctlon waa drawn batwa^n unpubliahad worka that wara 
undiaaaoilnatad» and tachnlcally unpubliahad worka that had baan 
voluntarily dlaaaalnatad, a.g., a play that waa parfonaad but not 
printad. Fair uaa waa ballavad appllcabla to tha lattar, but not 



Thaaa guldallnaa ara raproducad In H.R. UP. NO. 94- 
1476, 94th Cong., 2d Saaa. 68-70 (1976). Saa alao H.R. REP. NO. 
94-1733, 94th Cong., 2d Saaa. 70 (1976) (Conf aranca 
raport)(andoralng guldallnaa and noting corracclona) . 

^. 172 U.S.P.Q. 670 (Ct. CI. 1972), 11X14, 487 P. 2d 1345 
(Ct. CI. 1973), affM bv an agiiallv divided Court. 420 U.S. 376 
(1975). 
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to th« rkt thcbxiA te!dr«hci. itt 1963^ Wai In « Uttft^ 

to bhth JtidielAty CotH^lttHi di^lrttan fiblatiu«l CtUlikiri risatdlng 
thA t^hotobdpylng ttltt ttibtdhlmlhg for til^ bf mattor<i^ bhtsiii ttid 

dtictoml dii^sattabibhs.^'^ 



th6 first cbugrdsdlonil mf^rdnbe td fair uaa atid 
unpubliahlld trorks canife in 1966 » Iti i Hdtiatf Judiciary Cotaaittea 
rliport : 



tha applibaHli^ b£ i:h^ fAiir bai dbbtrina 
to unpub} iihid lrbi:k« lii harrbwl]^ liaitad 
aihcif tlthbii^ tht U teftVtilt li, 
thii it th« tliiilt bf i tiilitlilifii:« chbici 
bti tha t^att bi^ tha bopyrighfc ownar. litidar 
brdituity eitbtttitUtleiia thU copytight 
bmibir^li ^iright tiiit t^bhlltatib''/ ^iild 
biitiraigh Atif ttaadg b£ taptodUbtibn for 
ola^ittdbtt Uaa;^' 



Tha rafarante to claaaroon taproduotion waa apparantly not 
intandad tb littlt thU prihoit»l6 tb idticatibnal bbpyitig^ Ai tha 
SuptaM court hlld in Ha^^r 4 it^. , trite. i^ateioti 
fatifearariaaa .S^ thia lanjpiag* WAa gdbt)tid iri htlic vithk in the 



OH THB ItfiFORT 01* THfc U8li3T» OF COmiOHtS OR TtiB bSfVERAL 
RSVISIOM OP mt tl.S. COPYklGtrr law. SSth Cong.i lat Siat. t1 
(Com, Ptlht 1963). 

>^a>arH^ Lie ftiVUiyrit ttaairitiaa att H.tt. 4447 al. 

Hmt It^ffMit >ff> tM Hfiiit^UUiy, Sf%> S9th Cong.. 

1st Sisa. 1868 (1969)(Utt«t of Prbfakibr Wlllltii Bsms). 

H.n. RfiP. MO. 2237 1 66th Cong.. 2d Sasa. 66 (1966). 

471 U.S. 539i 533.954 (1985). 
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1975 Senmta report accoapanylng th« rtvlalon bill. 5' It wa« not. 
howavtr, InclucUd In the 1976 Houtu JudlcUry Cowlttaa report . 
which inittaad rafarrad back to ita 1966 raport and notad that tha 
early raport **atill haa value a« an analyaia of varioua eapacta 
of tha problem. 

Both the 1975 Senate and the 1976 Houae Judiciary CoBiiittaa 
reporta expreaaed an intent in enacting Section 107 to "reatate 
the present Judicial doctrine of fair uae, not to change, narrotr, 
or enlarge it in any way. ... (T)he courta oiuat be free to edapt 
u:ie doctrine to particular aituationa on a caae-bycaae baaia.**^^ 
Deapite thia atatanent, it appeara that codification did change 
the fair uae doctrine. Firat, Section 107 aeta forth four factora 
which muat be conaidered. Prior to codification, a court could 
evaluate the uae under aa few factora aa It wiahed, and factora 
of ita own chooaing.^2 Second, by including multiple photocopiea 
of worka for claasroon uae aa a poaaible fair uae, Congreaa 
decided a controversial iaaue that had yet to be resolved by the 
courts, and in ao doing, according to soae comentators, injected 
a foreign eleaent into the doctrine. Finally, by not naking a 

5^. S. REP. NO. 94-473, 94th Cong., let Seas. 64 (1975). 

H.R. REP. NO. 94-1476 at 67. The reference was 
technically to the House Judiciary Coonittae's 1967 report. That 
report was identical tq the 1966 report. 

H.R. REP. NO. 94-1476 at 66; S. REP. NO. 94-473 at 62. 

^2. See diacuaaion of thia point in Pacific & South:,m Co. 
Y, Puncan, 744 F.2d 1490. 1495 n.7 (11th Cir. 1984). 

Seltzer, EXEMPTIONS AND PAIR USE IN COPYRIGHT (1978). 
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distinction bctw««ti published and tmpubliihsd works. Congrsss 
arguably broadanad fair usa of im|mblishad works. At a minittua, 
Saction 107 facially indicatas that fair usa may apply to sooa 
unpublishad works under soa6 eircumstancas. 



III. Supreme Court Fair Use h visions 

All of the Supreme Court's dacisions on fair use have been 

under the 1976 Act.^^ ^hare hiva been three such decisions, Sony 

Corp. of Aflierlfi* V. ttnivi^^nl g^^y flt^j^igft , Ing ,,^^ Haroar A 

Rfitti — Eubij — dnSu — 3L — Kation Bnf ifpriaf | , ^7 Stawarfe v. 

Abend . 68 



A. Son? Corp, of Aaerica v. llnivraal citv Sfctidifl«. T^i f, 



This is the so-called •'Bataaax** case, in which the Court 
held that time-shiftltig of free broadcast television prograstting 
for private hone viewing was fair use. There was no discussion of 

T "p"%o o ' ?'f'f l %,"'"'" 

Th« Court haard two caaaa undar tha 1909 Act but split 

5?n«x''' V,^*" ^ '^'-'f IM, 336 U.S. 43 

(1958), Miilg, 239 F.2d 532 (9th Clr. 1956)' Willie. A BiiU ni 
Cg. Y. Vnlttd Stittii 420 U.S. 376 (1975), aff'a . 487 F 2d 1345 
(Ct. CI. 1973). «**-»» 

464 U.S. 417 (1984). 
471 U.S. 539 (1985). 
^8. 110 S.Ct. 1750 (1990). 
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whftther th« progruming was publiah^d or not.^^ 

B, Mrv^r & Row. Puh.. Inc. v. Nation BnfrpriacM 

Harpay & Rov did» of court«, involva an unpubllshad work, 
th« about- to-be publiahad autobiography of fornMr Prasldant 
Garald Ford. Tha facts in Harpar & Rw ara vall-knovn and thua 
naad only be briafly auwarizad. Tha Nation's aditor Victor 
Navaaky obtained a copy of tha Ford aanuacript that ha knaw ha 
woa not authorized to poaaaaa. Working quickly ovar a waakand in 
order to get the copy back to hia source, Navaaky producad an 
article concerning tho manuscript itself, containing nuaerous 
excerpts from the aanuscript* The Nation then published the 
article in a succeaaful, deliberate effort to baat Ford'a 
authorized serialization in Tijse magazine. Und^r a provision of 
Time's contract with Ford'a publisher, Time cancelled 
serialization and refused to pay tha publisher $12,500. 

Suit was brti^ught by the publisher in the Southern District 
on New York. Judge Oven found for the plaintiff, but was reversed 
by a divided panel of the Second Circuit, which was itself 
reversed by a 6-3 decision of the Supreme Court. 



The Court's discvuision of the second and third factors 
was laconic » to say the leaat. See 464 U.S. at 449-450. 
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Th« 8upr«Be Court b«stn by noting that Tht Ration had 
'*att/amptad no indap«ndant eoDmntary, raaaarch, or crltlcltai, 
.^^^^ Nor. In tha Court*a vlaw. did Tha Nation saak to naraly 
raport facta. Inatand, it -actlvaly aought to axplolt tha 
headline valua of Ita Infrlngaaant. making a 'nava avant' out of 
ina unauthorlsead flrat publication of a notad figure 'a copyright 
expression. "-^^ 



Turning to the second factor, tlie nature of tha copyrighted 
irork, the Court rejected defendant's arguwint that codification 
of fair use In Section 107 of the 1976 Copyright Act reflected 
Congressional Intent that fair use ** apply In pari mteria to 
published end unpublished works. "^2 fiij^lng insteed that •^(tjhe 
fact that a vork is unpublished is a critical pert of Its 
'nature.' ... (TJhe scope of felr use la narrower with refpect to 
vmpublished worka.**^^ ^^^^^ agreed thet the right of first 
publlcetlon - a coanon lew right codified In Section 106(3) of 
the 1976 Copyright Act^^ - is limited by fair use in Section 
107, and thet "fair use enalysls oust elways be tailored to the 
Individual case."^^ citing the 1975 Senete Judiciary Comittee 

471 U.S. et 343. 
Id. et 539. 
Id. et 552. 
Id. et 564. 

See H.R. REP. WO. 94-1476 at 62; S. Rep. WO. 94-473 at 
471 U.S. at 552. 
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t«pottt hovtv^tp thd Court concludtd thae ^th« unpubllihed 
nutura of i vork Ic [a] k«y* thou$h not nacaiiatlly 
datamlnativa factor' tandlng to nagata a dafania of fair 
uaa/7^ adding that "[ujndar ordinary clrcuwatancaii tha author'! 
right to control tha first public apt^aaranca 6f his 
undiisaainatad axpraision irill outvaigh a claim of fair uaa.**^^ 



Tha Court irai particularly aollcltottt of tha author's right 
to control th« first publication of hit or har work, writing: 



First publication it ihharantly diffarant fro« 
othar (106 rights in that only ona psrson can 
ba tha first publishar. ... (t]ha coHMrcial 
valua of tha right lias primarily in its 
axclunivityt baeauaa tha potantial dasiaga to tha 
author froM Judicially anforead **8haring** of 
tha first publication ri|^t with unauthorisad 
uaas of his unuacript is substantial, ths 
balanca of aquitias in avaluating such a claim 
naturally shifts.'® 



Th« Court's coneam axtandad bayond aconottiic consLdarations: 
"Tha author's control of first publication implicatas his 
ptraonal intaraat in craativa control. 



Id. At 

Id. at 555. 

Id. at 553. 

Id. at 539. Sas also Varran & drandais, tha tlg t te; ta 
il^iSJm* ^ KiUdV. L. 193, 205 (1890)(maklnj| public a 

d#llb«rat:«ly unp^ibllshad mtk viblatas tha author's right of 
"lxwi<?Iata passonality") . 
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Sunotrixing th« r«l«vant holdings of H^roar & ffg y. th« Court 
r«j0ct«d th« arsumnt that fair u«« applits in pari mataria to 
publishtd and unpublithtd vorka, finding instead that tha 
unpublished nature of a work is a "key, chough not necessarily 
detensinative factor tending to negate fair usa;**®^ the scope of 
fair uaa is accordingly '^narrower'* ^^Ith respect to fair use* 
Under '^ordinary circuostances** the author's right of first 
publication vlll outveigh a claln of fair use.^^ At the saoM 
tine, however, the Court cautioned that it would not permit 
authors of unpublished ouiterials to "abuse . . . the copyright . . . 
monopoly as «u instruaent to suppress facts... Unfortunately 
for The Nation, the Court also held that "The Hation did not stop 
at isolated phrases and instead excerpted subjective descriptions 
and portraits of public figures whose power lies in the author's 
individualized expression. "^^ 

C. Stewart V. Abend 



As I point out below, one of the difficulties faced by 
the Second Circuit in its recent decisions is negotiating the 
shoals between the unpublished nature of a work being a "key" 
factor, yet one that Is "not necessarily determinative." 

The Court's use of the term "narrower" has caused 
problems, since some believe It is subject to two different 
interpreutions. See Salinyar v. Random House. Inc. . 811 P. 2d 90, 
97 (2d Cir.), cart, daniad. 484 U.S. 890 (1987), discussed, infra 
In Part IVA, and Miner, fccnloitlna Stolen text! Pair Use or Foul 
EJLUXlt 37 J. COPR. SOC'Y 1, 5 (1989). 

This language has also caused problems, since there is 
no clear indication when circumstances are not "ordinary." 

83. Id. 
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miit ddciiion, hiindiid dovn oti April 24, 1990 involved 
publldhttd motion picture ^Kdtr Wlndov*** It principally concimftd 
thtt raneval provliiont of th^ 1909 Act, but fair iu« was m 
subsidiary isavta diacu3«<»d briefly by tho Court. Bri«fly» bacauat 
tha claim copying^ of quantitatively and quAlitativaly 

aigniflcanc parts of a craacive vork in a vidaly discributad 
conni^rc inl motion picture - strained credulity. In a curious 
passage of that discussion, the Court mrota thet the fair use 
doctrlno "evolved in response to** the **ebsolute** rule of no 
unautho triced uae of unpublished works. This statement ap^oars 
to be in contradiction to the history of feir use and ia 
otherwise not explained. 

IV. The Recent Second Circuit Decisions 

The decisions that bring us here today are Salinfer v. 
Randoa House. Inc.^^ and Mflf ggi P^bs, Int'I Ali» y, HtngY Hglt & 
Gsl}^ Both were decided by the United Stetes Court of Appeels for 
the Second Circuit from opinions by Judge Pierre Level of the 

^^.110 S.Ct. 1750, 1768 (1990). 

650 F. Supp. 413 (S.D.N.Y. 1986), rev^d . Oil F.2d 90 (2d 
Cir), cert, dented . 484 U.S. 890 (1987). 

684 F. Supp. 808 (S.D.N.T. 1986 M 695 P. Supp. 1493 
(S.O.N.T. 1988), efg^d im other greynda. 873 F.2d 576 (2d Cir.)» 
ttet. far rah ^^r en h^tu. denied. 884 F.2d 659 (2d Cir. 1989), 
d^lQijUi. 58 U.S.L.V. 3528 (U.S. Feb. 20, 1990). 
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Seuth^rn Dlitrlct of Nciv York. Both Involvtd a blogrupher'i iu« 
of unpubU9h«<^ Mterlal. The Supreae Court denltd certiorari in 
both cases. 

In SAUjOgfili the Second Circuit reversed Judge Level's 
refusal to issue an injunction against publication of a 
biographer's aanuji^crlpt that contained nuiserous quotations and 
paraphrases froa unpublished letters of wrlt«r J.D. Salinger, The 
letters had been donated by their recipients to university 
libraries. 

In lifiiL.£2:A. the Second Circuit affirwed Judge Uvnl's refusal 
to issue an injunction, but on the ground of laches. The Wew fLrm. 
panel aajority opinion contained language that was critical of 
Judge Uval's fafr ustt deteminations. Rehearing en banc was 
denied in HajL-BlA by a 7-5 vote, but with a dissenting opinion by 
Judge Newman, the author of th^ SellT> g ^y opinion. This opinion 
was Joined by Chief Judge Oakes, and Judges Kearse and Winter « 
Judge Miner, ^he author of the New Bra panel majority opinion 
(and also on the Sal infer panel) wrote separately concurring in 
the court's refusal to hear the case en banc. Judges Mesklll, 
Pierce, and Altioari Joined in Judge Hiner's opinion. Judges 
Feinberg, Pratt, Cardaoone, and Mohoney did not Join either Judge 
Newnan or Judge Miner's opinions. 
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InttrnstiHgljri bh fchi nhbU thtki li lltbU aiii|r4iiilnt 
«it:h tht tintAltf ih ttii iiiimtir And SISLJU opinion*. %ir# iii 
hdvj^Ve^ti grsai: bbnciitn bViir iatiguiii in both opihitihi bn ftii: UiH 
and injunctiona, langiiaga that ih kh^ ^aaa of tiaig it A ia 
adttittadljr puira diotam.^^ 1 baiitVi Ik will ba halt)fui to briah]^ 
taviaW tha actual hbldinga of both caaaa ahd bo identify tha 
areas of agraiment and disagreettetii: aabhg the VarioUa Judigee. 
I ihali also refer to arbiclea written hj the variotu* Judgki that 
aid in undeta tending the evolvitlg nature of these irea^. 



A. Salinaer Randoft House, tf ^. 

After being rejected in his request to gain Salinger 'a 
cooperation in a biography, writer Ian Hamilton nei^erthelesa 
proceeded in research. He had little auccesa until he came acroas 
several seriea of letters Salinger had written many yeara before 
and which had, varibusly, been donated by the lettera^ recipienta 
to the Ixbrariea at PrincetOh, Harvard, and the UniVaraity df 
Texaa.®^ Hamilton went to these libraries, but in order to gain 
accesa to the letters, he had to aign standard form i^reementa 

See t»'jncurrlng opinion of Judge Miner, 884 F.2d at 660. 

Hattilton learned of the exiatence of theae letters in a 
bibliography of Salinger aaterials edited by Jack Sublette and 
published without Salinger'l toiiowledie in 1984 by Garland Press. 
Tha Sublette bibliography contained refirancea to and aooie 
quocationa froa the lettera. Salinger idiubaeoitehtly dei&anded that 
tre quotatlohf; in the bibliography be deleted, 
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which r«qulr«d th* copyright owner's peral«clon before 
reproducing th« Ittttrt. 

Sftlinger rfttain«d tha copyright in th« lact^rt tinco th« 
Copyright Act uket a distinction bntvon ovnarahip of oxclusiva 
rights and ovmirship of a lawfully copy (including tha original) 
of a work. Tranafar of tha matarial objact in which tha work it 
fixad, a.g., tha papar on which a lattar it writtan, doaa not in 
and of itsalf convay any of tha copyright ownar'a rights. 
Howavar, undar Saction 109(a) of tha Copyright Act, tha 
racipiants of tha letters ware tha owners of tha physical papar 
on which the letters were written, and thus had the right to 
donate the letters to the libraries. The libraries had the right 
under Section 109(c) to publicly display the letters without the 
aurhority of the copyright owtier. 

Hanilton eventually coapleted his manuscript, including 
therein liberal quotations froa the letters. Permission to quote 
was not obtained or, apparently, even sought from Salinger. 
Salinger managed to get a copy of the galleys and demanded 
deletion of the quotations. After Hamilton revised the 
manuscript, Salinger reviewed the revisions, and still 
displeased, sued. 



17 U.S.G. (202 (1178). 
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Miflg Htii vii£ eijesifcy i^tt ueiiiil siktfl Huiieefi 
tm i^t UiitH ii m espi^figtie pi8ei6eid;>* iRfesiiEiefl ibeue 
^iiiagif^i lih m iflesapiiiid wifctiiA thU eaeiga^y 8R 
HBiiii^bfcibfcMd iititiaii and ineiudid "^i^ i8H etiiA fctii vhitii 

fiiUngi ii vitii hiifc8iri6ti im i6i 6tii bi8g£ipti» [Mf 
eapiadj ik im «i ^ti* bisgH^tiH dsn m mmt^ 

(iuiwifctiii:aReiiHg hik tihdiflg ieifc 8)1 vhie HuiitbH tiid 
bu^Uti «ii mi m^ttk 1:8 ^^8tieei8Ri ^^Uilgi Livii aifis tad ttiie 
Ih kbiit iiiiiiiHbai Hiiii€8h tiad bspiid i^pHiii8Ri BbHiskdiRg thifc 
11 fcb (ihiki ihkfeiReii "fetii liisg^i^titi^ till g8iii UfihA Ehi 
tii»aiifiibii Htibfb et I hiiesfitiii 8^ ir idai iHil ^ii 
r«^i:8ehib«d iH iiigii UkUuf fiiviei) iitiiihs^ bi: iit^siea bt 
Wbirdk dHai: it t)t8fcibtati mf^^i^^'^^'^ k^miiniifi Mga Uvai 
thah iJitiiihad feha at^tiiibafaiUbj^ b^ (aif Uka:^^ 

Atfeat a ibhbla^lj^ mm 8! (hi baia law and 

^i). Mi* ba¥al Had aatUit i^aufcad a mpbHif mmimi 

tttdir. 

U; ai: ^ki^: 

iudga ymi did hbfc aaea^aea ahai^ta ^in^a a (iBiaa 
^abia bt iRtHRgaiihfc had baaH lada m -. 
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leglfidAtivt hlitory, Judg« Leva! r«J«ct«d Sallngar'a arguMnt 
that there nay be no fair uaa of unpubllahed nateriala, calling 
this poaition ** exaggerated and unreasonable.** Instead, he stated 
that fair use should be available **sparingly . . . lest such use 
effectively deprive the creator of his right to exercise 
reasonable control over his artistic reputation and over the 
initial presentation of his work.**^^ 

In exanlning the amount taken, Judge Level found 30 
instances of a use of a word or phrase or image. Some of these 
passages were copied to **add color and accuracy of detail to the 
portrait of Salinger,** but did not **give the reader the sense 
that she has read Salinger's letters,** nor **interfere with 
Salinger's control over initial publication.**^^ These passages 
were believed not to constitute **the heart of Salinger's letters, 
nor of Henilton's book. The taking of copyright protected matter 
is insignificant.**^^ 0 idge Level also perceived a dilenna 
biographers face In deciding whether to quote or closely 
paraphrase from the original: 

To the extent he quotes (or closely paraphrases), 
he risks a finding on infringement and an injunction 

Id. at 422. 

^5. Id. at 423-424. See also id. at 425: **! conclude that 
Hamilton's limited use of copyright protected passages from 
Salinger's letters vo*:\4 have no effect on ^he marketability of 
the lerters, as contemplated by the fair use statute.** 

Id, at 423, 
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•fftctivtly destroying his biographical vork. To 
thm txttnt he departa froa the vorda o£ the lattera, 
ha diatorta, aaorif icing both aocurecy and vlvidnasa 
of daacriptlon.^^ 



Turning to the remedy of an injunction, Judge Level held 
that Salinger had failed to show hia entitlement to auch relief 
under the prevailing standarda and that the adverse impact on 
defendant would be substantial.^® 



On expedited appeal to the Second Circuit, a panel 
consisting of Judges Newman and Miner, Judge Newman began hia 
dlacuaalon of fair use by noting that Section 107 of the 1976 
Copyright Act ''explicitly makea all of the rights protected by 
copyright, including the right of first publication aubject to 
fair use.^ Regarding prior caae law, Judge Newman obaerved that 
"guidance must now be taken from the decision of the Supreme 
Court ... in Hamer & Rnw. Publtahars, Inc. v. Nation gntumrlana 
.... "100 



Id. at 424. 
Id. at 428. 

Judge Manafield heard oral argument in the caae but died 
before the opinion waa iaaued. The appeal waa, therefore, decided 
by the remaining meabcta of the panel pursuant to Local Rule 
(0.14(b). During oral argument. Judge Manafield expreaaed concern 
over Hamilton' a failure t^^ obtain Salinger 'a permiasion and the 
effect that a finding in Kamilton's favor would have on 
librariea, queationing whether fewer letters would be donated in 
such an event. Thia iaaue waa not reached in the panel majority 
opinion, but waa discussed by Judge Level. See 650 F. Supp, at 
427. 

100. 811 F.2d at 95. 
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In tvaluatlng th« first factor, th* putpott of th« ui«, 
Judgo Navmon found that Hamilton's biography could comfortably ba 
conaidarad •criticiaa,*^ -acholarahip," or "raaaarch" within tha 
maaning of the praambla to Saction 107. Whila this fact walghad 
In Hamilton's favor, Judga Naman alao hald that it did not 
'•antitla[] him to any special consideration. Indeed, Judge 
Newman evidenced little empathy with the ''biographer's dilemma" 
perceived by Judge Uval, writing: 



This dilaona is not faced by the biographer 
who elects to copy only the factual contenr. 
of letters. The biographer who copies only 
facts incurs no risk of an injunction; he 
has not taken copyrighted material. And it 
is unlikely that tha biographer will distort 
those facts by rendering them in words of his 
own choosing. On the other hand, the biographer 
who copies the letter writer's expression of 
facts properly faces an unpleasant choice. If 
he copies more than minlMl amounts of (unpublished) 
expressive content, he deserves to be enjoined; 
if he ^^distorts" the expressive content, he 
deserves to be criticized for "sacrificing 
accuracy and vividness.** But the biographer 
has no inherent right to copy the ** accuracy** 
or the *'vividneaa** of the letter writer's 
expreaaion. Indeed, ** vividness of description** 
is precisely an attribute of the author's 
expression that he la entitled to protect. 102 



101 



. Id. at 96-97. 



102 



Id. at 96. 
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Judg* N«ifSMn next tu)cn«a to the second factor » the tuituro of 
the copyrighted work, reviewing Herpftr & VLi^y'm diecueelon on 
unpublished works, in reading the Supreme Court's stateiMent that 
••the scope of fair use Is narrower with respect to unpublished 
works,** Judge Newuan found the word "scope** anblguous, 

permitting two Interpretations. First, the term could mean that 
••the circumstances In which copying will be found to be fair use 
will be fewer in number for unpublished works than for published 
works, •• or, that '*the amount of copyrighted material that may be 
copied AS fair use Is a lesser quantity for unpublished works 
than for published works. •'^^^ 

Judge Newman concluded that the Supreme Court meant the 
first, and thus held that unpublished works •'normally enjoy 
complete protection against copying any protected expression. 
Narrower 'scope' seems to refer to the diminished llkellhooa that 
copying will be fair use when the copyrighted material Is 
unpublished. •• j respectfully disagree with Judge Newman's 

Interpretation of Hamar & Row. I Interpret the passage as 
Indicating that the iBsmt of unpublished material that may be 
copied will ordinarily be lass than for published works. Under ray 
Interpretation » the courts would analyze each fair use factor, 
and apply the more restrictive general rule only with respect to 

471 U.S. at 564. 
^0^. Id. at 97. 
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thtt third factor, amoimt copied* This dit«gre«Mnt ov«r th% 
proper interpretation of Harper & nt,^ i. critical to today' a 
hearing » for I believe it ia at the crux of the concern that the 
Second Circuit has created a virtual per so 'le prohibiting fair 
use of unpublished works, 

Judge Hewoan's interpretation, representing the panel 
opinion, will, under the rules of the Second Circuit, renain the 
law in the Second Circuit until either reversed by an en banc 
opinion, an opinion of the Supreae Court, or legislation, 
Indeed, its authoritative interpretation was cited in New Era 
Pubs.. Int'l ApS V. H enry Holt & CqW 

Judge Newnan's nost serious diaagreenent with Judge Level 'a 
fair use deteroination was not with the second factor, but t,he 
third, the amount and subatantiality of the portion tised. Judge 
Newman expressed a concern that Judge Level had not considered 
paraphrases in his evaluation and further disagreed that certain 
passages were not copyrightable. In Judge Newman's opinion, 
"(t]he taking ia significant from a quantitative standpoint as 
well as a qualitative one. ... To a large extent (the portiona 
copied] make the book worth reading. The lettera are quoted or 

See New Era Puba.. It^t'^ ^pS v H#nrv Holt: & Co. , 873 
F«2d at 593 (concurring opinion of Chief Judge Oakea). 

873 F.2d at 561 (repeating holding in Salln><ir that 
unpubliahed works "normally enjoy complete protection against 
copying any expreasion**). 
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paraphrased on epproxifiataly 40 percent of the book's 192 
pages In a little cHed but iaportant passage » Judge Neitman 
also stated: ^We seriously doubt ifhether a critic reviewing a 
published collection of the letters could justify as fair Use the 
extensive amount of expressive material Hamilton has copied. ^^^^ 

Finally, Judge Newman disagreed with Judge Laval 'e finding 
that Hamilton's book would have no effect on the market for 
Salinger's letter, noting that the statute refors to the 
''potential market,'* testimony that that potential value was 
estimated In excess of $500, 000 » and concluding that **some 
appreciable number of persons'* reading the paraphrases would get 
the impression that they had read Salinger's words, thereby 
diminishing interest in purchasing the originals. 

B. Waw Era Pub s. Int'l ApS v. Henrv Holt & Co. 

This case concerns a critical biography of Scientology 
founder L. Ron Hubbard by a disenchanted former member of that 
group. After denying a temporary restraining order on the ground 
of laches, Judge Level heard the matter on plaintiff's 
application for a preliminary injunction. That application vas 



^08. Id. at 98-99. 
109. Id. at 100. 
11°. Id. at 99. 



111. 614 F. Supp. 808 (S.D.M.Y. 1988). 
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alto d^nifd even though Judge Leval found that a tnall axaount of 
unpublished copyrighted outer ial vaa not privileged by fair use, 
on the ground that '^thia ii one of thoee special circumstances in 
which the interests of free speech overvhelningly exceed the 
plaintiff's interest in an injunction. "^^^ 

In an exhaustive review of the facts and the case law, Judge 
Laval aethodically analyzed each use, distinguishing such uses 
froa those in Salinger on the ground that in Salingay the 
appropriations were for the purpose of copying ^^the literary 
talent of the subject to snliven anJ inprove the secondary 
work.**^^^ The purpose for copying in New Er^ was, principally, to 
use Hubbard's own words to deaonstrate certain perceived 
"doainating traits of character... Judge Leval observed 

that ''[ojften it is the words uagd by the public figure (or the 
particular manner of expression) that are the facts calling for 
comment. "The objective of fair use demands that examples 
like these come within its scope, notwithstanding quotation from 
unpublished copyrighted sources. "^^^ 

Regarding the amount copied Judge Level found the facts to 

1^2. F. supp. 1493, 1528 (S.D.N.Y. 1988). 
1^3. Id. at 1507. 

Id. at 1508. 
1^5. Id. at 1502. 
11^. Id. at 1503. 
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U incotltilusiva.^^^ Th# t«*rk«it •ffiet £Aotdt irAt found to £a^ot 
th« dafnttdttttt since nt will cUAt tb any ir»td*t of 
tdef6ttd«nt*i notk] th«t she hid not litotilly t*«d Hubbtrd*« 
vritlngs. WhAt she has read is a ho§tlle» ctltioal blogtaf^hy 
using fragaentdty extracts to demonstrate critical conclusiotis 
about hla. One vho has an Interest In teadlrtg ritibbatd'S «tltlttgi 
would have no lense of having satisfied that interest hf reading 
(defHhdant's i4orkl.«^^' 

On appeal, the Jecond Circuit affirmed Judge Uvil*§ rilfUfial 
to grant an injunction, but on the groUnd of laches. 
Nevertheless, the majority opinion, authoreii by Judge Miner * 
engaged in an extended dist ussion of Judge Uval's fair Use 
dsterminations. the opinion made quite clear that i^xt tor laches, 
an injunction should have bean Issued* dlsaijreelhg with 
virtually every aspect of Judge Laval's fair use findings* 

Regarding the first fair use factor, the majority rejected 
Judge Level's ^distinction In purpose between the use of an 
author's words to display the distinctiveness of hla writing 
style and the use of an author's words to make a point about hla 
character,- finding such a distinction '^unnecessary and 
unwarranted in applying the statutory fait use purpose. •*^20 



117. Id. at 1320-1522. 

118. Id. at 1523. 

119. 873 <'.2d at 385. 

120. la. at 383. 41 
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part,, the Mjotity v«0 oM>tlvat«d by a concern that parting 
particular passag<sa to datemlnc whether they were used for 
"valid'* biographioal purposes would force Judges into the ill- 
suited role of literary critics. ^^1 order to avoid this 
undesirable result, the majority stated courts MhoMM initially 
detemine whether iefend^tnt's work could be clei^uiH^(^ «s 
criticisii or scholarship. If so, the firflt factor should be 
weighed in defendant's favor, but defendant would not be entitled 
to any further special consideration under that factor. 

Regarding the second factor, the court adhered to Salingar*s 
language that "unpublished works nontalJiy enjoy conplete 
protection," rejecting Judge Level's distinction between "use of 
protected expression to 'enliven' text and the use of protected 
expression to comnunicate 'significant points' about the ^ 
subject. "^23 

The majority agreed with Judge Leval's determination of the 
third fair use factor, but not the fourth. Again following 
Salinnter . the majority believed there would be **some Impairaent 
of the market for Hubbard's works. "^^^ Finally, the majority 

See Miner, g«plolttn| Stolen Text: Fair Use or Foul 
Plav? . 37 J. COFR. SOC'Y 1. 6 (1989); HttJElA. 884 F.2d at 663 
(Miner, J., concurring in refusal to grant petition for rehearing 
en banc) . 

^22. 873 F.2d at 583. 

123. Id. 

124. Id. 

42 

fi3 



57 



found fault with Judga Laval's rafuaal Co Isfiua an Injunction on 
fair uae grounds, stating: 



tfa are not persuadad . . . that any first 
aaendoant concams not accoonodatad by 
the Copyright Act ara lapllcatad In this 
action. Our obsarvatlon that tha fair use 
doctrlna ancooipassas all clalas of first 
aaandnant In tha copyright flald, toy Exygft 
Co EMtabl lahiMint; c/^^liiMbl* Broadcaaclng 
Syf Inc. . 672 F.2d 1095, 1099-1100 
(2d Clr.), fittt. Itenltlli 459 U.S. 826 ... 
(1982), has navar baan rapudlatad* SUi 9u^f 
Harti^r W Row. 471 U.S. at 557 ... An author's 
exprasslon of an Idaa, as distinguished from 
tha Idea Itself, I* not considered subject to 
tha public's "right to know. "^25 



Chief Judge Oakas agreed with tha court's decision to afflm 
Judge Leval*s refusal to grant the Injunction on the ground of 
laches, but took tha majority to task for Its extended dicta on 
fair use. In a comprehanslva concurring opinion, Judge Oakes on 
the whole agreed with Judge Laval's fair use analysis. 
Acknowledging Salinger's statement that a biographer has no 
"inherent right" to copy the "accuracy" or "vividness" of a 
letter writer's expression, Judge Oakes did not construe Sullngflg 
as 



raach[lng] tha case where tha biographer 
or critic Is using protected exprasslon 
as a fact to prove a character trait that 
Is at odds with the public Image that the 



i^!^. Id. at 584. 

12^. 873 F.2d at 586-595. 
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subject or th« aubjtct'a supporttrt h«v« 
4itt«Kpt9d to prove. hM Judge Lttval talr*, 
It My be "the yggdU UHd by [a] public 
figure (or the particular Banner of expreaaion) 
that are tV;e facta calling for cor^nt<** ... 
Thia ia entirely conaiatent with tue Supreiae 
Court's cooBMnt In Harpar & Row that **quot«tion8 
may be neceaaary to convey the facta.** ... 

I agree ylzh Judg<& Laval: worda that are 
facta calling for conment are diatinguiahable 
froB worda that uimAy enliven text. The law 
recognizee that wo.rdH theaselvea Bay be facta 
to be proven. 



Judge Oakes also reviewed Salinger* a interpretation of 
Harper & Row' a ambiguous language on the narrow acope of fair use 
of unpublished works « adding that while that interpretation is 
the law of the circuit, "I do not think that Harper & Row , as 
glossed by Salinger , leads to the inevitabXe conclusion that all 
copying froB unpublished work» is per se infringement. By 
referring to a diainiahed 'likelihood/ Salinyar auggeata that 
there aay be soae inatances * even though less likely • where 
copying will be fair uae.*'^^'^ Citing Harper & Row's stateBsnt 
that the unpublished nature of a work should be a **key, though 
not necessarily determinative factor," Judge Oakea found iBplicit 
rejection of a per ae rule, adding that the statute itself does 
not distinguish between published and unpublished works. 



Under Judge Oakes' approach, the second fair use factor 



^27. Id, at 592. 



^2®. Id. at 593, 



129 



. Id. 
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"helps deflnt th« burd«n that is placed upon a dofandi&nt to 
Justify Its use aora convincingly undar section 107*8 othar 
factors whan quoting from . . . unpublished writings than ^^hen 
quoting from ... published works. "^^^ Turning to the third 
factor, Judge Oakes believed the importance i}'£ ch9 assou^it 
appropriated varied with the Hubbard lattars involved, and thus 
that the factor Wdighad variously for or against defendant. 

With the fourth factor, Judge Oakes and the Hev Era majority 
"completely part(ed] company, with Judge Oakes agreeing with 
Judge Level's analysis. The final issue was the reaedy, and 
again Judge Oakes sided with Judge Level, bolievlng that 
"[e]nJoining publication of a book is not to be done lightly,^ 
and noting that Injunctions are discretionary under the Copyright 
Act. Judge Oakes was of the view that under the facts of 
Era , an injunction "would discourage writers and publishers who 
might otherwise undertake critical biographies of powerful 
people, without serving as an incentive for copyright holders," 
contrary to the important First Amendment interest in "the widest 
possible dissemination of information from diverse and 
antagonistic sources. . . ."^-^-^ 

130. Id. 

131. Id. at 594. 

132. Id. at 596. See also 17 U.S. C. 1502 (1978). 

133. Id. at 596-597, citing Associated Press v. Unit ed 
ij;Atftl. 326 U.S. 1, 20 (1945). 
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Ev«n though defendant Holt pravailau, Ic App#Al«d for a 

r»h«arlng sn bdnc, which w«3 denied by a 7-5 voi;e. Tho rehearing 
petition, however, genezrated two opinions, one by Judge Miner, 
and one by Judge Newman. Judge Miner us«»d hie opinion to affirm 
the conclueionsj of the New Era panel dlaeuaaion, and to revise 
that part of opinion which concerned injunctions. The revised 
part consisted of the addition of the phrase "under ordinary 
clrctiidatances'* to a passage in the decision thac had stated 
"copying 'aoie than alnlca^al aaounts' of unpublished expressive 
material ^".alls for an Injunction barring the unavithorized use... 

ttl34 significantly, Judge Miner also stated that "{a] II now 
agree that injunction Is nor the automatic consequence of 
Infrlngenent and that equitable considerations are always geroane 
to the deteriRination of wnether an Injunction Is appropriate . 

Judge Newman used his opinion to rcvi*lt certain language In 
hl3 £ftJJJSS.% opinion, and to agree with Judge Leval that 

Expressive words scoe times need to be 

copied "in the interest of accuracy, 
not piracy.'^ ... [T]h:, distinction 
between copying e^rpression t<p» enliven 
the cople?:'s prose and doing so wtiere 
necessary to report a fact accurately 
and ttixly has never been rejected even 
^3 to unpublished w. iting* lu any holding 
of the Supreae Court or of this Court; ... 

884 F.2d at 662. 
Id. at 661. 
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... [U]a lira satltflad that tha dlttlnctlon 
has validity, and, thought wa would hava 
prafarrad to aae tha mattar clarlflad in 
aithar tha panal opinion or a rahaaring 
of it, va do not baliave that biographari 
and journal lata naad ba apprahaniiva that 
thia Circuit has rulad againat their right 
to raport facta containad in unpubllahed 
writinga, avan if aoma briaf quotationa 
of axpreaaiva contant ia nacaaaary to raport 
thoaa facts accurately. 



Ragarding injunctive relief, Judga Newman raviaad the 
sentence in his Salinyer opinion that stated "If [the biographer] 
copies Dore than minimal amounts of expressive material, he 
daservas to be enjoined ." (emphasis added) to read inataad that 
he deserves to be "found liable for infringement. "^^^ This change 
significantly shifted the inquiry to tha Infringement stage of 
the analysis, and away from the separate question of an 
appropriate remedy if infringement is found. Noting the 
discretionary nature of injunctions. Judge Newman wrote that 
"[tjhe public interest is always a relevant consideration for a 
court deciding whether to issue an inj unction. 

A parition for certiorari was predictably denied.'^-''' 
Unpredictably, however, a number of the Judges involved in the 



136, Id. at 663. 

137, 884 F.2d at 663 n.l. 

138, Id. at 663. 

139 Predictably becauae the petition was filed by the 
prevailing party, who was complaining about dicta. 
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SttUlHtr «n<l HttUScA caatt availed thenflelvaa of tha opportunity 
to g' 76 lacturoa and publlah articles about the issues raised in 
those cases. While all provide intriguing insights, for 
reasons of space, the Copyright Office shall limit its discussion 
to Judge Miner's and Judge Newman's articles. Judge Miner argued 
forcefully for an aaendment to Section 107 of the Copyright Act, 
barring all unauthorized use of unpublished works, with the 
important caveat that works which have been voluntarily 
disseminated (or in the case of private letters, mailed to the 
addressee) should not be subject to the proposed total bar on 
fair use of unpublished works. 

In his article, Judge Ne%nHan provided a useful sunnary of 
the areas of agreement and dlsagreenent in the Second Ciicuit. Ha 
began by characterizing Salinyer as folding "fair use did not 
permit the biographer to copy substantial amounts of the 
expressive content of Salinger's unpublished letters. "^^^ 
clalinger did not "make ... a holding about the propriety of an 
lnjm\ction to halt distribution of a published work, nor about a 
biographer's entitlement to copy some portions of trhe expressive 

See Laval, Fair Use or Fnul?. 37 J. COPR. SOC'Y 167 

(1989) ; Uval, Toward a Fair Use Standard 103 HARV. L. REV. 1105 

(1990) ; Newman, Hot the End of Hiatory; The Second Circuit 
Strufflur with History. 37 J. COPR. SOC'Y 12 (1989); Miner, 

tolffiting StqlM fair Usa o r Foul Pli^ ?. 37 J. COPR. 

SOC'Y 1 (1989); Oakes, Copyrights and CoDvremedles: Unfair Usa 
and Iniunctlons. The Kaplan Uctura. 

Miner, RxolQitlnf Stolen Text. ilUBXA note 140 at 10*11. 

Kewman, Not The End of History. ausiA, note 140 at 13. 
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contotit of unpublishad writings for an •sptciAlly cofflpelling 
r^Atovii such at th« n««d fairly and accurataly to convey factual 
infomation.**^^^ 



Turning to tha areaa of agraanent within tha Second Circuit, 
Judge Namaan obaervad that "[no] decision of our Court casta even 
the slightest doubt that factual content say be copied, even 
though the facts are unearthed in unpublished writings. "^^^ There 
is also '^broad agreement that the biographer may quote 
unpublished expressive content so long as only 'minimal amounts' 
are copied. ''^^^ Judge Newman also stated an opinion that 



the Second Circuit has recognized the important 
principle that copying expressive content may 
be fair use where Justified by the need to report 
facts accurately, and no ruling has rejected that 
point, even in the context of unpublished 
writings. ^'♦^ 



The areas of disagreement were two -fold. First, **whether, in 
some circumstances ( copying expressive content in unpublished 
writings is permissible fair use where the copying is done to 
report factual infotuation fairly and accurately... .** And 
second, '^whether, in some circumstances, the public interest in 

1^3. Id. 

1^*. Id. «t 14. 
1^5. Id. 

1^6. Id. «t 15. 
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gaining knowledge justifies denial of an injunction sought to 
halt distribution of an infringing published worU.*^^^ Judge 
Newman answered both questions in the affirmative. 



C. New Era Pubai. Int'l ApS v . Carol Pub. Group 



Pubs. Int'l AdS v . Carol Group ^^^ also involved the writings of 
L. Ron Hubbard, but was limited to published works. The Carol 
panel consisted on Judges Feinberg, Pratt, and Walker. Judge* 
Feinberg and Pratt did not participate In either the Salinger or 
New Era v. Holt panel opinions, nor did they Join in either Judge 
Miner's or Judge Newman's opinions in the New Era v. Holt denial 
of the petition for rehearing en banc. Judge Walker K ii not been 
confirmed at the time these earlier decisions were handed down. 

£ai2l continued the pattern of reversing district court 
ruliiigs on fair use, this time finding fair use where the 
district court (Judge Stanton) had not. While most of the opinion 
is not relevant to today's hearing, dealing as it does with 
published works, on some points, the Carol opinion seems to side 
w 1 the Leval-Newuan-Oakes view of the law, rejecting 

Id. at U. 

1990 U.S. App. LLwIS 8726 (2d Cir. 1990). 

50 



The most recent Second Circuit if 



opinion. New Era 




65 



plaintiff, arguaant that MfiiLBll held one could not copy for 
purposes of demonatratlng character defect*, and finding no 
harm to Hubbard's market from defendant's unfavorable 

biography. 

V. International Considerations 

Given the recent acLierence of the United States to the Berne 
Convention and the importance of copyright in international 
trade, Congress should carefully weigh the effect that changes 
in domestic law will have on our international relations. In this 
nection, the Copyright Office examines three international 
considerations: (1) compatibility of H.R, 4263 and S. 2370 with 
the Berne Convention; (2) effect of the bills on the Uroguay 
rounds of the GATT; and, (3) the effect of the billa on the 
European Community's consideration of a decompilation privilege 
for computer software. 

A. The Berne Convention 

The Copyright Office is aware of arguments that H.R. 4263 
and S. 2370 would place the United States at odds with its 
obligations under the Berne Convention. Leaving aside t*ttporarily 
a substantive discussion of the issue, we must first analyze what 

Slip opn. at 11. 
^5^. Id. at 18 • 22. 
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the law was on March 1, 1989, tha data of adherence, since 
Congress declared that the anendnents made by the Berne 
Inpiementacion Act of 1988, ** together with the law as it exists 
on the date of enactsent of this Act, satisfy the obligations of 
the United States in adhering to the Berne Convention... ."^^^ 
Ha rper & Row v. Nation Enterprises was decided in 1985; Salinger 
in 1987, and thus both decisions constituted a part of the 
"existing law" at the date of adherence. New Era v. Holt was 
decided on April 19, 1989, over a month and a half after the date 
of adherence. Of course, Sallnfer represents only the views of 
on^^ court of appeals, albeit a very important one, and so its 
role as part of the existing pre-Bexme adherence law must be 
tempered by this consideration. The same is not true for Harper & 
E&Ki being a Supreme Court opinion. To the extent that H.R. 4263 
and S. 2370 take away holdings f jom Harper & Row that aided in 
the United States 'compliance with our Berne obligations, there 
may be a conflict with those obligations. Before reaching that 
issue, however, we should first examine what the relevant Berne 
obligations are and then what the relevant holdings of Harper & 
Row were. 



The Final Report of the Ad Hoc Working Group on U.S. 
Adherence to ths Berne Convention did net discuss the issue of 
the compatibility of U.S. tair use law with the Berne 



/ 



151 



P.L. 100.b68, Sec. 2(3), 100th Cong., 2d Sess. (1988), 



102 Stat. 2853. 
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Convention. The closest refsrsncs, an obllqaa one et best, was in 

Chaptei VI. vhich discussed ooral rights. The Ad Hoc Connittee 
noted that while some Berne countries grant a moral right of 
publication, ''i.e.^ a right to decide whether, and in what form 
the work shall be presented to the public^" others do not, and 
the '*moral right of publication is not provided for in the Berne 
Convention. "^^^ 



The Berne Convention does, however, provide a general right 
of reproduction in Article 9.^*^^ As under the U.S. Copyright Act, 
there are, however, a number of limitations on Article 9 
'^rightly set by the public interest. "^^^ Professor Ricketsoti has 
stated that the Berne ** 'public interest' is a shifting concept 
that requires a careful balancing of competing claims in each 
case."^^^ Two public interest exceptions found in the Berne 
Convention are particularly relevant to our inquiry , Articles 
9(2) and 10(1). Axticle 9(2) reads: 



See Final Report, reproduced in y >S. Adherence to the 
Berne Convention! Heaglnfs Before the Subcoiam. on Patents , 
Copvrlffht. and TrafUaarke of the Senate Judiciary Com,. 99th 
Cong., 1st & 2d Sens. 461 (1985, 1986). See also discussion in 
note 160, infra . 

For a hiscory of this provision, see Ricketson, THE 

BERNE CONVENTION FOR THE PROTECTION OF LITERARY AND ARTISTIC 
WORKS: 1886 - 1986 at 369-375 (1987)(-RUketson-) . 

Address of Numa Dros to ti^^ 1884 Berne Conference. 
Actep 1884, 67. 

^55, Ricketcon, supra . note 153 at 477. 
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It shall h% a aatter for leglalatlon in tl.j 
counttlat of tha Union to paxrviit tha 
reproduction of auch vorka in cartain 
spacial casaa, providad that auch reproduction 
doaa not conflict vlth a normal axploitation 
of the work and doaa not unraaaonably prejudice 
the legitinate interests of the author. 



An initial point about Article 9(2} is that it ia 
discretionary. Member countries are under no obligation to 
provide for such linitations. A per se rule against the copying 
of unpublished vorks, therefore, would not conflict with Article 
9(2). It is only when limitations are put on the right of 
reproduction that the conditions of Article 9(2) apply. Fair use 
under U.S. law certainly qualifies as such a limitation. The 
conditions of Article 9(2) are three-fold and cumulative: (1) the 
limitations must apply only to "special cases;" (2) the 
limitation must not conflict with the "noraal exploitation** of 
the work;** and, (3) the use not ** unreasonably prejudice the 

legitimate interests" of ,ae author. 

Ricketson considers "spacial cases" to be those justified by 
"sone clear reason of public policy or soma other exceptional 
circumstance. "^^^ Essentially, this requirement is directed 
toward preventing blanket exemptions to the reproduction right. 
The ad hoc nature of American fair use and the general care taken 
by the courts in applying the doctrine should raiae no iscaa of 
compliance with this condition. 



15^. Id. at 482. 
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Rlcketflon considers chAt the normal «xploitAtlon condition 
**re£ers simply to the ways in which an author might reasonably 
be expected to exploit his work in the normal course of events,** 
believing that **the determination of what is a normal 
exploitation will depend upon the kiad of work in question. 
This raises the difficult question of determining what '^normal 
exploitation" is for unpublished letters , such as Salinger ' s , 
that are deliberately unexplolted. 

Article 9(2), l^ke Section 107 of the U.S. Copyright Act, 
makes no distinction between published and unpublished works. 
Ricketson cautions, however, that '*thls does not lead to the 
result that [unpublished works] may be reproduced to the same 
extent as published works. **^^^ Ricketson adds, though, that 
^[w]here an unpublished work is reproduced without the author's 
consent, there is no reason to suppose that this will necessarily 
conflict with the normal exploitation of the work any more than 
would be the case of a published work.**^^^ The American cases 
reviewed above on the whole disagree with Ricketson' s assessment, 
but it does provide an interesting view of the Convention's 
obligations. 



157 



Id. at 483. 



158 



Id. at 488. 



159 



Id. 
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Rlcketson takes th« position that in the esse of unpublished 
works, it is the third ccndition • no "unreasonable prejudice to 
the legitimate interests** of the author • that is '^far more 
likely to be answered in the affirmative. •'^^^ This condition, 
like the second, appear to be encompassed within the fourth fair 
use factor under U.S. law. Given the ad hoc nature of 
determinatio cs under both Article 9(2) and Section 107, and the 
extremely modest nature of the amendments contemplated by H.R. 
4263 and S. 2370, The Copyright Office does not believe that H.R. 
4263 and S. 2370 would place U.S. law in conflict with our 
obligations under Article 9(2) of the Berne Convention. 

Unlike Article 9(2), Article 10(1) is a mandatory provision, 
and reads: 



Id. Ricketson believes that this condition provides an 
indirect form of the moral right of first publication. Id. at 
488-489. See also comments of Mr. Jean- Alexis Ziegler, Secretary 
General, International Confederation of Societies of Authors and 
Co.«posers at the November 25, 1987 '*Roundtable Discussions on 
United States Adherence to the Berne Convention** conducted by the 
House Subconmittee on Courts, Civil Liberties and the 
Administration of Justice in Geneva Switzerland, reproduced in 

Bftt;^^ ^ Conven tion Irnnlfcuantatiftn Act of 1987: HearjngM gn H,Ri 

1623 Before t h f House S ubcoitittea on Courts > Civil LibTtieo and 
t:he Adai nlstratlon of J uatice of the House Judiciary Comm. . 100th 
Cong., 1st & 2d Sess. 1155 (1987 and 1988) (stating the opinion 
that Mt« Supreme Court's decision in Harper & Row v. W^tlon 
Enterprist s concerned '*precisely one of the attributes of the 
author's r/ght, his right of disclosure**). However, since Berne 
do«s not require a moral right of first publication, it is not 
clear* how altering the Harper & Row opinion, as interpreted by 
Mr. Ztagler, would place the U.S. In conflict with its Berne 
'Obligations. 



It shall be permissible to make quotations 
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froB A work vhich luui «lr««dy b«<in lawfully 
aiuki .ivail«ibl« to th<» public » provided that 
thalr ukinc it eoapatlbla with fair practlca, 
and thalr oxtant doat not axoaad that Juatiflad 
by tha purpota» including quotationa froa 
nawspapar artlclaa and pariodicals in tha 
fom of praaa auwsariaa. 

Articla 10(1) ia linltad to worka which hava "alraady baan 
lawfully nada availabla to tha public,^ a concapt that is broadar 
than that of ''publication.*' Exaoplaa includa worka that hava baan 
broadcaat or parforaad. Tha U.I. P.O. Guida to tha Bama 
Convantion» howavar, atataa that " (ujnpubliahad aanuscripta or 
avan worka printed for a privata circla nay not, it ia fait, ba 
fraaly quotad from; tha quotation oay only bo nada from a work 
Intandad for tha public in ganaral. "^^^ A kay considaranlon in 
thia atataaant is tha adjactiva "fraaly;** unpubllshad worka aay 
not ba ''fraaly" quoted froa. Thia lapliea that they aay ba quoted 
froa to soaa liaitad extent under Halted circuaatancea. Guidance 
on those circuastancea is provided by the reaaining two 
cond.tiona of Article 10(1): the copying auat be conpatibla with 
"fair practice,*^ and, the extent of the quotation auat not 
"exceed that justified by the purpose... ." 

The concept of *'falr practice" is, oil course, an Anglo- 

Aaerican one, and la conalstant with the provisions of Section 

107. The liaitation on copying to that which is Justified by the 

purpoae" ia a kind of rough aaalgaa of the first and second 

1^^. GUIDE TO THE BERNE CONVENTIOH 58 (1978) ("WIPO Guide"). 
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fcctors in Secclon 107. Olscusslona of MAin Committee I of the 
Stockholm Conference of the Berne Convention (at which the 
present wording of Article 10(1) was proposed) reveal that 
quotations for "scientific, critical) infoisaatory or educational 
purposes'* come within the scope of the Article. Ricketson 
takes the position that "quotations that are made in historical 
and other scholarly writing by way of illustration or evidence 
for a particular view or argument" is also included, -^^^ a 
position that provides obvious support for the goals of H.R. 4263 
and S. 2370. 

The amount of the quotation permitted presents well-known 
difficulties. The conferees at the Stockholm Conference debated 
this issue at great length. Some of the conferees favored 
permitting only "short quotations" as contained in the ther 
governing Brussels t^xt of the Convention. In the end, because 
"quantitative restrictions are notoriously difficult to apply, 
Main Committee I preferred to leave this as a matter to be 
determined in each case, subject to the general criteria of 
purpose and fair practice. "^^^ Ricketson gives a' ah example 
"lengthy quotations from a work, in order to ensure that it is 
presented correctly, an in the case of a critical review or work 

^^2. RECORDS OF THE STO^.TOIOLM CONFERENCE at 116-117 (Doc. 
S/1), 860^861 (minutes) (1967). 

Ricketson, supri ^. nore 153 at 492. 

Id. at 493. 
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of acholarship."^^^ 

In th* opinion of the Copyright Office, exliting U.S. case 
law on fair use is consistent with our obligations under Article 
10(1). An afflendaent that peraltted quotation of unpublished works 
as **freely** as frum published works would seen to be subject to 
challenge, however. Our reading of the floor statements 
introducing H,&. 4263 and S. 2370 leads us to the conclusion that 
this was uot the sponsors' intent. Fair use is not to be applied 
"equally'* in the case of unpublished works. Rather, the intent of 
the £»poai«ors is to reverse what is perceived as a per se rule 
agalnxc: ^ai^ use of such works. The existing general factors 
Iw Suction 107 would continue to be applied. These would include, 
cjonsistent with Article 10(1) of the Berne Convention, 
consideration of the amount and substantiality of the taking, and 
the purpose for the taking. 

In sunmary, as we understand the intent behind H.R. 4263 and 
S. 2370, there does not appear to a facial incompatibility with 
Article 10(1) of the Convention. It would be helpful, however, to 
include firm legislative history reviewing the conditions of both 
Article 10(1) and 9(2) to make clear the bills do not direct the 
courts to apply fair use in a manner Inconsistent with these 

^^"^ Id. The context of this connent does not reveal whether 
Ricketson was referring only to published works. A reading of the 
entire section leads me to the belief that he would consider 
quotation from unpublished works to be more limited, although the 
matter Is admittedly not free from ambiguity. 
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provisions. 

B. Th« Urugusy Round of ths G^nsral Agrs«iiant of Tariffs 
and Trad# (GAIT) 

Ths Unltsd Statss Is pressntly sngassd In an affort to 
Includs a coda on Intallactual proparty rights In tha currant 
Uruguay round of the GATT, A ravlaw of tha Unltad StaCas GATT 
proposal laada tha Copyright Offlca to tha conclusion that H.R. 
4263 and S. 2370 do not contain any provisions Inconsistent with 
our proposal. 

C. Tha European Comaunlty Directive on Software 

As part of tha imlflcatlon of tha> European market In 1992, 
the European Conaunlty has proposed various hamonirxng laws. In 
the copyright area, the Coimunity has been struggling with a 
proposed directive on software. Two quesclona in particular have 
been raised: (1) tha standard of originality for protection; 
and, (2) whether a dacompllatlon privilege shoul<^ be Included. 
The second point only is inplicated by H.R. 4263 and S. 2370, 
since tha principal defense American law touching on 
dacoiipllation is fair usa.^^^ Tha availability of this dcvtense is 

Siwply described, decowpllatlon iwolvas a detailed 

process of reverse engineering by which one takes the publicly 

distributed sutchine- readable font of a computer program, and by a 

series of electronic and human analyses breaks the machine - 
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hotXy cont««f;ed in the United States. Mo court has directly 
addressed a fair use defense of decoapilation, although there are 
conflicting opinions on the issue as raised in other contexts. 

Members of the subconmittees have written to Anbassador 
Hills to express their concern about the proposed EC 
directive . In their floor statements introducing S. 2370, 
Chairman Simon and Senator Leahy noted that the software industry 
had expressed concern that the bill might have "unintended 
consequences , or ** Jeopardize** the protection of source code. 
Both expressed an intent to reassure the software industry that 
this will not be the case.^^® Another related concern should be 
secure tests. These tests are particularly vulnerable to having 
their utility obliterated by unauthorized use. The courts have, 
accordingly, been particularly solicitous in protecting these 
works . 

The Copyright Office shares Congress's concern that the 



readable form into a kind of pseudo^ source code. Sourer code is 
that version of software in which a program is typically written 
by the computer programmer and frequently contains trade secrets 
and other information of a sensitive, proprietary nature. 

See 'ebruary 21. 1990 letter from Chairman Kastenmeier 
and Mr. Moorhecd; February 27, 1990 letter from Chairman 
DeConcini and Senator Hatch. 

CONG. REC. S. 550 (March 29, 1990). 

See AAHC v. Mikaellan 571 F. Supp. 144, 153 (E.D. Pa. 
1983). Afili, 734 F.2d 6 (3d Cir. 1984); ETS v. Katzaan . 793 F.2d 
533, 543 (3d Cir. 1986); AAMC v. Cuomo , No. 79^CV-730 (N.D.N.Y. 
filed Jan. 12, 1990). 
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•xlitlng law rtgarding thesa dalibarataly undistamlnated vorka 
ahould not ba altarad. Ua would ba plaaaad to work with tha 
aubcoanlttaaa to anaura that nona of tha unintendad conaaquancaa 
rafarrad to in tha floor stataaanta coaa to pasa. 

VI. Conclualons 

Fair uaa 1$ an aquitabla rula of raaaon, daaignad to glva 
tha court tha flaxibility thay naed to balanca tha Inharant 
tanaiona within tha Copyright Act. Flaxibility doaa raiaa othar 
problaaa, principally a lack of pradictabla rulaa. Sinca fair uaa 
daciaiona ara mada on an ad hoc baaia, it is difficult to 
fomulata ganaral rulaa, and indaad parhapa in no othar area of 
copyright law ia ralianca on pracadant laaa halpful. Chaiman 
Kaatannaiar no tod tha dilama in lagialating in thia araa ir hia 
floor atatauant introducing H.R. 4263: 

Wa want fair uaa to ba broadly daf inad 
ao that Judgaa can apply it to fit tha 
facta of a particular casa. Yat tha lawa 
■uat alao giva citixana a concrata idea 
of what ia paniiaaibla behavior and 
what ia not.^'^ 

Judge Uval» who haa certainly had a stronger doaa of fair 



. CONG. REC. H806 (daily ad. March U, 1990). 
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U8« problems than any of us,^^^ obsarved that **[w]a should not 
adopt a clear standard unless it were a good one - and we don't 
have a good one.**^^^ Of course, Judge Leval was speaking before 
the Introduction of H.R. 4263 and S. 2370, and It Is the 
Copyright Office's understanding that he supports the bills as 
drafted^. 

Nevertheless, it Is hard to discern how the bills facially 
would accomplish the goals set forth by their sponsors, since 
nothing In the current statute prohibits the application of fair 
use to unpublished works. Nor do any of the court decisions 
prohibit £03^ use of unpublished works. There Is certainly a 
dispute over the scope of the availability of fair use to 
unpublished works, but the bills do not address this Issue. Nor 
do the bills make a distinction between the different types of 
unpublished works, an omission that, In fsv^.t, may be a strength 
since the bills would permit the courts to apply the doctrine on 
A case-by*cafie basis, finally , despite Chairman Kastenmeler's 
Intent that H.R. 4263 give the courts sufficient flexibility 
about whether injunctive relief Is appropriate , nothing In 
the bill addresses this Issue. 



171. See Leval, Fair Use or Foul? . 36 J. COPR. SOC'Y 167, 
168 (1989) ("It has been exhilarating to find myitelf present at 
the cutting edge of the law, even though In the role of the 
salami**) . 

172. Id. at 180. 

17^. Kastenmeler floor statement, Lupra . note 170. 
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Of course, 9oa« of these queetlons may be dealt with in 
legislative hiacory, but there are risks with this approach 
sin^e some Justices of the Supreme Court and sone court of 
appeals Jidges have expressed great reluctance to look at 
legislati^a history. 



What other alternatives are there? First, Congress could do 
nothing and let the courts evolve their approach to the issue. 
There is considerable evidence that the Second Circuit has moved 
away from some of the language in Salinger and New Era that 
initially caused alarm* The recent New Era v. Carol Pub, case is 
also evidence, perhaps, of a more favorable attitude toward fair 
use generally, even though ic technically applies only to 
published works. And, the extraordinary effort of the judges on 
the Second Circuit and of Judge Level in making public their 
concerns in lectures, articles, and testimony today is 
impressive evidence of Judicial responsiveness. Yet, some of the 
troublesome language in the Salinger and New Era opinions remains 
the law of that circuit, and the Copyright Office believes that 
the concerns of authors and publishers over that language is 
well-placed» if only because of the lack of predictability in the 
law. 



See Statutory Interpretation and t^M UJLtl 2£ 

Leyislatlve Hlstorv: Hearings Refore the SubcotMilttee on Courts. 
Intellectual Property and the Adttlnistration of Justice (April 
18, 1990). 
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Th« Copyright Office is awAre of the coimtAr^^arguMnt that 
only on« circuit has spoken on the issue. Yet, the Second Circuit 
is not Just another circuit in this area of the lav, and given 
the nationwide distribution of literary property and thu liberal 
venue rules in the Copyrip^ht Act, it would not be difficult for 
plaintiffs in nany cases to forun shop and pick the Second 
Circuit. A nuAiber of current cases awaiting trial In the Southern 
District of New York on this issue attest to this fact. 

A second alternative would bo to incorporate Judge 
Miner's suggestion that Section 107 be amended to penalt fair use 
of technically unpublished but voluntarily disseoinated works on 
a more liberal basis. This argument has some appeal since it also 
protects authors who wish their works to remain undissaminated. 
The proposal is, however, contrary to the position of those who 
argue that fair use should be available to some extent even for 
^voluntarily undissaminated works whose contents are of great 
public interest. 

Yet another alternative would be to amend the fair use 
factors, perhaps b)- including the "published or unpublished" 
language in the second factor. This alternative suffers from the 
same problems (or shares the strength of) H.R. 4263 and S. 2370: 
facially, it does not tell the courts how to treat cases any 
differently than they presently do, absent reliance on 
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legialatlve history. 

Th« Copyrl^t Offlct b*liev«t that th« l«gl»l«tlv« procoti 
of addr«8iiing the fair iu« probltmi raised by the Salinger and 
HW Era oplnloiis is at an initial stage. You will hear today from 
a vide variety of expert witnesses who will, no doubt, provide 
you with nuch to contemplate. If, after hearing the witnesses and 
reviewing the written conments, the subcoamittees conclude that 
the prevailing decisions have severely restricted the flexibility 
necessary to make fair use detemiziations in accordance with the 
goals of the Copyright Act, and that a legislative solution is 
preferable to continued case law development, the Copyright 
Office can support appropriately drafted legislation. 
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Senator DkConcini. Our Hrst panel will be the Honorable James 
Oakes, Chief Judge, U.S. Court of Appeals for the Second Circuit; 
Hon. Roger Miner» judge, U.S. Court of Appeals for the Second Cir- 
cuit; and Hon. Pierre Leval, judge, U.S. District Court for the 
Southern District of New York. 

Gentlemen, we want to first thank you for taking the time to be 
with us. Your Honors. We realize you have a busy calendar, but 
you can be very helpful here. So we will start with you. Judge 
O&kGB. Your full statements will appear in the record, and if you 
would summarize them for us, we would be most appreciative. 

PANEL CONSISTING OF HON. JAMES OAKES, CHIEF JUDGE, U.S. 
COURT OF APPE>!.S FOR THE SECOND CIRCUIT; HON. ROGER J. 
MINER, JUDGE, V..S. COURT OF APPEALS FOR THE SECOND CIR- 
CUIT; AND HON. PIERRE LEVAL, JUDGE, U.S. DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF NEW YORK 

Judge Oakes. Thank you. Senator DeConcini and Representative 
Kastenmeier, Representotiv® Herman. I am honored to be invited 
to testify before you. I support this legislation and I do so because I 
think that some of the language in the opinions of our court, as 
well as in the Harper and Row case, have gone a little far in indi- 
cating to the publishing world, authors and publishers alike^ that 
there is no fair use doctrine applicable to unpublished works. 

I think that while, in the votes in reference to rehearing in our 
New Era case, both the author of the opinion in the Salinger case. 
Judge Newman, and the author of the nugority opinion in the New 
Era case. Judge Miner, indicated that their language was to be 
qualified, nevertheless—and you will hear from the publishers and 
authors later, I think that out there, at least in the second circuit 
which is, after all, the center of the publishing business in t^his 
country and has been— that there is a certain chul. 

Vm sure that the committee is aware of Arthur Schl^inger, 
Jr.'s, article in the Wall Street Journal which tends to indicate 
that chilU and others have written on the subject accordingly. I 
think the beauty of this legislation is that it doesn't go too far by 
saying that necessarily the use of unpublished works is to be enti- 
tled to the same protection as th< use of published works. 

All it does is say that the basic four factors involved in fair use — 
nonexclusive factors to be sure— are applicable to unpublished as 
well as to pv^'lished works. It takes away, as I see it, the statement, 
in Harper and Row as well as some of the language in our courts' 
opinions, that would indicate that unpublished works are entitled 
to no protection. 

So it is for that reason that the legislation would tend to reas- 
sure authors, publishers and the publishmg comniunity that a cer- 
tain use of unpublished works is permissible under certain circum- 
stances and would, also, not take away from the courts by having 
rigid language that would impel a Hnding in a given case, that this 
legislation at this time, and in this place, is sound l^islation. 

Therefore, I am here to support it. 

[Chief Judge Oakes submitted the following material:] 
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Staf mant of Jaaaa L, Oakag 
at thu 
JOINT HEARING 
of tiM 

UcMiim CtmMit.tMm on thm Judiciary 
§^a>yi?g] — ^fe^— o» Courta. Intallactual Prcpurtv 
and tha Adainiatration of Jtia^ ^a 

Re: IL^i;^ 



Judga at t)i« SacantS Circniit Court of AX>paala, o£ vhtnih I h%v^ 
baea a wimbor tor tmnty y«ara» The SacorxA Circuit * aa you taow^ 
includas Kov York CitY^ i^hich ramaln» thAi publislnin^ capital of 
tha worli'. As tfu^lt, probably havn as m&y^y copyri<9ht caaaa as 
any othar clrcu.^t »nci i:vM«d havst aoBiatimis batn con^idar^^i tha 
critic&l copyright court, Sirica tha ti»a I waa a law dark to 
Judc;« Karri* Chaa^ on thA c?ld L«arn«d Hand court in tha lata 
1940»^ X nava baan f^sciitiatad with tha li&fir of copyright. Whan X 
vaai in privata practice X unauccoaafully a?rgued a cava b^foro th^ 
sacond circuit, Brattlaboro l^bliahinfl,f v. Win»ill t>ublishi.m 
QQj;33buf which I hava to confmz 1 atiXl t.hir;}c was incorractly 
dtsicidad. 



Which bringa Ma to anothar c^aa or two (or thraa) th^t 
X think wara wrongXy dacidad in ay court and invoXva tha doctrina 
ot fair uaa as sat forth in tha copyright atatuta, 17 U.S.C. 
$ 107, vhich H.H. 4263 and S. 2370 wouXd and* In tha firat 
tfuch caaa, Har|>tr t Row. Publiahara, Tnc. v. Natio n Entarpriaas . 
m F.2^i i95 (2d Cir. 1983), 471 U.S. 539 (1985), tha 

^;acorrd Circuit hald that, in tha intaraata of fraa apaach, tha 
Nation aagasina did not violata tha copyright on Praaidant Ford 'a 
soon-to-ba-'Publiahad vaaoira whan it publiahird an articla that 
included axcarpta froa tha portion of tha book daacribing tha 
pardon of rraaidant Nixon. X ^^aaX that tha ca;«a waa wrongly 
daciJad in our courts nnd in proparXy ravaraing it tha suprawia 
C^urt^ f4a ravar»ing cov: *ta ara wont to do, rathar cvarwrota tha 
protactiona tha law providaa for unpubliahad worK»» 

1 

'rha aacond caaa, Salinger v. tytnd oM ^ Quwa, Xr.c. . 811 F.2d 
90, ixtlifl ^UXiJtdi, 818 F.2d 252 (2d Cir.), SMUIm d&niftd, 484 U.S. 
890 (1987), want too ^&r tha othar way. Uaing tha language of 
hlUSSU^JkJRMf it axt dad ai copyright protaction to 
unraqiatarad lattara uhat racluaa author had writtan to frianda 
arid aoguaintancaa^ who aubaaguantly gava tha lattara to public 
librarian whara thay wara availFbla for all to aaa, Zvam tha 
diatinguiahad author of our court* a opinion had to q)ialify tha 
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language of th« Sallnqair opinion. SM, Naraan, T hm ipncH of 

Hittery; Th# gacond circuit Struaalaa with Fair TJgft, 37 J. 

Copyr, 8oG. 13 (1989); Nav Kra Piiblicationa Int'l v. Hanrv Holt t 
£fll, 864 P. 2(1 659, 662, 663 n.l (diaaant froa danial of patition 
for rahaaring an banc) • 



Tha third oaaa carriad tha languaga of tha Suprana Court in 
Haroar t Row and tha holding of our court in fialinaar to tha 
ultimata axtraaa* X apaak, of couraa, of Waw Bra Pu bijLicationa 
Int'l v> Hanrv Holt & Co> , 873 F.2d S76, rah»g an bj^pc daniad ^ 
884 F»2d 659 (2d Cir. 1989), Cirjt^ llani^, 1X0 S. Ct. 1168 
(1990) • Arguably, tha haraful lanouaga of tha Nay Era opinion ie 
dictum. X rafarrad to it aa auch in ay concurring opinion , and 
tha author of tha opinion (who waa alao a aanbar of tha Salinyar 
panal and ia, I undaratand, ona of your witnaaaaa) has himaalf 
rafarrad to it aa **nondiapoaitiva languaga,** 884 F.2d at 660, and 
as ••dictum, Ninar, Exploiting Stolan Taxt! Fair tTaa or Foul 
Play? . 37 J» Copyr. Soc. 1, 6 (1989). Navarthalaaa, tha mara 
praaanca of tha languaga haa had a chilling affact upon tha 
publiahing world. You ara, of couraa, awara of Arthur 
Schlasingar, Jr* 'a piaca in tha Wall Straat Journal. No doubt if 
you wara to call aa a witnaaa Jamaa **Scotty'' Raaton, who ia 
writing a biography of Praaidant Johnaon, ha would daacriba hia 
problama with tha publiahing^-hcuaa lawyara ovar tha uaa of a 
aiqnificant but now unrafarrad-to lattar from <i living public 
figure to tha lata LBJ. 



But gatting paat tha publiahing-housa lawyara ia ona thing. 
Aftar all, with anough pay and tha riak wholly on tha author, 
thay probably will approva tha uaa of a faw unpubliahad vorda 
daapita Harpar t Row , Saling er and New Era . (But certainly not 
many wordal) Tha catch ia that tha author muat obtain tha 
conaant of tha apaakar or writer in order to uaa even minimal 
amounta of their worda, and there ia the rubl 



Would Howard Hughea have givan hia conaant to a biography 
that waa in tha slighteat bit critical? Hov about Frank Sinatra? 
Of couraa not. The three opiniona I cited and tha language they 
contain affectively put critical biographara and current 
hiatoriana out of the buaineaa of uaing direct guotationa to 
illuatrate a point, a characteriatic or quality, or other 
critical matter. And it muat not be forgotten that the uae of 
direct quotationa often providea an author 'a finl^ aaana of 
pxpreaaion. Tha opiniona remain controlling deapite a recent, 
aacond HUL.£CA caae. Mew Era Publicationa Int>l v. Carroll 
Publiehina Co, (Id Cir. May 24, 1990), which found fair uaa of 
quotstiona in criticiring tha aubject^a character because it 
related aolely to Duuliahed mater iala« 



So I come down atrongly in favor of H.R. 4263 and 
S. 2370. They will aend out a meaaage to tha publishing world, 
the lawyara, and the authora that, yea, unpubliahad aa wall aa 
published works are aubject to the same atandarda of fair use 
that have atcod the copyright world in good atead since Justice 
Story's FQlaom v. Marah , Theae atandarda are, of couraa, already 
incorporated in the statute (purpose of the use; nature of the 
copyrighted work; amount and aubatantiality of the taking; and 
economic harm) . Unpubliahad worka ahould not be entitled to any 
different treatment than published worka. 
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JAMSS L. OAKES> Chief Judgt 
U. S. Coutt of Appttli 
'BtattUbo?o» Vtrmont 05301-0696 



FwUyt Mnvrltd Bvelttaa Sttvtnt KtnvotChy, IHiCMbtr 29, 1973. 
Cbiiamo. Omthid Otktc H«lLtoii. Nacch 3| I948i 
Slit«b«tb R, 0«k«S|, April 21, l95l| J«aM L. OaUa. Jr.. 
Junn 15 t 1955o 

H«rv«td CoU«8«» 1945^ A.B. cub lauda (Amarican Hiatory and 
Lltatdtura) 

Harvard Lan School, 1947, cud lauda (Mamber, Board of 

Bdifcorfli Book Raviaw and Articlaa Editor. Harvard Law 
Raviav) 

Admittad to California Bar, 1949 
Voruionl: Bar» 1950 

1947-48 Law Clark, Hon. Karria »• Chaaa, Onicad Stataa 

1949- 50 Court o! Appaala, Sacond Circuit 

1948*49 Aaaociata, McCutchan, Thomas, Matthawa, Griffith & 
Graana, San Franciaco, California 

1950- 64 Partnar, Gannatt & Oakai, Brattlaboro, Varmont 
1964-66 Partnar, Ganntttr Oakaa & Wabar, Brattlaboro, Varmont 

^'tata Officafii Maobat, CoaBoioaic on Procadural Ravlaion, 1957«-59| 
Counaal, Varmont Statutory Ravialon ConBnliaiod, 1957<39| 
Spacial Counaal, Varmont Public Sarvica Board, 1959-60; 
Sanator, Windham County, 1961-63, 1963-65} Board of Bar 
Bxaminara, l965-69j Atcornay Canaral of Varmont, 1967-69. 

1969-*»/1970 Prlvata practica, Brattlaboro, . Varmont 

5/1970-5/1971 Judga, U, S. Oiatrlct Court for tha Diatdct 
of Varmont 

'71971- Judga, U. S, Court of Appaala, Sacond Circuit 

(Chiaf Judge, January 1, 1989) 

Other J Duka Univeraitv School of Law, Adjunct Profaaior (First- 
Yaar Ethici), 1985-89| Kambar, Inatltuta of Judical 
Admlniatration, American Law Inatituta, Amariciin 
Judicature Society, American B^r Foundation^ Vlaiting 
Conniittee to Viaic Harvard Law School, 1969-75; Paat 
Freaidant, Vermont Bar Aaaociation and Varmont Trial 
Lawvara Aaaociatloni LL.D. (honorary), Rlw England 
Collage 1976, Suffolk Univaraity 1980. 
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SuPPlMgintftrv Stat^M^nt of Jan<g L. Oakaa 
to tlxe 



Houaa CQMiitt*>^ on thm Jp.dlciary 
SubcQMlttM on Gourta; Int^llastual Property 
and the Adainlatratlon of Juaticft 

R«: H,R, 42 63 

- and - 

Sanata Coaalttaa on tha jriidiriary 
Subcommittaa on Patants. Copyriqhta and Tr^da]ffflrKg 

Re: S. 2370 



Following tha July 11, 1990, Joint Haaring, I felt I 
should eubait a supplemental statement in the light of questions 
aeked and the testimony given after the panel coneisting of 
Judges Miner, Laval and yours truly had concluded. X would make 
two points: 



1* The second statutory fair use factor, "the nature 
of the copyrighted work,** eeesed to be treated in the Mat io n. 
Salinger , and New Era casee ae if the only question involved was 
whether the work was published or unputlished. I suggest, to the 
contrary, Ji^ik^ tne nature of the work is bettsr viewed from three 
other, broader perspectives. 

The ^'iret perspective from which one might l ok nt the 
nature work ie in tens of the type of work that it is« 

Thus, the quer^tion that would be asked is whether it la ... \>ookf a 
letter, a df.airy, a memorandun, a note, a scrap of pap^t^ ^ 
shopping 11 it? 

The second perspective is that of subject matter, r 
we are talking about a book, iz 1^ ecientific, artistic o.* l<c\ f 
Is it a gazetteer, a grammar, a series of maps? Is it an 
arithmetic, an almanac, & cycles 'wia, an itinerary? le i 
fiction, history, biography^ is it a play or a musical? Is lb 
photo? 

And the third perspective from which the nature the 
work might be viewed from is the intent of the author and wtethrr 
the work wae written for poesible publication or not. 

I think thie is what the etatutory term **the nature of 
the copyrighted work** refere to. In Webb v. Powers ^ 29 Cae . 
511, 516 (CCD. Mass. 1847) (No* 17,325;, Circuit Justice 
Hoodbury eaid in diecuseing a fair US3 cass, ••Again, there ie 
uiiich <Siecrimination to be used in inquiries of thie character, 
between different kinde of booke, som of which, from their 
nature, cannot be expected to be entirely new.*' Judge Lsval hae 
carwfully eet out thie th*ory of the nature of the work in his 
Hirvard Law Review commentary, fiu Level, Toward a Fair o ^a 
Si^jtLUOMXAf 103 Harv. L. Rev. 1105, 1116-22 (1990). Bearing thie 
p.^lut in mind, whether i>r not the material being copied ie 
xjublished or unpubliehed ie but; a email factor in determining the 
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n«tur« of thm work (unltsis Umi wit«rial b«ing coplM was created 
for or la on it» way to publication, aa in tha Mltifin caaa) . 
Thua, tha anactaant of tha propoaad amndMnt would in no way 
randar tha ifiquiry aa to tha natura of tha work aoot. i baliava 
that thia addraaaaa itaalf to aavaral of tha quaationa aakad of 
othara by Kapraaantativa Banan* 



2. It did not saaa to na that anyona taatifying 
adaquataly raapondad to or, parhapa, waa /48kad to raapond to tha 
contantion by Barbara Ringar and othara that tha Barna Convantion 
would aoaahow ba violatad by tha anactaant of tha propoaad 
aaandnant. Whila I do not profaas to ba an axpart on tha Barna 
convantion, I would rafar tha Subcoanlttaaa to pagaa 51 to 60 of 
tha atataaant of Ralph Oaan, Ragiatrar of Copyrighta and 
Aaaiatant Librarian for Copyriglit sarvicaa, whara ha concludaa 
that thara ia not ^ facial incoapatibility with tha Barna 
Convantion. Mr. Oaan also aakaa tha auggaation that it would ba 
halpful to includa f ira lagialativa hiatory raviawing tha 
conditiona of both Articlaa 10(1) and 9(2) to aaka it claar that 
tha aaandaant doaa not raquira courta to apply fair uaa in a 
nannar inconaiatant with tha articlaa < proviaiona. 

I appraciata thia opportunity to clarify theaa matters . 
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CHAMSmt Of 
JAMCf L. dAKCS 
CHIir JUDSK 
BIIATtLnOIIO, VKRMONT 0tS0a-0t«»t 



UNITED STATES COURT OP APPEALS 
SECOND CIRCUIT 



December 12, 1990 



Senator Paul Simon, chairman 
Subcommittee on the Constitution 
United States Senate 
Washington, DC 20510-6275 

Dear Senator Simon: 

I have been unable to reply to your letter of October 23 
until now. Sorry. I hope it is not too late^ 

I would respond to Senator Leahy's questions as follows: 

1. Since New York is the canter of the publishing 
world in the United States, the Second circuit decisions on 
Copyright and Fair Use essentially govern the actions of authors 
and publishers and guide their lawyers. Moreover, in this area 
of the law, other circuits as well as the leading Nimmer treatise 
seem to follow the Second circuit very closely. Therefore, we 
would not be better off waiting to hear from other circuits. I 
think it highly unlikely that the Supreme Court would take 
another one of these cases at this time. 

2. I do not think that the present law aa construed in 
the Second Circuit provides adequate pro**ection to h: ^:orians or 
biographers since it is very often necessary for them to quote in 
crdler to bring out a trait of character or a significant 
historical point. 

3 . I agree that the result in Saling e yr seems more 
palatable than l-ue result in New Era , and for the very reason 
stated in the question, but only implicit in the Salinger case as 
follows: as a person who is alive and is extremely jealous of 
his privacy, J. D. Salinger's rights seemed somewhat more 
infringed than did L. Ron Hubbard •s, he being deceased. The Fair 
Use law does not take this distimjtion into account, though I 
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think it could do bo. See Judge Newman's article, "Copyright Law 
and the Protection of Privacy," 12 Coluio. J.L. & Arcs 459, 460 
n.2 (1988). 

4. I do not take issue with the result in the MaMfill 
case as there the publication of the extract froro the Ford 
autobiography substantially affected its salability. The 
saiinoer case is I think much more doubtful by virtue of the fact 
that the letters that were quoted had been given to libraries. I 
do think that the language of the HatiflU case was overstated and 
the language of the Sa linger case, as the author of the opinion 
subsequently admitted, see 884 F.2d 659, 663 n.l, was 
misleadingly broad. 

5. I think that a more narrowly drawn bill would 
assist in solving the problems now faced by writers and 
publishers and do not see any problems with such an approach. 

6. I have a problem with the different alternative 
relating to academic research, criticism, biography or history 
because it will be difficult to say in a given instance whether 
that is what is involved. Indeed, the fiJULEEa case was an expose 
of L. Ron Hubbard, and while it involved a little bit or a lot of 
research, criticism, biography and history, it might not neatly 
fit into any one of those categories. 

In response to Senator Hatch's questions I have the 
following to say: 

1. The pending legislation (S. 2370/H.R. 4263) would, 
if enacted, I think cause the courts to say that the unpublished 
nature of the work will continue to be a factor but probably 
would not be the sole determinative element as Salinger and Ui'jtf 
Era seem to have made it. 

2. Thus, I favored and still favor the pending 
legislation as prospectively giving the courts a peg to hang 
their hats on in weakening the harsh effects of Salinggf and lifiM 

3. X do not think that this would »ean that the 
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publisher enjoined in the S alinger case would in theory be 
permitted to publish the letters that were the subject of the 
earlier lawsuit , but tliat he would feel freer in publishing some 
of x.^eIn. 

4. An amendment to Section 107 of the Copyright Act 
noting that no single factor, including whether the copyright 
work is unpublished, shall be given preclusive effect would be 
helpful as I have t^aid above in re::ponse to Senator Leahy's 
question 5. 

5. I am r.ot sure that I understand what this question 
is saying^ but if i:he author has granted access to an unpublished 
work on condition that it not be published without the permission 
of the author, it might be helpful to scholars but certainly 
would tend to sanitize biographies and tone down exposeu. 

Again I apolor/ize for not having gotten this to you sooner. 

Sincerely yours. 




James L. Oakes 
Chief Judge 

mfr 

cc: Senator Patrick J. Lfcjhy 
Senator Orrin 0. Hatch 
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Senator DeConcini. Thank you, Judge Oakes. Judge Miner? 

STATEMENT OF JUDGE MINER 

Judge Miner. Senator DeConcini, distinguished memberB of the 
committee, the addition of the words "whether published or unpub- 
lished" to section 107 of title 17, the fair use statute, is unnecessary 
if intended to permit fair use of unpublished material, incompati- 
ble with the existing statute if in^nded to afford equal dignity to 
published and unpublished matter, and ineffective to resolve the 
policy concerns articulated by the sponsors. 

The amendment is unnecessary if its only purpose is to permit 
fcdr use of unpublished material. The present statute permits fair 
use of unpublished material. It allows the fair use of any copyright- 
ed work, although the nature of the work is one of the fair use fac- 
tors to be considered. The other factors, of course, are purpose and 
character of the use, the amount and substantiality of the portions 
us^d, and the effect of the use upon the potential market. No court 
ever has said that the unpublished material cannot be the subject 
of fair use. 

Read in the context of section 107 as it stands, the amendment 
appears to be intended to raise unpublished material to the level of 
published material in the application of fair use doctrine. If this is 
the intention of the amendment, then the amendment is inconsist- 
ent with the fair use factor just referred to, the nature of the work, 

This factor tells us that there is an important distinction be- 
tween published and unpublished works, and the courts have of- 
fered far less fair use protection to unpublished works. The impor- 
tanL reason for the distinction lies in the right of an author to con- 
trol the first public appearance of her or his work. Even in its 
present form, the statute allows fair uoe of an unpublished work 
stolen from an author. The amendment indicates no disapproval of 
such a use. 

The concerns of the sponsors relate to the stringent restrictions 
imposed by the courts on the use of unpublished material by histo- 
rians, researchers and biographers. An examination of court deci- 
sions reveals that the unpublished material nature of a work has 
been a key factor in defeating fair use doctrine claims. 

The recently ratified Berne Convention seems to set up another 
barrier against the fair use of unpublished material. Nevertheless, 
there seems to be no reason tx) allow the heirs of historical figures, 
long departed, to forestall the use of material created generations 
earlier but recently discovered by a scholar conducting research in 
some remote archive. The solution to that, the problem does not lie 
in this bill. 

I propose a solution that is compatible with the provisions of the 
Berne C!onvention, that 'vould eliminate the difficulties encoun- 
tered by courts in deciding fair use claims involving unpublished 
works, and that would accommodate the needs of scholars to gain 
access to material of historical and public interest. 

I would limit fair use to published and publicly disseminated ma- 
terials. I would define, in the statute, publicly disseminated materi- 
al to include any letters sent without a requirement of confidential- 
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icy and any documents, including letters, that have been in exist- 
ence for a certain period of years without having been copyrighted. 

For the rest, I would rely on the freedom of access to facts and 
idec<* contained in the undisseminat^ material. In this way, the 
balance between the rights of authors and the rights of society 
would be maintained. 

Thank you. 

[Judge Miner submitted the following material:] 
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•DimRy or smTnam or hov. roobr j. mixik 

W Bt SDBNXniD M JOXMT HUOOTC OV JTOY 311 # IffO 

Th« addition of tha words "vhsther published or unpublished** 
to ssction 107 of Titls 17, ths "ifair uss** statuts, is 
unnscsssary, if intsndsd to psmit fair uss of unpublishsd 
satc^ial; inconpatibls vith ths sxisting statuts, if intsndsd to 
afford squal dignity to publishsd and unpublishsd nattsr; and 
insffsctivs to rssolvs ths policy concsms articulatsd by ths 
sponsors, Ths aasndMsnt is unnscsssary if its only purpose to 
psmit fair uss of unpublishsd satsrial. Ths prsssnt statuv 
allows ths fair uss of any copyrightsd work, although ths nav ire 
of ths work is ons of t^is fair uss factors to bs considsrsd. The 
othsr factors ars puiposs aiMl charactsr of ths uss; ths amount 
and substantiality of ths portions ussd; and ths sffsct of the 
uss upon ths potontial marks No court svsr has &aid that 
unpublishsd natsrial cannot bs ths subjsct of fair uss. 

Rsad in ths contsxt of ssction 107 as it stands, ths 
assndnsnt app4iars to bs intsndsd to raiss unpublishsd material to 
ths Isvsl of publishsd material in ths application of fair use 
doctrine. If this is ths intsntion of ths ami^ndment, thsn the 
amendment is inconsistsnt with the fair uss factor just rsfsrrsd 
to, ths naturs of ths work. This factor tells us that thers is 
an important distinction between published and unpublishsd works, 
and ths courts havs offsrsd ft^r Isss fair uss protsction to 
unpublishsd works. Ths important reason iJor ths distinction lies 
in the right of an author to control the first public appsarancs 
of his or hsr work. Evsn in its prsssnt form, ths statute allovb 
fair use of an unpublished work stolen from an author. The 
amendment indicates no (disapproval of such a uss. 

Ths concsrns of ths sponsor* rslate to ths stringsnt 
rsstrictions impossd by ths courts on ths uss of unpublished 
material by historians, rssearchers and biographers. An 
examination of court decisions reveals that the unpublished 
nature of a work has been a key factor in defeating fair uss 
claims. The recently-ratified Berne Convention sssms to set up 
anothsr barrier against the fair use of unpublishsd matsrial. 
Nsvsrthslsss, there ssems to bs no rsason to allow ths hsirs of 
historical figurss long dspartsd to forestall ths uss of material 
created generations sarlisr but recently discovered by a scholar 
conducting research in some remote archive. The solution to that 
problem does not lis in this bill. 

I proposs a solution that is compatibls with ths provisions 
of ths B«ime Convention, that would eliminate the difficulties 
encouncered by courts in deciding fair uss claims involving 
unpubxithsd works, and that would accommodate ths nssds of 
scholars to gain accsss to material of historical and public 
intsrsst. I would limit fair use to published and publicly 
disssminatsd material. I would defins publicly disssminatsd 
material to include any letters sent without a requirement of 
confidentiality and any documents, including lsttc<rs, that have 
been in existence for a certain period of years without having 
been copyrighted. For the rest, I would rely on the freedom of 
access to facts and ideas contained in the undisseminated 
material. In this way, the balance between the rights of authors 
and the rights of socisty would be maintained. 
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PRBPAMD BTMrnm OW BOX* SOaSR J. ailOTH 
UnnD 0TATM CXRCOXT jmOM 

mixTSD ■nraf court or mj^puklb 

BBCOND CXRCUXTf ¥0 Bl PRSSBUnO AT Ik JOXMT HSJOIXKO 

o? Tn aousK iitnicoioiXTm o« couitva, 

XNTBLLBCTUAL rROraRTY, AMD TH8 ADMXJnBTRATION 
OF JU8TXCBr 9BB 8B1IATB BOBCOlQaTTBI 
OK PATBMTB, COPTMOBTB AIO) TBAOBNAMB AMD 
THB 8EMATB 80BCOIUIXTTBB OM THB COMSTXTUTXOU 

VBDKBBDAY, JULY XX# X990 



I am happy to accept your invitation to comment on H.R* 4263 
and S. 2370, identical bills providing for the amendment of 
section 107 of Title 17 of the United State* Code, the "fair U8e»» 
statute. The amendment merely would add the words "whether 
published or unpublished" following the phrase "fair use of a 
copyrighted work." The bills are driven by concerns arising from 
recent court decisions said to unduly restrict the use of 
unpublished, copyrighted material. I am the author of one of 
those decisions. One sponsor has expressed the hope that the 
proposed legislation will "forestall the adoption of a broad and 
inflexible rule against fair use of unpublished material." 

The perception here seems to be that there is a court-fueled 
trend toward depriving scholars and historical researchers of the 
use of letters, diaries and other unpublished writings vital to 
their work. According to the House sponsor, the "amendment would 
clarify that section 107 applies equally to unpublished as well 
as published works." If that is its purpose, it is inconsistent 
with the unamended portion of section 107, I respectfully 
suggest, moreover, that the fair use doctrine cannot and should 
not be applied to published and unpublished material equally. I 
think that the stateipent should be amended to limit fair use to 
published and publicly disseminated works, a proposal advanced in 
my article: Exploiting Stolen Text! Fair Use or Foul Play in 
the October 1989 issue of the Journal of the Copyright Society of 
the U.S.A. With an appropriate definition of "publicly 
disseminated" added to the statute, the concerns of the sponsors 
would be allayed, the purposes of the fair use doctrine would be 
fulfilled, and societal interests would be served. 

It if important first to examine what fair use is and what 
it .8 not Fair use, known as fair abridgement in early English 
law, perm. .s the limited use of a copyrighted work without 
liability for infringement of the copyright. It has been 
characterized as an equitable rule of reason and is necessary for 
such purposes as criticism, comment, news reporting, teaching, 
scholarship and research. Fair us^ is not a doctrine to be 
invoked in order to gain access to facts and ideas ealiodied in 
copyrighted work, because the protection of copyright does not 
extend to facts and ideas. It extends only to expression. There 
thus is struck, in the words of the Supreme Court, »a 
definitional balvrico between the First Amendment and the 
Copyright Act." Fair use, then, is a limited right to use the 



1 ^ 0 



ERIC 



94 



•xpr«ftsion of another, Whether a uoa im fair im largely 
coMitted to the jvdgaMint of the courts, broadly guided by the 
factors set out in section 107 of Title 17. 

I suggest that the proposed amendnent to section 107 bears 
close examination in light of the second fair use factor, which 
reaains undisturbed by the amendment. That factor, the nature of 
the copyrighted work, requires the c:9urts to take into account 
whether the work is published or unpublished. History and 
pr)cedent tell us that the scope of fair use is narrower in the 
case of an unpublished copyrighted work than it is in the case of 
a published copyrighted work. The amendment seems to offer equal 
dignity to both types of works and therefore is inconsistent with 
the prMsnt application of the fair use doctrine. One can only 
guess at the confusion that would be engendered by the co* 
existence of these incompatible provisions. 

If the purpose of the bill is simply to assure that fair use 
can be made of unpublished copyrighted material, it is 
unnecessary. Fair use of unpublished material already is 
permitted. Section 107 allows the fair use of am copyrighted 
work although, as previously noted, the nature of the work is a 
factor to be considered by the courts in applying the doctrine. 
Also to be considered, of course, are the other three statutory 
factors: the purpose and chatacter of the use, the amount and 
substantiality of the portions used, and the effect of the use 
upon the potential market. 

There is some indication in the legislative history of 
section X07 of an intention to restate existing fair use doctrine 
and not to change it in any respect. A persuasive case can be 
Bade that the then existing doctrine prohibited the fair use of 
unpublished but not voluntarily disseminated works. The statute 
as enacted did not make the distinction, leaving it to the courts 
to weigh the unpublished nature of the work in the fair use 
balance. For good reason, the courts have chosen to afford far 
less fair use protection to those who use unpublished mrterial 
then to those who use published material. It is, after all, an 
author's right to control the first public appearance of his or 
her work. An author must have the right to refine, revise and 
discard a work prior to publication. The ability of an author to 
withhold a work from public dissemination just as long as he or 
she deet^ it proper to do so implicates notions of privacy, 
freedom to refrain from opeaking and control of material. At 
bottom here is a substantial property interest. 



Essential to an understanding of the effect of the proposed 
amendment is the fact that the unpublished material for which a 
claim of fair use is aade sometimes is stolen material, in 

Harper k Row v. Nation Enterprisfflr the leading case on fair use, 
the Supreme Court spoke of the exploitation of a ^purloined 
manuscript," the manuscript being the memoirs of President Gerald 
Ford. In Salinger v, Rand^^ WmWiir the biographer gained access 
to certain letters mritten by J.D. Salinger lodged in a library 
by promising not to copy them. Mev Bra Publioatione v. Henry 
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Holt and COw involved the use of the writings of L. Ron Hubbard 
apparently acquired from the Church of Scientology by 
mieappropriation or conversion. There is nothing in the present 
statute or in the cases interpreting it to indicate that 
purloined material cannot be the subject of fair use. That the 
exploited text is stolen simply is not a factor to be considered 
in applying the fair use doctrine under section 107 as it stands* 
The amendment proposed, which seeks only to elevate the status of 
unpublished material, does nothing to rectify this situation and 
actually exacerbates it. 

The concerns of historians and researchers in regard to the 
stringent restrictions on the use of unpublished material is 
understandable* It is especially understandable to mm, because 
my wife is an historian who has undertaken considerable original 
research. Although no court has said that unpublished material 
never can be the subject of fair use, it is clear thitt the 
urpublished nature of a work is a key factor in defeating a fair 
use claim. It makM no sense, however, to allow the heirs of 
historical figures long departed to forestall, by the simple 
expedient of obtaining a copyright, the use of material created 
generations earlier and discovered in some remote archive by a 
scholar researching original sources. The solution to the 
problem thus posed is not, in my view, to elevate unpublished 
works to equal standing with published works in the fair use 
analysis. As I have d<monstrated, such an approach would 
encourage the use of purloined material, deprive authors of 
important rights and encroach upon interests that should be 
protected. Moreover, the recently-ratified Berne Convention 
seems to exclude the use of unpublished material altogether. It 
allows only '^quotations from a work which already has been made 
available to the public, provided that their making is compatible 
with fair practice.** 

I propose a solution that is compatible with the provisions 
of the Berne Convention, that would eliminate the difficulties 
encountered by courts in deciding fair use claius involving 
unpublished works, and that would accommodate the needs of 
scholars to gain access to material of historical and public 
interest. I would limit fair use to published and publicly 
disseminated naterial. I would define publicly disseminated 
material to include any letters sent without a requirement of 
confidentiality and any documents, including letters, thr have 
' aen in existence for a certain pericd of years without having 
been copyrighted. For the rest, I would rely on the freedom of 
access to facts and ideas conta.fned in the undissesiinated 
material. In this way, the balance between the rights of authors 
and the rights of society would be maintained. 

It always should be remembered, as the Supreme Court has 
reminded us, that **[bly establishing a marketable right to the 
use of one*& expression, copyright supplies the economic 
incentive to create and disseminate ideas.** It also should be 
recognized that strict application of the copyright law could 
defeat incremental progress, to the detriment of the public good. 
The fa.fr use doctrine was designed to avoid that result. 
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national Diatrict Attomaya Aaaooiation (foraar aaabar); 
Praaidant, Albany Lav B^iool Aaarioan tnn of Court (I9i7-199i) ; 
Kav York atata Trial Lawyara Aaaooiation; Coluai^ia county 
Kagiatrataa Aaaooiation* 

otm oMaazimeawi 

ai^xaoia Court Xiatorioal aociaty; Colv»hia County Hiatorical 
aociaty; Vav York Lav aohooi Aluani Aav^iation (honorary 
diractor) ; Unitad vay of coluabia Cmmy (foraar diractor) ; 
zaaiah Lod«« a*nai B^rith; oongrftvation Anaha Bnath; Taapla 
xsraal; Rudaon Lod^a of ilka (paat Axa^tad rular) ; Vational 
Lavyara Club. 
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"Ixploiting «tel«n tAset: rair vmm or youl Flay,*' 9T fr,^ ceipvriqhfc 
IfialSC 1 n^f^int^ JLTPIA ymi. 37 (Oot.-MOV. 1989); 

"Confronting tho Oowunioation crisis in tho X4»gal Prr/fsssion,*' 

34 M.Y.L. MrA. May. 1 (I9a9) | 

"A^llato rraotioo in tho onitaa itatos court o2 Ai^^ic for tha 

•soond Cirouit,^ n.y. at. a.A. com. on continuing xduo., 

Aroallata yraotioa couraabook (Vail 1999, 7ali xWi)$ 

"Tha Oonaaquanaaa of Fadaralising Criainal Z«av,** ^4 fiijju. 16 

(apring 1999) (ASA Journal of tha aaotion of Cririinal Juatioa) ; 

"Fadaral Cri»iiial Appallata Praotioa in tlio aaor/nd Cirouit,** 

N.Y. at. B«A. Com* on Continuing L. Xduo., Fa^^arai Court 

Praotioa couraabook (apring, 1999, aprii)^ 199e); 

**Lawyara Ova ona Anothari<* lUtiI-XujZ«.# l>ac. 19, 1999, at 13, 

ool. 1; 

*«tfha Don*ta of oral Argiwant,"* U LiUfflUiOil 3 (iu»ar 199C} 
(ABA Journal of tha aaotion of Litigation) 

|*Tha Tanaiona of a oual court erataa anU 0oBa .^aoriptionc for 
Reliaf,** 51 t.. ay, 151 (iaa7) (llth Annual Lavia K. Caaa 
Kaaorial tiaotura) y 

"ahould Uwyara ba Mora Critio4l of Coiurf;a?,« Jt^^piytn^ 134 
(i»a7} , sasoiMid Aa xsiMl* xay 1999, at 13 a 'Sbpi i canantr 
MayJuna 1999, at 40; 

**radaral Courta, radaral Criaaa, and raiaraliaa,*< 10 Ha rVn ■^-^^ 
PWbi rQi;Y 117 (1997); 

**yraaBptiva atritea on atAta Autonomy < Tha Rola of congraaa," 

99 Th^ "^^jtiiiga litntvim (i9B7)r 

**Padaral civil Appallata motioa in tha Baoond Circuit, M.Y. 
at. B.A. COSH* on continuing Xi. xduo., radaral court Fractioa 
Couraab«o)c (Baring 1997) 9 

"Padaral Courta ot tha CroaBrotda," 4 fteGBLi-CoaMlltoa 251 
(1997) ; 

"BaaaaLtoh in Judioial Adainiatrat.^oni A Judga*a Farapaotiva," 
19 Jmt. J, B (1997); 

«*TriaiB and radaral ftulaa ot ttvldanoB;** b.y. at* B.A. Coaa. on 
Continuing t. Bduo., fodaral Co'irt Praotioa Couraaboo)c 
(Boring 1999) ; 

"Viotina and Witnaaaaai Bav Conoama in thr Criainal Juatioa 
ayatas,** 30 i^.y-l. aoh. i.. im v. 737 (1995); 
^A Judaa^a Advioa to Today's Lav Graduataa,«< b.y. Bt. m.j,. 
xov. liaa, St a; 

"Tha Qnitad Btataa Diatriot court for tha Hortham Oiatriot of 
Nav York zta Biatory ttM Antao#danta," Fadaral Bar Council, 
Baoond cirouit Badtoook (svpp. I994<*'19a9) 1 
Book toviaw, m.y, at, a.j.. juiy 1994, at 47 (raviaving Tha 
Baaarkabla Handa (K. Balaon ad. 1993)); 

••Bandling tha Bi^ial Bamurity Disability Caaa — Tha Viav froa 
tha Bsnch,** B^Y. Bt. BtA* Coon, on Continuing L. Bduo., fodaral 
Court Fraotioa couraabook (irintar laaa) ; 

ifiSSriJea! It ?Jf*^*'*^* '•<»«"^ Court,'' Tha Kaqiatrata, 
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RBflPONaia or u.s. ciucuit cmat rookh j. ninsr 

TO QUI$TX0l|8 or smTOR OmaK G. HATCH) 

Kfhll« it would not b« proper for w« to sp«>oulat4» on how courts 
would IntArpr^t Motion 107 of tho Copyright hat as amondod by s. 
:^37o/u.A. 4a«3r I boll^o tn«t tn# proposed uondttont would 
condor oonsldorablo confusion* Although ths AMndasnt s«su to 
offa? squAl dignity to published and \u>pu^ll^h#d works for fair 
uis purposas; ths natura of ths work (whathar publlshad or 
unpubllshad) raaaina as a factor in tba fair usa analysAa, along 
with purpoaa and oharsictar of uaa, amount and substantiality of 
portions usadf and affaot of tha usa upon tha potantlal aarxat* 
It just doac not vaka sarnia to say In ona plaoa that tha natura 
of th» work is not to ba oonsldarad in tha fair i^aa balanoing 
procaes and to say In anothar plaoa that It la to ba oonsldarad. 
Court* oartalnly would hava probltaa in divining oongrsssional 
Intant vhan oonfrontad with such contradictory language • 

a. In viav of tba foragoirig, it ainply is laposslbla to say 
whathar anaotmant of tha laglslatlon will ■'ravarsa tha holdlng[s] 
In paliynya^ and HttiLJb:^.'* Is it intandad to do so? Xt saaas 
inoradibla that tha purposa of Congrass Is to undartaka a radical 
ohanga in tha traditional oonoapt that thosa who usa unpubliahad 
aatarlal ara antltlad to far lass fair uaa protactlon than thosa 
who usa published aatarlal. 

3. Only if Congraas daddad unaquivooally to alavata unpubliahad 
Aatarlal to agual status with publlshad natarial for purposas of 
fair uaa analyals (alinlnating tha natura of tha work factor) « 
iBlght tha publisher ba pantlttad to publish tha letters barred 
from publication in the salinoar oise. I say "night** because the 
facts of the oaae than would have to ba re-waighad in terms of 
tha rattalning fair usa factors* 

4 1 To ay knowledge f the Second Circuit never adopted a "per 
aeN rule in cases of unpublished works. An amendment to section 
107 of the Copyright Act noting that no single factor shell be 
givan praolualve effect adda nothing to the present statute • 

^. It saeas to ma that tha Copyright Act is not tha appropriate 
place for tha resolution of Issues arising out of agreements that 
condition access to unpublished work upon promlse0 not to 
publish* 

6. While it la difficult to see how enactmant of the pending 
bills would implicate the takings olause of the rifth Amendment, 
Z cannot diaagrea :;ith Ns, Ringer's testimony that the bills call 
into gueatlon what haa bean oohsldarad a ^ndamantal right of 
aathors the right of first publication « Moreover/ the bills 
do not address what X have idantlflad as a serious problem under 
present law ^- the possibility that the ralr Use Doctrine may be 
applied to permit the exploitation of unpublished/ copyrighted 
text stolen from tha author. 
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RKSPOKSBS OF U.9 CIRCDXT JUDGE ROGER J. HIKER 
TO Q0BBTI0N8 OF 8EKAT0R PATRICK J. XiBAHYt 

1* Ky oano%xn, u pMvlously sxprasstd in My testimony, is not 
only that th«t propoa^a l#glsl«tlon trMts publislMd and 
unpubllsbod vcrka Mually, but also that tha language of tha 
aaandtaant la InoonalatMt with tha axiatlng atatutorv fair uaa 
faotor that Mquiraa oourta to oonaidar tha natxura ol tha mrk 
whan applying tha Wmir Uaa Dootrina* it tha purpoaa of tha 
amand«ant ia to "Mraly raqdira a full fair uaa analyaia of 
unpuhliahad vorKa including tha fact that thay nra 
unpubliahadi*^ than tha lagialatlon ia rapatitiva and unnacaaaary, 

a. A ••narrowar bill»« vhioh atataa that, "in applying tha fair 
uaa faotora^ tha unpubliahad natura of tha oopyrightad vork May 
ba conaidarad mm an alamnt, but not tha aola dataminativa 
alaaanti In daoiding vhathar tha uaa uda of tha vcrk haa baan 
fair,** adda nothing to th.a praaant lav in ay opinion. Courta 
praaantly take into oonaidaration tha unpubliabad natura of tha 
work aa an alaatant in tha fair uaa analyaiai it baing undaratood 
of couraa that far laaa fair uaa protaotlon traditionally haw 
baan affordad to unpubliahad aatarial than to publiahad aatarial. 
Tha **narrovar bill** ratarrad to doaa not «.::draaa tha oonoama of 
hiatoriana, raaaarohara and biographani ralativa to tha atringant 
raatriotiona iapoaad upon thair uaa ol unpubliahad matarial. 

3. To jprovida that tha unpubliahad natura of a work uaad for 
*<aoadaBio raaaaroh, oritiolaa, biography or hiatory,** ia a uttar 
that **ahould ba takan into account but ahould not ba tha aola 
dataraining factor** in a fair uaa analyaia ia to add nothing to 
tha praaant atatuta, whioh alraady raquiraa oonaidaration of tha 
purpoaa and oharaotar of tha uae aa ona of tha four fair uaa 
faotora. 

I raitarata my propoaal to addraaa tha concama of authora 
who ara barrad from uaing oopyrightad and unpubliahad work 
dlaoovwrad in tha oouraa of thair raaaaroht Fair uaa ahould ba 
liaitad to publiahad aM publicly diaaaminatad Mtarial* 
Publloly diaaaainatad Mtarial ahould ba dafinad to inoluda any 
lattara s^nt without a raguiraaant of confidantiality and any 
dooumanta, including lattara, that hava baan in axiatanc« for a 
fixad pariod of yaara prior to t^inq oopyrightad. 
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Senator DeConcinl Judge Miner, thank you very much. Judge 
Leval. 

STATEMENT OF JUDGE LEVAI. 

Judge Leval. Thank you, Mr. Chairman. I am the U.S. district 
judge who found fair use in a biography of J.D. Salinger and then 
saw my ruling reversed on appeal and subsequently found fair use 
in a biogTaphy of L. Ron Hubbard and^ again^ saw my decision 
overturned on appeal. I will tell you that I have found it instruc- 
tive and exhilarating to be involved at the cutting edge of the law 
even though my presence at the cutting edge was in the role of the 
salanii. 

I invite you to suppose that an historian should discover letters 
written by Nikita Khrushchev in the early 1960*8 which reveal un- 
known aspects of his personality, character and motivations, and 
thus }nieid startling new understandings of the history of the cold 
war. Suppose, for example, that the letters showed a consuming 
jealousy for President John F. Kennedy and that a desire for recog- 
nition from the American President was what motivated Khru- 
shchev. 

Should our copyright law bar historians and journalists from 
making limited quotation from the letters to the extent necessary 
to explain new understandings of history? I suggest to you that it 
should not. Without depriving the author of the right to profit from 
publication of the letters, fair use by others should be permitted to 
assist historical exploration. 

To forbid fair use in these circumstances would promote igno- 
rance and secrecy contravening the objectives of the copyright law. 
As our law is presently understood, however, such limited quota- 
tion might not be permitted. The fact that the letters were previ- 
ously unpublished would, effectively, bar fair use. 

With all respect, I believe that the Supreme Court in the Nation 
case committed an error of overstatement and that its overstate- 
ment has had damaging results. The Court suggested, incorrectly 
in my view, that the unpublished character of a work inevitably 
disfavors fair use. This suggestion was followed and carried much 
further by the second circuit in the Salinger and New Era cases. 

It is not my purpose to argue whether the Supreme Court or the 
second circuit correctly interpreted the 1976 statute. The issue 
before us today is whether the copyright law, as it now stands, fur- 
thers a policy which the Congress of the United States considers 
correct and, if not, whether an amendment to the statute would set 
it right. 

I suggest to you that our copyright laws should not arbitrarily 
and rigidly bar fair use of unpublished matter. Your bill would, ef- 
fectively and fairly, make the desired change. It is a well-drafted 
bill which says onFy what need be said and does not say too much. 

I have heard various arguments advanced against this bill. In my 
view, they are not i)ersuasive. I will, very briefly, review some of 
them. First, the bill is disparaged on the grounds that it is unneces- 
sary. We are told that neither the Nation, Salinger nor New Era 
opinions categorically reject the applicabilitj of fair use to unpub- 
lished material matter. Tliis may be true, but they come very close. 
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For example, the Salinger opinion asserts that unpublished ma- 
terial works "normally eijioy complete protection/' Their immedi- 
ate effect has been to inhibit the world of schola^hip md publica- 
tion, quashing valuable historical studies that depend on unpub- 
lished sources. 

Some say our society is not harmed by denial of the right to 
make fair use becao.^' an historian or journalist may always state 
the facts found in the document. With all respect, I believe this ar- 
gument is a canard. Often, it is impossible to demonstrate a fact 
without quoting the written word. History is, in large part, the 
study of people and their motivations. Such facts may not be dem- 
onstrated without quoting the words. 

Critics of the bill have focused on an ambiguity in the statement 
accompanying the bill. There it was stated that the bill would 
make fair use equally applicable, and it is argued that that reduced 
the unpublished factor to nothing. I don't think the statement 
meant that. I think the statement meant only that fair use would 
apply on the four factors, to published as well as unpublished 
works. 

In conclusion, I favor the passage of the bill. It is modest and re- 
strained. It does no more than necessary to eliminate a bia6. I be- 
lieve the bill would set a national policy of copyright that is proper- 
ly open to the responsible limited use of unpublished matter for 
educational, instructive, historical, and journalistic purposes. 

I have made remarks on fair use considerably more extensive in 
an article published in the Harvard Law Review entitled 'Tor a 
Fair Use Standard/' and I submit it to the committee for your in- 
spection. 

[Judge Leval submitted the following material:] 
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Statraent of H* Lavftl 

U.S. District Judm, Sotithsm District of Nav York 
Joint Hurin9 
Houss Conittsa on tha Judiciary 
Subcoamittaa on Courts i Intallactual Proparty 
and tha Adninistration of Justica 
Ra: H.R* 4263 
-and"" 

Sanata Ccnnittaa on tha Judiciary 
SubcoBunittaa on Patants, Copyrights and Tradanarlcs 
Ras S* 2370 
Wadnasday/ July 11, 1990 



Chairman and Distinguishad Haabars: 

Lat us supposa that a historian should discovar Iwttars 
writtan by Nikita Khnishchav in tha aarly 1960s which ravaal 
unknown aspacts of his parsonality, oharaotar and motivations, 
and yiald startling naw undarstandings of tha history of tha cold 
War. Supposa, for axaMpla, that tha lattars showad a consuming 
jaalouay for Prasidant John F* Ktanady, and that a quast for 
favorabla racognition from tha AMrioan Prasidant was what 
motivatad Khrushchav's initiativas* Should our copyright statuta 
bar historians and journalists froM making limitad quotation from 
tha lattars to tha axtant nacassary to axplain and dafand tha new 
thasas which tha discovary mada possibla? 

I suggast. to you that it should not. Without depriving 
Rhrushchav (or his hairs) of lagitiMta author's rights to profit 
from publication of tha lattars , **fair usa** by others should be 
permitted to assist historical exploration. 

As our Ictf is presently understood, however, such 
limited quotation might not be permitted. The fact that the 
letters were previously unpublished would effectively bar fair 
use. 

With all respect, I believe that the Supreme Court in 
the Nation case^ committed the error of overstateiicnt and that 
its overstatement has had damaging rasultm* The Court suggested, 
incorrectly in my view, that the unpublished character of a work 
inevitably disfavors fair use. This suggestion was followed and 
carried further by the Second circuit in tha Salinger* and the 



^Harper t Row, Publishers. Inc. v. Wation Entarprisea. Inc.. 
471 U.S. 539 (1989). 

^Sa^inger v> Random House. Inc., 650 F. Supp. 413 (S.D.N.Y. 
1986), JJK^, 811 F.2d 90 (2d Cir.) , cert, denied, 484 U.S. 890 
(1987) . 
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Z do not dlMgrM with th« gMulfc of tho nation 
daolslon. Tha fair um privilago shoaJvi not protect ona who 
saaXa to scoop an author « a lo^itiBataly autborlaad publication* 
Such scooping unquastiMnably daaaoad PrMldant Tord^s 
antitlSMnts as an author and dlHinishad tha inoantivas of public 
figuras to writa Moirs. in som oasas lika tha Matioar 
dapanding on a oaraful analysis of Ul of tho ftotors, tha 
unpublishad natura of « vork will srgua strongly against fair 
usa« But not alvays. SOMtisMUi, as in our liiaglnad Xhrushchav 
casa, insistanca on tha uir^publiahod charactar as a factor 
dl sf avoring fair usa vould prosota sacraoy and ignoranca in a 
na.vnar that oontravanas tha objaotivaa of copyright* 

Zt is not vy purposa to argua about vhathar tha Suprana 
Courtis opinion and tha Sacond Circuit praoadanta that followad 
it corractly intarpratod tha 1976 atatuta* Tha isaua bafora us 
is vhathar tha copyright lav w it now stands furthars a policy 
which tha Congrass of tha Unitad Stataa considars corract and, if 
not, vhathar an aaandaant to tha copyright statuta vould sat it 
right. 

Tha opinions of thaaa high courts hava affactivaly 
barrad tha fair usa of unpubliah4Ml mattar. Z suggast to you that 
tha copyright lav of tha unitad Statas ahould not includa an 
arbitrary bar and that tha lagialativa ohanga vhioh this 
comittaa has proposad vould affaotivaly and fairly aaka tha 
dasirad changa. Zt vould siaply clarify that fair usa may ba 
found in tha casa of unpublishad aattar. 

What Z adaira particularly in tha drafting of this bill 
is that it says only vhat naads to ba said and doas not say too 
nuch. Fair usa casas ara, and should ba, highly fact intansiva. 
Judgaa should ba panittad, indaad raquirad, to axplora fully and 
opan-Bindadly all of tha ramificationa of tha factual 
circuBstancas prasantad, to datarsaina vhathar tha particular usa 
should ba justifiad as fair usa unc^ar tha statuta. Tha 
axaaination should ba sada in tha light of tha purposas of tha 
copyright lav idiich ara claar ./ statad in tha constitutional 
grant of povarr "To pronota tha prograss of Scianca and Usaful 
Arts by saouring for liaitad tiaas « . . to authors . . « tha 
axclusiva right to thair raspactiva vritings • • • Tha 
purposa of tha copyright lav is ultiaataly to anrich sociaty by 
ancouraging authors and artists to axarcisa thair afforts and 
talants in tha craation of in^tructiva and antartaining aatarial 
this ancouragoaant baing achiavad by protaoting tha rights of 



^av Bra Publications Int'l v. H anrv Holt & Co, . 695 P.Supp. 

ftgg'd qn Qthar qromidai 873 r.2d 576 (2d cir. 

1989) • 
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authorii and artists to profit froM thalr vorks. Tha copyright 
out ganaraliiad considarations which oourta ara to 
f? • daoision on fair uas. Xt instructs that va 

i2^^4. Jk?!^ SJ*"^*^ ^ character" of tha aaoondary usa as wall 
as ft tha "natura of tha copyrightad work" and othar factora. in 
aach Inatanca courts should broadl y axplora a^nd avalxiata all 
aapacta ir tha light of tha objacelvas of tht copyright law to 
datanina wnathar a sacondaxy uva ia protactad or forfoiddan. 

Tha proposad statutory Modification aaalcs only to 
aliiiinata an arbitrary rula which was introduoad by tha Suprana 
Court. Thara is no raaaon why tha unpublishad natur of 
copyrightad aattar ahould nacassarily ba hald to opposa a finding 
of fair usa. In sona caaas, it sight, in othara, it aight not. 
Each Mould ba avaluatad on ita particular facta in tha light of 
tha objactivaa of copyright law. What ia raquirad ia a caraful 
and thorough analyaia in prafaranca to an arbitrary rula. That 
ia all thia bill propoaaa. It aliainataa an arbitrary 
praauaption againat fair uaa and diracta courta to axplora all 
partinant facts with an opan wind in caaas of publishad and 
unpubliahad works. 

I hava haard varioua argusanta advancad againat thia 
bill and in sy viaw thay ara not parsuaalve. Lat sa raviav aoaa 
ox thaa: 

^ rirat, tha bill is disparaged on tha grounds that 

it ia unnacaaaary. Wa ara told it is alacMist to aaa a naad for 
lagialativa corraction. Wa ara told that naithar tha Matj^on . 
Sfllinatg nor Haw Era opiniona oatagorioally rajact tha 
applicability of fair usa to unpublishad aattar. This say ba 
trua, but thay coma vary closa. Tha flalinaar court conatruad the 
MASJL&n opinion to saan that "[unpubliahad] worka nomally an joy 
coi^)lata protaction againat cooying any prctactad axpraaslon.** 
Tha Way Era opinion, citing S^llngfl£, raassartad that 
[unpubliahad] works nonally anjoy coiqplata protaction. ' 

^Tha imadiata affact has baan to inhibit tha worW of 
scholarahip and publication. Publiahing is an axpanalva, high- 
riak vantura. PubliahaA.a cannot afford tha gtabla that a book 
■ay ba anjoinad. Tha consaquanca ia that biographic or 

dapand on quotation fros lattara, sasoa and 
tha lika will aiaply not ba publiahad. And books that can stand 
without guotationa fros unpubliahad sattar (although in 
Ivpovarishad ton) will ba publishad in that axpurgatad fora to 
tha datrisant of public knowladga. If congrass disagraaa with 
tha rula proclaisad in tha mdkd, aallngK and JiMMJBTA caaaa, 
Congraaa ahould taka this sodaat, rastrainad atap to alisinata 
that bar to a finding of fair uar of unpubliahad satarials. 

2. Wa ara told tha bill would not ba usaful bacauaa it 
would laava sany quaationa unanawairad. To aa that ia pracisaly 
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its strmgth, Tlui Inquiry into fair ism Is nsoMMrlly fact 
lntanalV(»* Xt mat La antarad with an opan alnd* k bill vhlch 
triad to anavar all tha qaaatlenc urould do Inoaloulabla dasaga* 
I think it la no vaaknaaa of tha bill that it laavaa aacm caaa to 
ba daoldad on Ita facta* That la praclaaly vhat our fair uaa 
atatuta ahould provlda. thla bill aaaka only to alialnata an 
arbitrary bias vblch haa antarad tha lav through judicial 
intarpratation. 

3. Soiaa aay, furthatBora, that aociaty la not haraad 
by danial of tha right to aaka fair uaa baoauaa a hiatorlan or 
joumaliat nay atata tho facta found in tha docuaant. with a^l 
raapaot I baliava thia arguaant la a canard. Xn aoaa Inatancaa 
it la trua tha facta nay ba atatad without quoting tha aatarial 
in irtiich tha facta ara found* But in aany inatancaa tha oppoaita 
la trua. Oftan it la i^poaalbla to daaonatrata a fact without 
quoting tha vrittan vord. Hlatory la in larga part tha atudy of 
paopla ~ thair aotivationa, paraonalitlaa, biaaaa and paaaiona. 
Such facta oftan cannot ba daaonatratad without quoting tha words 
of tha aubjact. Satuming to our hypothatlcal ascaapla, tha 
historian who aaaks to daaonatrata that Khruahohav waa drivan by 
a consuaina jaalouay for Praaidant KMnady c>annot ba an affactiva 
hiatorlan if ha sinply aaaarta tha aiqipoaod "fact." 

I Bight indaad writa a bcolc aaying, "Xhruahchav waa 
conauaad by jaalouay for Praaidant Kannady* All of thia can ba 
aaan in lattara and aaaoa ha %nrota* 7a)ca ay word for it." It 
would ba a short book. 

I auggaat you would find it scat unaatlafactory. You 
would daaand to ba convincaa. "How do wa know? What did ba 
aay7," you would aak with graat juatifioation Such "facts" ara 
ganarally not itstfid in paopla* a lattara. Khrusbchav will not 
hava writtan, "I aa oonatmad with jaalouay for JTK and thia 
axplain^ ay actiona." It la by intarpratation t\at wa diacam 
charactar# bias and activation. Tha validity of thosa 
intarprcitationa cannot ba avaluatad without quotation. 

4. Anothar canard that ahould ba rafutad is that undar 
thia bill, aut^iora will hava no protaction for unpubliahad drafts 
that thay prafar not to publiah. That la not tha caaa. This 
bill doss no'*; purport to axpoaa ail unpubliahad aattar to fraa 
unauthorix^ publication in tha nana of fair uaa. Unpubliahad 
drafts will oontinua to ba protactad upon a full analysis of tha 
fair uaa factors. Tha fact that fair uaa may ba aada in 
coapalling circuaatancaa of llmitad asounta of unpubliaha<2 
aattar^ aa would ba tha caaa undar thia bill, doaa not juatify 
tha faar that authors* unpubliahad drafta will ba unprotactad 
from wholasala thaft. 
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. . ^* Critics hrnvm also foousMd on an aablgulty In a 

•tatawnt acco^^ylng tha intxroduotlon of tha bill, xt was 
thara atatad that tha bill vouXd Mka fair uaa applicabla 

wd unpubllahad Mttar. Sltlca ralM tha 
alarxi that it fair uaa appliaa "aqpially" to publiahad and 
unpubliahad sattar, than tha fact that a vorkia unpubliahad has 
no lagal aignifioanca. Z think it ia olaar in tha Introductory 
atataaant that tha bill ia not Intandad to apply aoually, saaning 
in praciaaly cha aaaa faahion, to publiahad and uiwubliahad 
worka. iihat waa aaant vaa aiiiply that both publiahad and 
unpubliahad worka vould b* allgibla for fair uaa dapanding on a 
coaplata analyaia of all factual clrcusatancaa, including irtiathar 
tha vork ia publiahad or unpubliahad. If X aa oorract in ay 
undaratanding of tha intantlon of tha introductory atataaant. I 
auggaat it vould ba wall to claar up tha aat'.guity in tha final 
i^aport* 

i a. j^^* ^o^"^ lin* *rguaant advancad againat tha bill 
la that it aay imdaraina tha right of privacy. Although I 
ballava that privacy rlchta ahould racaiva dua racognition in the 
Z?*''u^* *5«*P3nf^9bt lav ia not tha vahicla, and Congrasa ia not 
tha body for tha iapoaltion of such protaotlona. Tha 
^2"! j^"^^®** '^^•^ ^ Congraaa tha ponar -to prciaota tha Prograas 
Of Sci^nca and Oaaful hrtm by aacuring for liaitad Tiaaa to 
Authora and Invantora tha axcluaiva Right to thair raapactiva 
Mrltinga and Diacovariaa . • • Pn. acting tha right of 
privacy dc^^a not proaota tha prograaa of aoianca and tha uaaful 
arta. To tha contrary, it aarvaa aaoraoy, Tha Conatitution does 
not grant to Congraaa a powar to paaa tort lava for tha 
protection of privacy. . Howavar iaportant tha right of privacy 
at.y ba, it ia a right raaarvad by tha Conatitution to tha aavaral 
stataa. By and large the atataa have availed thaaaalvea of their 
power and have paaaed lava protecting the right of privacy, such 
lava are the proper function of atata lagialaturaa and not of 
Congraaa. 



Scaa confuaion haa ariaan on thia point because of I9th 
century Sngliah precedent, britiah judges in the I9th Century, 
finding a naad to develop a lav of privacy (particularly in a case 
vhare an entrepreneur publicised private etohinga aada by Queen 
Victoria and Prince Albert) , davalopad a lav of privacy and houaad 
it undar tha rubric of the copyright lav Beoauae England la not 
a fadaraliat atate vhioh divides povara as batvaan atata and 
national govemaents, it aada no differance whether the nevly 
created right of privacy vaa racordad UTMlar one or another category 
of lagal doctrine. In our country, it aattera laportantly. 
Congreaa has the povmr to proaota tha prograt^t of acianca and 
uaaful arta by aacuring exclusive righta to authors • it is the 
statea that have the power to proaote the right of privacy. A 
federal atatuta that purported to aerve both objectivaa vould be 
not only confuaing but detriaantal to tha proper objectives of the 



ERJC 



108 



In oonclu«loni I favor puMg« of this bill* It I0 
ModMt and XMtraiMd* It doaa no aoro thm im MOMMry to 
allailnato a bias that affactlvaly bars propw blatorioal or 
joumallatlc usa of unpubllahad aattMT. I ballava tba bill would 
clarify tha lav and craata a national polioy of oonrrlfbt that la 
proparly opan to ^:ha raaponaibla, llaitod um of unpubllahad 
Mttar for lagltiBata aduoatlonali Inatruotiva, hlatorical and 
journalistic purpoaaa« 



(X hava ancloaad for tha Conit'uaa'a conaidaration a »ora 
coaplata diacuasion of tha fair uaa privllagai which I racantly 
publiahad in tha Harvard Law Raviaw. Laval, isiOSSl-ft-ZAixJZU 
standard . 103 Harv« L. Rav. 1105 (1990).) 



fadaral atatuta that purportad to 
not only confuaing but datriiaantal 
copyright law. 



sarva both objactivaa would ba 
to tha propar objactivaa of tha 
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COMMENTARIES 

TOWARD A FAIR USE STANDARD 

Pierre N. Uvar 

Random distribution has dealt me a generous share of copyright 
suits involving claims of fair use» The court of appeals* disagreement 
with two of my decisions^ provoked some rethinking, which revelled 
that my own decisions had not adhered to a consistent theory, and, 
more importantly, that throughout the development of the fair use 
doctrine, courts had failed to fashion a set of governing principles or 
val ues. Is this because no rational defining values exist, or is it rather 
that judges, like me, have repeatedly adjudicated upon ad hoc ptr- 
ceplions of justice without a permanent framework? This commentary 
suggests that a cogent set of governing principles exists and is soundly 
rooted in the objectives of the copyright law» 

Not long after the creation of the copyright by the Statute of Anne 
of 1709,^ courts recognized that certain instances of unauthorized 
reproduction of copyrighted material, first described as "fair abridge 
n.ent,** later "fair use," would not infringe the author's righ.s.*' In the 
United States, the doctrine was received and eventually incorporated 
into the Copyright Act of -976, which provides that "the fair use of 
a copyrighted work ... is not an infringement of copyright."^ 

What is most curious about this doctrine is that neither tl.p deci- 
sions that have applied it for nearly 300 years, nor its eventual stat- 
utory formulation, undertook to define or exDlain its contours or ob- 
jectives. In Folsom v, Marsh,^ in 1841, Justice Story articulated an 
often-cited summary of how to approach a question of fair use: "In 
short, we must often . , . look to the nature and objects of the 
selections made, the quantity and value of the materials used, and 
the degree in which the use may prejudice the sale, or diminish the 
profits, or supersede the objects, of the original work."^ The 1976 
Copyright Act largely adopted his summary. ^ These formulations. 



• JudRf, United Slates Diflrirl Court for ihc Southern District of New ^ ork 

' Sff Salinger v. Random House. Inc., 650 R Supp. 413 (S.D.N Y 1986). rev'd, 811 K 2d 
90 (2d Cir), Ctrl, denied, 484 U S. 890 (1987); New Era Publications Int'l v Henry Holt & 
Co., 695 f. Supp. 1493 (S D N Y. 1988). qiT'rf on other (rounds, 873 F ?d 576 (2d Cir. 1989) 

^ Act for the Kncouragement of Uarning, 1709, 8 Anne, ch. 19. 

^ See, e g . Gyles v. Wilcox, 26 Eng Rep 489, : Atk. 141 (17^0) (No. 130) See generaily 
W. Patry, The Faih Tsk Privilfgk in Copyright Law 6-17 (1985). 

* 1? u s e § 107 (1982). 

5 9 F. Cas 342 (C C D. Mas5. 1841) (No. 4901) 

^ id at 348. 

' The statute aatcs; 
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however, furnish little guidance or^ how to recognize fair use. The 
statute, for example, directs us to exa^nine the **purpose and character** 
of the secondary u<:; as well as **thc nature of the copyrighted work." 
Beyond stating a preference for the critical, educationaJ, and nonprofit 
over the commercial, the statute tells little about what to look for in 
the **purpose and character" of the secondary use. It gives no clues 
at all regarding the significance of "the nature of" the copyrighted 
work. Although it instructs us to be concerned with the quantity and 
importance of the materials taken and with the effect of the use on 
the potential for copyright profits, it provides no guidance for distin- 
guishing between acceptable and excessive levels. Finally, although 
leaving open the possibility that other factors may bear on the ques- 
tion, the statute identifies none.^ 

Curiously, judges generally have neither complained of the absence 
of guidance, nor made substantial efforts to fill the void. Uttering 
confident conclusions as to whether the particular taking was or was 
not a fair use, courts have treated the definition of the doctrine as 
assumed common ground. 

The assumption of common ground is mistaken. Judges do not 
share a consensus on the meaning of fair use. Earlier decisions pro- 
vide little basis for predicting later ones. Reversals^ and divided 



Nolwilhslanding the provisions of section 106, the fair use of a copjaighlcd work, 
including such use by reproduction in copies ot phonorecords or by any other means 
s^Hicificd by that section, for purposes such as criticism, comment, ncwi reporting, 
teaching (including multiple copies for classroom use), scholarship, or research, is nol an 
infringement of copyright. In determining whether the use made of a work in any 
particular case is a fair use th^; factors to be considered shall include — 

(1) the purix^se and character of the use, including whether such use Is of a commercial 
nature or is for nonprofit educational purposes, 

(2) the nature of the copyrighted work; 

(3) the amount and substantiality of the portion used in rv iation to the copyrighted 
work as a whole; and 

(4) the effect of the use upon the potential market for or value of the copyrighted 
work. 

17 U S C. § 107 

^ Ser Harper & Row, Publishers, Inc. v Nation Enters., 471 U.S. 539, 549 (1985) 
Five of the rfccnl leading cases were reversed at every stage of review In Rose mo nt 
Enterprises, Inc. v Random House, Inc., J56 F. Supp. 55 (S.D.N V.), rev'd, ^()t F jd 303 (2d 
Cir 1966), crrt drnied, 385 U.S. 1009 (1967) — the Howard Hughes case the Second Circuit 
reversed a district court Injunction. In Universal City Studios, Inc. v. Sony Corp of America. 
4H0 F Supp. 4J9 (CD. Cal. 1979), rfv'd, 659 V.26 963 (9th Cir. 1981), rev'd, 464 U.?^i 417 
(1984}. the court of appeals reversed the district court's finding for the defendant, and was in 
turn reversed by the Supreme Court. In Harper & Row, Publishers, Inc. v. Nation Enterprises, 
5S7 F. Supp 1067 (S.D N.Y.), modifitd, 723 F 2d 195 (2d Cir. 1983), rtv'd, 471 U S 5.^9 
(1985), the district court's damage award was reversed by the court of ap|)eals, which in turn 
was reversed by the Supreme Court. In Saliiger v. Random House, Inc., 650 F Supp. 4»3 
(S D N Y iq86), y'vV, 811 F 2d 90 (2d Cir.), ceri. denied, 484 U.S. 890 (1987). and in New 
E»-a Publications International v. Henry Holt & Co., 695 F. Supp. 1493 (S D N V. 1988), ajf'd 
on other grounds, 873 F.id 576 (2d Cir. 1989). my findings of fair use were rejected on appeal. 
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courts^^ are commonplace. The opinions reflect widely differing no- 
tions of the meaning of fair use. Decisions are not governed by 
consistent nrinciples, but seem rather to result from intuitive reactions 
to individual fact patterns. Justification is sought in notions of fair- 
ness, often more responsive to the concerns of private property than 
to the objectives of copyright. 

Confusion has not been confined to judges. Writers, historians, 
publishers, and their legal advisers can only guess and pray as to how 
courts will resolve copyright disputes. After recent opinions of the 
Second Circuit casting serious doubt on any meaningful applicability 
of fair use to quotation from previously unpublished letters,^* pub- 
lishers are understandably relu tant to pay advance royalties or to 
undertake commitments for biographical or historical works that call 
for use of such sources. 

The doctrine of fair use need not be so mysterious or dependent 
on intuitive judgments. Fair use should be perceived not as a disor- 
derly basket of exceptions to the rules of copyright, nor as a departure 
^rom the principles governing that body of law, but rather as a ra- 
tional, integral part of copyright, whose observance is necessary to 
achieve the objectives of that law. 



The Supreme Court has often and consistently summarized the 
objectives of copyright law. The copyright is not an inevitable, divine, 
or natural right that confers on authors the absolute ownership of 
their creations. It is designed rather to stimulate activity and progress 
in the arts for the intellectual enrichment of the public. This utilitar- 
ian goal is achieved by permitting authors to reap the rewards of their 
creative efforts. 

[C]opyright is intended to increase and not to impede the harvest of 
knowledge. . . . The rights conferred by copyright are designed to 
assure contributors to the store of knowledge a fair return for their 
labors. 

. . . [The Constitution's grant of copyrighi power to Congress] "is 
a means by which an important public purpose may be achieved. It 



In iu first two encounters with fair use, the Supreme Court split 4-4 and thus failed to 
resolve anything. See Williams & Wilklns Co. v. United Sutes, 420 U.S. 376 (1975); Columbia 
Broadcasting Sys. v. Loew's, Inc., 356 U.S. 43 (1958) The Court decided Sony by a 5-4 
majority, see Sony, 464 U.S. 4i7i and Nation by a 6-3 majority, see ^'QtioH, 471 U.S. 539. In 
New Era, the Second Circuit voted 7-5 to deny en banc review to alter the panel's dicU on 
fair use. Four judges joined in a concurring opinion, see New Era, 884 F id at 660 (Miner, J., 
concurring), and four in a dissenting opinion, see id. at 66] (Newman, J., dissenting). 
" See New Era, 873 F.jd 576; Saliniet, 81 z F.ad 90. 



I. The Goals of Copyright 
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is intended to ... Uvate the creative activity of autJiors and inventors 
by the provision of a special reward "The monopoly created 

by copyright thus rewards the individual author in order to benefit 
the public^'i^ 

The fundamental historic sources amply support the Supreme 
Court's explanation of the copyright objectives. The copyright clause 
of the Constitution, for example, evinces the same premises: "The 
Congress shall have Power . . . : To promote the Progress of Science 
and useful Arts, by securing for limited Times to Authors and Inven- 
tors the exclusive Right to their respective Writings and Discover- 
ies.***-' Several aspects of the text confirm its utilitarian purpose. 
First is its express statement of purpose: **To promote the Progress of 
Science and useful Arts . ..." By lumping together authors and 
inventors, writings and discoveries, the text suggests tne rough equiv- 
alence of those two activities. In the framers' view, authors possessed 
no better claim than inventors. The clause also clearly implies that 
the "exclusive righf" of authors and inventors "to their respective 
Writings and Discoveries" exists only by virtue of statutory enact- 
ment. Finally, that the right may be conferred only "for limited 
times" confirms that it was not seen as an absolute or moral right, 
inherent in natural law. The time limit considered appropriate in 
those days was relatively brief — a once-renewable fourteen-year 
term.*^ 

A similar utilitarian message is found in the original British copy- 
right slatutc, the Statute of Anne of 1709.*^ Its caption declares that 



I' Nation, 471 U.S. at 545-46 (citation omitted) (quotirt Sony, 464 U.S. at 429; and id. at 
477 (B)ackmun. J., dissenting)) In numerous prior decisions, the Supreme Court has explained 
copyright in similar terms. See Twentieth Century Music Corp. v. Aiken, 422 U S. 151, 156 
(«975) rCreat: -e work is to be encouraged and rewarded, but private motivation must ultimately 
serve the cause of promoting broad public availability of literature, music, and the other 
arts. . . . When technological change has rendered iU literal terms ambiguous, the Copyright 
Act must be construed in light of this basic purpose.**); Mazer v. Stein, .^47 U.S. 201, a 19 (1954); 
Fox Film Co.p. v. Doyal, 286 U.S. 123, 127 Uwl 

" U.S. CONST, art. I, i 8, cl. 8. 
In The Federalist No. 43, Madison observes: "The utility of [the power conferred by the 
patent and copyright clause) will scarcely be questioned. ... The public good fully coincides 
in both cases with the claims of individuals." THE F£:deralist No. 43. 186 (J. Madison) 
(C. Beard ed. 1959) 

»5 "That Congress, in passing the Act of 1790, did not legislate in reference to existing rights, 
appears clear .... Congress, then, by Ihis act, instead of sanctioning an existing right 
created it." Wh^aton v Peters, 33 U S. (8 Pet.) 591, 661 (1834). 

Act of May 31, 1790, i$t Cong., 2d Sess., i Sta\ 124. See Utman's The Copyright 
Law 6 (W. Patry 6th ed. 1986). The original copyright term wa'i but a tiny fraction of the 
duration of protection under the new 1976 Act — extending 50 yfars after death — which, in 
the case of youthful letters of an octogenarian, could easily exceed icx> years. See 17 U.S.C. 
t 302(a) (19H2). 

Act for the Encouragement of Learning, 1709, 8 Anne, ch. 19. 



114 



1990] FAIR USE IT09 

this is "An Act for the Encouragement of Learning, by vesting the 
Copies of printed Books in the Authors . , , during the Times therein 
mentioned. ''^^ The preamble declares the statute's purpose to be **for 
the Encouragement of Learned Men to compose and write useful 
Books."*' Elaborating the justification, the preamble exhibits a prev- 
alent concern for the financial entitlements of authorship by noting 
that the practice of pirated publication without the author's consent 
"too often [causes] the Ruin of [Authors] and their Families. "^^ 

The copyright law embodies a recognition that creative intellectual 
activity is vital to the well-being of society. It is a pragmatic measure 
by which society confers monopoly-exploitation benefits for a limited 
duration on authors and artists (as it does for inventors), in order to 
obtain for itselt the intellectual and practical enrichment that results 
from creative endeavors. 

If copyright protection is necessary to achieve this goal, then why 
allow fair use? Notwithstanding the need for monopoly protection of 
intellectual creators to stimulate creativity and authorship, excessively 
broad protection would stifle, rather than advance, the objective. 

First, all intellectual creative activity is in part derivative. There 
is no such thing as a wholly original thought or invention. Each 
advance stands on building blocks fashioned by prior thinkers. Sec- 
ond, important areas of intellectual activity are explicitly referential. 
Philosophy, criticism, history, and even the natural sciences require 
continuous reexamination of yesterday's theses. 

Monopoly protection of intellectual property that impeded refer- 
ential analysis and the development of new ideas out of old would 
strangle the creative process. Three judicially created copyright doc- 
trines have addressed this problem: first, the rule that the copyright 
does not protect ideasy but only the manner of expression;^^ second, 
the rule that facts are not within the copyright protection, notwith- 
standing the labor expended by the original author in uncovering 



Id, The duration wa5 the once-renewable fourteen yeAr term later adopted for the United 
States in the 1790 enactment. Set supra text L.companyjng note 16. 
''Act for the Encouragement of Learning, 1709, 8 Anne, ch. 19. 

^0 Id 

See Chafee, Re/iections on the Law of Copyriiht, 45 Coli'M. L. Rev. 503, 51 f (1945), 
"The world goes ahead becauae each of us builds on the work of our predccfssors. 'A dwarf 
standing on the shoulders of a giant can see farther than the giant himself.' Progress would be 
stifled i' the author had a complete monopoly of everything in his book . . . ,* Id. 

"5ee Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 547 (1985); New 
York Times Co. v. United States, 403 U.S. 7J3. 73»6 n.* (1971) (Brennrin, J., concurring); Pfeter 
Pan Fabrics, Inc. v. Martin Weiner Corp., i74 F.ad 487, 489 (ad Cit. i960) {L. Haixl, J.); 
Sheldon v. Metro-Goldwyn Pictures Corp., 81 F.ad 49, 54 (ad Cir. 1936) (L. Hand, J.); Nichols 
V Universal Pictures Corp., 45 F ad »»9, lai (ad Cir. 1930) (L. Hand, J.); 17 U.S.C. i loa(b) 

(19^3). 
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them;^^ and finally, the fair use doctrine, which protects secondary 
creativity as a legitimate concern of the copyright. 



II. The Nature and Contours of Fair Use 

The doctrine of fair use limits the scope of the copyright monopoly 
in furtherance of its utilitarian objective. As Lord Ellenboro^ugh ex- 
plained in an early dictum, "(WJhile I shall think myself bound to 
secure every man in the enjoyment of his copyright, one must not put 
manacles upon science. Thus, the introductory language of our 
statute explains that fair use may be made for gtjnerally educational 
or illuminating purposes "such as criticism, comment, news reporting, 
teaching . . . scholarship, or research. "^^ 

Fair use should not be considered a bizarre, occasionally tolerated 
departure from the grand conception of the copyright monopoly. To 
the contrary, it is a necessary part 0^ the overall design. Although no 
simple definition of fair use can be fashioned, and inevitably disagree- 
ment will arise over individual applications, recognition of the func- 
tion of fair use as integral to cop3a'ight's objectives leads to a coherent 
and useful set of principles. Briefly stated, the use must be of a 
character that serves the copyright objective of stimulating productive 
thought and public instruction without excessively diminishing the 
incentives for creativity. One must assess each of the issues that arise 
in considering a fair use defense in the light of the governing purpose 
of copyright law, 

A. The Statutory Factors 

Following Story's articulation, the statute lists four pertinent "fac- 
tors to be considered" "in determining whether the use made of a 
work in any particular case is a fair use.**^^ Thciy are, in summary, 
the purpose and character of the use, the nature of the copyrighted 
work, the quantity and importance of the materia! used, and the ei^^^ct 
of the use upon the potential market or value of the copyrighted 
work.^^ Each factor directs attention to a different facet of the prob- 
lem. The factors do not represent a score card that promises victory 
to the winner of the majority. Rather, they direct courts to examine 
the issue from every pertinent corner and to ask in each case whether. 



"5rf Hoehling v, Universal City Studios, Inc., 618 F ad 972, 974 (3d Cir ), cert, denied, 
449 U.S. 841 (19^). 

^*Cary v. Kearslcy, 170 Eng Rep. 679, 681, 4 Esp. 168, 170(1803). 
'5 17 U.S.C. * 107 (i9«2). 
Id. 

See id. 
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and how powerfully, a finding of fair use would serve or disserve the 
objectives of the copyright. 

/. Factor One — The Purpose and Chararter of the Secondary 
Use. — Factor One's direction that we "considerQ , , . the purpose 
and character of the use""^^ raises the question of justification. Does 
the use fulfill the objective of copyright law to stimulate creativity for 
public illumination? This question is vitally important to the fair use 
inquiry, and lies at the heart of the fair user's case. Recent judicial 
opinions have not sufficiently recognized its importance. 

In analyzing a fair use defense, it is not sufficient simply to con- 
clude whether or not justification exists. The question remains how 
powerful, or persuasive, is the justification, because the court must 
weigh the strength of the secondary user's justification against factors 
favoring the copyright owner. 

I believe the answer to the question of justification turns primarily 
on whether, and to what extent, the challenged use is transformative. 
The use must be productive and must employ the quoted matter in a 
different manner or for a different purpose from the original. A 
quotation of copyrighted material that merely repackages or repub- 
lishes the original is unlikely to pass the test; in Justice Story's words, 
it would merely '^supersede the objects" of the original.^^ If, on the 
otner hand, the secondary use adds value to the original — if the 
quoted matter is used as raw material, transformed in the creation of 
new information, new aesthetics, new insights and understandings — 
this is the very type of activity that the fair use doctrine intends to 
protect for the enrichment of society.^* 

Transformative uses may include criticizing the quoted work, ex- 
posing the cha'^acter of the original author, proving a fact, or sum- 
marizing an iu^a argued in the original in order to defend or rebut it. 
They also may include parody, symbolism, aesthetic declarations, and 
innumerable othe** uses. 

The existence of any identifiable transformative objective does not, 
however, guarantee success in claiming fair use. The transformative 
justification must overcome factors favoring the copyright owner. A 
biographer or critic of a writer may contend that unlimited quotation 
enriches the portrait or justifies the criticism. The creator of a deriv- 
ative work based on the original creation of another may claim ab- 



i^See id. i io7(t). 

"5ff Cary v. Kfarsley, iyo Eng. Rep. 679, 68i~8j, 4 Esp 168, 170-7J (1802). In Sony 
Corp. of America v. UniversaJ City Studios, Inc., 464 U.S. 417 O984), the dissenters approved 
this ipproach, see id. at 480 (Blackmun, J., dissenting), but the majority of the Supreme Court 
roected it, see 464 U.S. at 44^1- 

^See Folsom v Marsh, 9 F. Cas. 342. (CCD. Mass. 1841) (No. 4901). 

J' Bui ef. Fisher, ReconsiruciiHi the Fair Use Doctrine, loj Harv. L. Rjev. 1659, i76f*>^9 
(1988) (using the term "transformative"* in a somewhat different sense). 
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solute entitlement because of the transformation. Nonetheless, exten- 
sive takings may impinge on creative incentives. And the secondary 
user's claim under the first factor is weakened to tiie extent that her 
takings exceed the asserted justification. The justification will likely 
be outweighed if the takings are excessive aiid other factors favor the 
copyright owner. 

The importance of a transformative use was stressed in the early 
decisions, which often related to abridgements. For example, Gyles 
V, Wilcox^^ in 1740 stated: 

Where books are colourably shortened only, they arc undoubtedly 
infringement within the meaning of the [Statute of Anne] .... 

But this must not be carried so far as to restrain persons from 
making a real and fair abridgment, for abridgments may with great 
propriety be called a new book, because ... the invention, learning, 
and judgment of the [secondary] author is shewn in them . . , .^^ 

In the United States in 1841, Justice Story wrote in Folsom: 

[NJo one can doubt that a reviewer may fairly cite [quote] largely 
from the original work, if ... [its design be] . . . criticism. On the 
other hand, it is as clear, that if he thus [quotes] the most important 
parts of the work, with a view, not to criticise, but to supersede i je 
use of the original work, [infringement will be found].^^ 

Courts must consider the question of fair use for each challenged 
passage and not merely for the secondary work overall. This detailed 
inquiry is particularly important in insta;. s of a biographical or 
historical work that quotes numerous passages from letters, diaries, 
or published writings of the subject of the study. Simply to appraise 
the overall character of the challenged work tells little about whether 
the various quotations of the original author's writings have a fair use 
purpose or merely supersede. For example, in the recent cases of 
biographies of Igor Stravinsky^^ ^md J,D, Salinger,^^ although each 
biography overall served a useful, educational^ and instructive purpose 
that tended to favor the defendant, some quotations from the writings 
of Stravinsky and Salinger were not justified by a strong transfor- 
mative secondary objective. The biographers took dazzling passages 
of the original writing because they made good reading, not because 
such quotation was vital to demonstrate an objective of the biogra- 
phers* These were takings of protected expression without sufficient 
transformative justification. 



a6 Eng. Rep. 489, j Atk. 141 (1740) (No. 130). 

M. tt 490, 2 Atk. At 143. 
w 9 y Cas. al 344-45 

See Craft v. Kobler, 667 F Supp. 120 (S.D.N. V. 19*7). 
^ See S«ll.ir«r v. RawJom House, Inc., 650 F. Supp. 413 (S.D.N. V. iqS6), rev'd, 811 F.jd 
90 (3d Cir.), ceri denied, 4^ U.S. 890 (19S7). 
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I confess to some error in Salinger's case. Although the majority 
of the biographer's takings were of unprotected fycts or ideas and 
some displayed transformative value in sketching the character por- 
trait, other takings of highly expressive material exhibited minimal 
creative, transformative justification. My finding of fair use was based 
primarily on the overall instructive character of the biography, I failed 
to rccoKnizc that the nontransformative takings provided a weak basis 
for claiming the benefits of the doctrine and that, unless attention 
were focused on the individual passages, a favorable appraisal of the 
constructive purpose of the overall work could conceal unjustified 
takings of protected expression. The converse can also be true: a low 
estimation of the overall merit of the secondary work can lead to a 
finding for the copyright owner in spite of a well-justified, transfor- 
mative use of the particular quotation that should justify a favorable 
finding under the first factor. 

Although repentantly agreeing with Judge Newman's finding of 
infringement in at least some of the challenged passages, I respectfully 
disagree with his reasoning, which I contend failed to recognize the 
need for quotation as a tool of accurate historical method. His opinion 
suggested a far-reaching rule — that unpublished matter is off-limit3 
to tlie secondary user, regardless of justification. ^^[Unpublished] 
works normally enjoy complete protection against copying any pro- 
tected expression, '•^^ 

The Second Circuit^s New Era opinion carried this suggestion 
further.-^* In New Era^ unlike Salinger^ various persuasive justifica- 
tions were proffered as to why quotation was necessary to accomplish 
the biographcr^s objective. For <*xample, the biographer sought to 
support a portrait of his subject s a liar by showing he had lied; as 
a bigot by showing he had made bigoted pronouncem^^^xts; as pompous 
ftnd self-important by quoting self-important statements. The biog- 
rapher similarly used quotations to show cruelty, paranoia, aggres- 
siveness, scheming, These are points which often cannot be fairly 



J' Salinger, Hit V 2(\ at 97 

" See New tra Publications Int*l v. Henry Holt & Co., 873 F.jd 576 {id Cir. 1^89). 

J'5ff New Era Publications Inti v. Henry Holt & Co., 695 F. Supp. 1493, 1508-19 
(S.D N Y. i<iH^h <{ff'd on other trounds, F. id 576 (ad Cir. 1989). The district court opinion 
found approximately twt iUy categories of justifications under the first factor. Personal qualHies 
of lh< subject that the biographer sought to demonstrate through quotations included dishonesty, 
boi»tfuln«*!i. pomposity, pretension, paranoia, snobbery, bigc.ry, dislike of Asians and of the 
Orient, crtjelly, disloyalty, aggressiveness, vicious scheming Uctics, cynicism, and mental de- 
rangement. Other uses included the exposition of a false m>1hology built up around the personage 
c( L. Ron Hubbard, of his self-image as revealed in early diaries, and of his teenage writing 
ityle. Some pa.ssages were quoted to ensure an accurate rendition of an idea. 

Early drafts of this Commentary included .umples of these quoUtions to illustrate the point 
beff argued about fair use justifications under the fini factor. I believed that such quotation 
In a law revnew article to further the discussion of a disputed point of law would be a fair use. 
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demonstrated without quotation, The Second Circuit's majority opin- 
ion rejected the pertinence of even considering the necessity of quo- 
tation of unpublished matter to communicate such assessments. Citing 
Salinger, it reasserted that **(unpublished] works normally enjoy com- 
plete protection."^ 

I believe the Salinger/New Era position accords insufficient rec- 
ognition to the value of accurate quotation as a necessary tool of the 
historian or journalist. The biographer who quotes his subject is 
characterized as a parasite or free rider. If he copies "more than 
minimal amounts , . , he deserves to be enjoined."^* Nor does this 
restriction "interfere , . . with the process of , , , history^"* the Salinger 
opinion insists, because "[t]he facts may be reported^^^ without risk 
of infringement. Can it be seriously disputed that history, biography, 
and journalism benefit from accurate quotation of source documents, 
in preference to a rewriting of the facts, always subject to the risk 
that the historian alters the "facts'* in rewriting them?^^ 

As to ideas, the analysis is similar. If the secondary writer has 
legitimate justification to repoit the original author s idea, whether for 
criticism or as a part of a portrait of the subject, she is surely per- 
mitted to set it forth accurately. Can ideas be correctly reported, 
discussed, or challenged if the commentator is obliged to express the 
idea in her own different words? Thz subject will, of course, reply, 
"That's not what I said," Such a requirement would sacrifice clarity, 
much as a requirement that judges, in passing on the applicability of 
a statute or contract, describe its provisions in their own words rather 
than quoting it directly. 



Reconsideration of the standards declared by the court of appeals in Salitif^er and Sew Era 
suggests that no such tolerance exists. I have accordingly deleted »he illustrative quoUtions. 
Interested readers are referred to the district court opinion, which sets forth numerous examples. 
^New Era, S73 F 'd at 583. 

Salinger, 811 F id at 96; see also Sew Era, 873 F-^t* at 584. 

Salinier, 811 F ad at 100 (emphasis added). 

Sometimes, 'u\ the permitted exercise of reporting the facts that are ^t forth in a letter, a 
historical writer will inevitably use similar (or Identical) language, especially if the original 
conveyed the fact by simple direct aiscrlion. Consider a biographer whose information about 
her subject comes largely from letUrs. One such letter reported to an old college friend, "In 
July I married Lynn Jones, from San FranciKo. We have rented a house on the beach in 
Malibu and spend most p' our free time sunbathing." The biographer, seeking to report these 
facts writes, "We learn from X's letter to a college friend that in July 1953 he married a San 
Franciscan named Lynn Jones, that they rented a house on the beach in Malibu and spent most 
of their free time sunbathing." (This example parallels many instances raistid by Salinter ) Is 
this infringement? Notwithstanding virtually identical language, 1 conicnd it is not. Where the 
secondary writer's purpose is to report the facts revealed in the original, and not lo appropriate 
the personal expressive style of »Se original, she is surely not required a^ the Second Circuit's 
SaiiHier opinion seems to suggest, see Sali>„fr, 811 F.jcl at 96-97 — to bctW refuge m altered 
language merely to avoid us % the same words as the original Where a simple dirutt stati-meril 
of the facts calls for use of the oriniiial language, the need to report the fad jubiihes such use 
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Is it not clear, furthermore, as Chief Judge Oakes' separate opinion 
in New Era recognized,^^ that at times the subject's very words are 
the facts calling for comment? If a newspaper wishes to report that 
last year a political candidate wrote a personal letter demeaning a 
race or religion, or proclaiming ideaJs directly contrary to those now 
stated in his campaign speeches, how can it fairly do this without 
quotation from the letter? If a biographer wished to show that her 
subject was cruel, jealous, vain, or crazy, can we seriously contend 
she should be limited to giving the reader those adjectives, while 
withholding the words that support the conclusion? How then may 
the reader judge whether to accept the biographer's characterization? 

The problem was amusingly illustrated in the fall-out of Salinger. 
After the decision, the biographer rewrote his book, this time without 
quotations. Resorting to adjectives, he described certain of Salinger's 
youthful letters as "self-promoting . . . boastful"^^ and **buzzing with 
self-adrairation."^^ A reviewer, who had access to the letters, dis- 
agreed and proclaimed that the letters were in fact **exuberant, self- 
deprecating an charged with hope.^^^ Where does that leave the 
reader? What should the reader believe? Does this battle of adjectives 
serve knowledge and the progress of the arts better than allowing 
readers to judge for themselves by reading revelatory extracts? 

The Second Circuit appears divided over these propositions. After 
the split vote of the original New Era panel, rehearing en banc was 
narrowly defeated by a vote of 7-5.^^ Judge Newman, joined by 
three colleagues, argued that rehearing en banc was warranted "to 
avoid misunderstanding on the pan of authors and publishers ... — 
misunderstanding that risks deterring them from entirely lawful writ- 
ings in the fields of scholarly research, biography, and journalism.**^' 
His opinion recognized that "even as to unpublished writings, the 
doctrine of fair use permits some modest copying of an author's ex- 
pression . . . where . . . necessary fairly and accurately to report a 
fact set forth in the author's writings. *'^^ In this discussion. Judge 
Newman retreated substantially from his position expressed in Sal- 
inger of normally complete protection.^' 



** Sfe Sew EtOi 873 F.2H at 592 (OakfS, C J., concurring) 
« I Hamilton, In Search of J.D Salinger $\ (19S8). 
Id at 56 

Richler, Rises at Oawtt, Writes, Then Retires, N.V. Times, June s, 1988, (Book Review) 
5 7, tt 7. 

See New Fra Publications Inti v. Henry Holt & Co., 884 F.ad 659, 66j (ad Cir 1989) 
(Newman, J., dissenting). 
Id. 

In an illuminating article to be published in the next edition of the Joumat of the Copyright 
Society, see Newman, Xot the find of History: The Second Circuit Struates with Fuir Vse, 
37 J. Copyright Soc*y i (J990), Judge Newmnn subsUntially cliurifiet the iwuc. He now 
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Quoting is not necessarily stealing. Quotation can be vital to the 
fulfillment of the public-enriching goals of copyright law. The first 
fair use factor calls for a careful evaluation whether the particular 
quotation is of the transformative type that advances knowledge and 
the progress of the arts or whether it merely repackages, free riding 
on another's creations. If a quotation of copyrighted matter reveals 
no transformative purpose, fair use should perhaps be rejected without 
further inquiry into the other factors.*^^ Factor One is the soul of fair 
use. A finding of justification under this factor seems indispensable 
to a fair use defense.^^ The strength of that justification must be 
weighed against the remaining factors, which focus on the incentives 
and entitlements of the copyright owner. 

2. Factor Two — The Nature of the Copyrighted Work, — The 
nature of the copyrighted work is a factor that has been only super- 
ficially discussed and little understood. Like the third and fourth 
factors, it concerns itself with protecting the incentives of authorship. 
It implies that certain types of copyrighted material are more amenable 
to fair use than others. 

Copyright protection is available to very disparate categories of 
writings. If it be of original authorship, not copied from someone 
else, and recorded in a fixed medium, it is protected by the copy- 
right. Thus, the great American novel, a report prepared as a duty 
of employment, a shopping list, or a loanshark's note on a debtor's 



espouses the propriety of such quotation in linnittd quantity when necessary to demonstrate 
facts. After my changes of position and his, the gulf between us in Salinj^fr has significantly 
narrowed. Stc i^fra note 1 ig and accompanying text. 

" Nonetheless, every trivial taking of copyrighted material ilut fajl.s to demonstrate a 
compelling justification is not necessarily an infringement Because copyright is a pragmatic 
doctrine concerned ultimately with public benefit, under the de minimis rule negligible takings 
will not support a cau."<e of action The justifications of the de minimis exemption, however, 
are quite different from those sanctioning fair use They should not be confused. See, f.j., 
Funkhouser v. Loew's, Inc., 20« F.ad 185 (8th Cir. 1953). ceri. denied, 348 U S. 843 (1954); 
Suid V. Newsweek Magazine, 503 F Supp. 146. M8 (D.D.C. iqHo); McMahon v. Prentice- 
Hail, Inc., 486 F. Supp. IJ96, 1303 (E D Mo 1980); Greenbic v Noble, 151 F. Supp. 45. 70 
(S.D.N. Y. 1957); Rokeach v. Avco Embassy Pictures Corp , 197 U S P Q (BNA) 155 (S D N,Y. 
1978). 

5J The interpreUtion cf the first factor is complicated by the mention in the statute of a 
distinction based on *'whethei ^jch use is of a commercial nature or is for nonprofit educational 
purposes." 17 U.S.C. \ 107(1) (19^2) One should not exaggerate the importance of this 
distinction. It is not suggested in any res()Onsible opinion or commentary thai by reason of this 
clause all educational uses are permitted while profitmaking uses are not Surely the statute 
does not imply that a university press may pirate whatever texts it chooses. Noi can it mean 
thai books produced by a commercial publisher are exdiidcd from eligibility for fair use A 
historian is not barred from making fair use merely 'because sht* will receive royalty compen- 
sation. This clause, therefore, does not establish a clear ilistinction between permittc<i and 
forbidden users. Perhaps at the extremes of commercialism, sui h as advertising, the statute 
provides little tolerance for claims of fair use. 

5<6'fe 17 U.S.C i lOi(a) (i98'i). 
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door saying "Pay me by Friday or m break your goddamn arms** are 
all protected by the copyright. 

In the early history of copyright, British courts debated whether 
letters written for private communication should receive any protec- 
tion at all from the Statute of Anne.^^ The question was soon satis- 
factorily settled in favor of protection, and I do not seek to reopen it. 
I do not argue that writings prepared for private motives should be 
denied copyright protection. In the unlikely event of the publication 
of the Collected Shopping Lists (or Extortion Notes) of a Renowned 
Personage, of course only the author should enjoy t^^ author's rights. 
When it comes to making fair use, however, there \ a meaningful 
difference between writings conceived as artistic or instructive cre- 
ation, made in contemplation of publication, and documents written 
for a private purpose, as a message or memo, never intended for 
publication. One is at the heart of the purpose of copyright — the 
stimulation of creative endeavor for the public edification. The others 
are, at best, incidental beneficiaries. Thus, the second factor should 
favor the original creator more heavily in the case of a work (including 
superseded drafts) created for publication, than in the case of n doc- 
ument written for reasons havmg nothing to do with the objectives 
of copyright law. 

The statutory articulation of this factor derives from Justice Story's 
mention in Folsom of the "value of the materials use'*.'^^ Justice 
Story's word choice is more communicative than our statute's **nature 
of," as it suggests that some protected matter is more "valued*^ under 
copyright law than others. This should not be seen as an invitation 
to judges to pass on literary quality, but rather to consider whether 
the protected writing is of the creative or instructive type that the 
copyright laws value and seek to foster. 

The Nation^ Salinger^ and New Era opinions discussed the second 
factor solely in terms of whether the copyrighted work was published 
or unpublished. The Nation opinion observed that the unpublished 
status of a copyrighted work is a critical element of its nature and a 



The latter examples of writing are not ordinarily considered "work,* the terra used in 
Factor Two. 

56 Although Pope v. Curl, 26 Eng. Rep. 6ofi, 2 Atk. 342 (»74i). answered in the affirmative 
soon after the passage of the Statute of Anne, Perceval v. Phipps, 35 Eng. Rep. 335, 3 Ves. & 
Bea. /9 ((S13), suggested the contrary: 

[TJhough the Form of familiar Letters might not prevent their approaching the Charactet 
of a literary Work, every private Letter upon any Subject, to any Person, U not to be 
described as a literary Work, to be protected upon the Principle of Copyright. The 
ordinary Use of Correspondence by Letters is to carry on the Intercourse of Life between 
Persons at a Distance from each other, in the Prosecution of Commercial, or other, 
Busines:; which it would be very extraordinary to describe as a literary Work, in which 
the Writers have a Copyright. 

Id. at 2i9, 2 Ves. & Bea. at 28. 

" Folsom v. Marsh, 9 F Cas 342i 344 (CCD. Mass. 1841) (No. 4901). 
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"factor tending to negate the defense of fair use";^^ "the scope of fair 
use is narrower with respect to unpublished works."^' 

The Second Circuit in Salinger and New Era extended this prin- 
ciple. As interpreted in Salinger^ the Supreme Courtis discussion 
"conveys the idea that [unpublished] works normally enjoy compete 
protection against copying any protected expression. However ex- 
treme this formulation may be, the word "normally" suggests that in 
the unusual instance fair use may be made of unpublished matter 
New Era, however, rejected fair use even when necessary for accurate 
presentation of a fact; the court thus created an apparently insur- 
mountable obstacle to the fair use of unpublished matter. Under the 
Salinge^lNew Era view, the unpublished nature of a quoted document 
trumps al? other considerations. 

The Supreme Court and the Second Circuit justify these positions 
by the original author's interest in controlling the circumstances of the 
first public revelation of his work^> and his right, if he so chooses, 
not to publish at all" These are indeed legitimate concerns of copy- 
right law. An author who prefers not to publish a work, or wishes 
to make aesthetic choices about its first public revelation, will gener- 
ally have the legal right to enforce these wishes. Due recognition 
of these rights, however, in no way implies an absolute power to bar 
all quotation, regardless of how persuasive the justification. 

A ban on fair use of unpublished documents establishes a new 
despotic potentate in the politics of intellectual life — the "widow 
censor." A historian who wishes to quote personal papers of deceased 
public figures now must satisfy heirs and executors for fifty years after 
the subject's death. V en writers ask permission, the answer will be, 
"Show me what you write. Then we'll talk about permission." If the 
manuscript does not exude pure admiration, permission will be de- 
nied. 

The second factor should not turn solely, nor even primarily, on 
the published/unpublished dichotomy. At issue is the advancement of 
the' utilitarian goal of copyright — to stimulate authorship for the 



5» Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S, 539. 564 
" Id. at 551- 

60 Salinger v. Random House, Inc., 811 F.jd 90, 97 (^d Cir.), (trl. denied, 484 ^ S. 890 
(1987)- 

Stc Nation, 471 US. at 552~S5- 
" 5ff id. at 559 

^^See id. at ss^i n U S.C. 5 106(3) 098a> 

w Counsel to a major publisher advised me that the majority of nonfiction books in publi- 
cation today present legal problems that did not exist prior to the Sahnier opinion. Telephone 
conversation with Harriette Dor.sen, couhsel of Bantam.-Doubleday-Dell Publishing (Dec. 1989!; 
see also Kaplan, The End of History?, NEWSWEEK, Dtc 25, 1989. at 80 (discussing the hesitancy 
of publishers to publish books quoting from Uv. published sources). 
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public edification. Inquiry into the "nature" or **value" of the copy- 
righted work therefore determines whether the work is the type of 
material that copyright was designed to stimulate, and whether the 
secondary use proposed would interfere significantly with the original 
author's entitlements. Notwithstanding that nearly all writings may 
benefit from copyright, its central concern is for the protection of 
material conceived with a view to publication, not of private memos 
and confidential communications that its authors do not intend to 
share with the public. The law was not designed to encourage 
shoppers to make written shopping lists, executives to keep orderly 
appointment calendars, or lovers to write love letters. Certainly it 
was not to encourage the writing of extortion notes. To conclude that 
documents created for purposes outside the concerns of copyright law 
should receive more vigorous protection than the writings tliat copy- 
right law was conceived to protect is bizarre and contradictory. To 
suggest that simply because a written document is unpublished, fair 
use of that document is forbidden, or even disfavored^ has no logical 
support in the framework of copyright law. 

I do not argue that a writer of private documents has no legal 
entitlement to privacy.^ He may well have such an entitlement. The 
law of privacy, however, and not the law of copyright supplies such 
protection. Placing all unpublished private papers under lock and 
key, immune from any fair use, for periods of fifty to one hundred 
years, conflicts with the purposes of the copyright clause. Such a rule 
would use copyright to further secrecy and concealment instead of 
public illumination.^' 

I do not dispute that publication can be important in assessing the 
second factor. Publication for public edification is, after all, a central 
concern of copyright. Thus, a work intended for publication is a 
favored protectee of the copyright.^* A secondary use that imperils 



Set supTQ pp. iioS-io. 
SfC if\fro pp. 1119-30. 

Professor Weinreb argues it u "counterintuitive" that matter intended to be kept private 
should be more subject to exposure than what was created for others to see. Set Weinreb, 
fair'; Fair, 103 H/^MV. L. Rcv. 1137, 1145-46 (1990). Indeed, it is. For this reason, or>e who 
wishes to keep private matters secret possesses various legal remedies, including civil and 
criminal actions for trripass and conversion, u well as an action to enforce the right of privacy. 

My observations here in no way suggest that courts should deprive a person seeking privacy 
of legal remedies designed to protect privacy. ^ concern u solely with the und?r$iinding ot 
the copyright law — n body of law conceived to encourvje publication for the public edification. 
Construing its rules a^ more solicitous of an intention to conceal than to publish contravenes iU 
purposes. Set infm pp. 11J9-30. 

^ It was an anomaly of the original drafting that the literal terms of the Statute of Anne 
provided no pre-publication protection. It measured the limited period of protection as fourteen 
years running not from the time of authorship but from Ute date of publication. This problematic 
drafting formulation no doubt resulted from the fact that the antecedents of the Statute of Anne 
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the eventual publication of a creation en route undermines the copy- 
right objective. I therefore agree with the Supreme Court, on the 
particular facts of the Nation case, that the nature of the copyrighted 
work strongly favored its protection — but not merely because it was 
unpublished. In that case, the Nation, a weekly magazine of news 
and comment, published purloined extracts from the memoirs of for- 
mer President Gerald Ford, shortly prior to the scheduled appearance 
of the first authorized serialization in Time Magazine, Time then 
cancelled its plan to print the memoir and withheld payment of the 
balance of the license fee.^° The Supreme Court rejected the Nation*s 
claim that the newsworthiness of the President's memoir justified a 
finding of fair use7' 

The critical element was that President Ford's memoir was written 
for publication, and was on its way to publication at the time of the 
Nation's gun-jumping scoop. The Supreme Court emphasized that 
the Nation's scoop unreasonably diminished the rewards of author- 
ship.^^ The Court noted further that if the practice were tolerated on 
the grounds cf newsworthiness, it would discourage public figures 
from writing and publishing valuable memoirs." Read in context 
rather than excerpting isolated phrases, the Nation decision commu- 
nicates a concern for protection of unpublished works that were cre- 
ated for publication, or on their way to publication, and not for 
unpublished matter created for private ends and held in secrecy. 

It is not always eaisy to draw the distinction between works created 
for publication and notations or communications intended as private. 
A diary, memoir, or letter can be both — private in the first instance, 
but written in contemplation of possible eventual publication. In a 
sense, professional authors are writing either directly or indirectly for 
publication in their private memos and letters, as well as in their 
manuscripts. In private letters and notebooks, they practice the writ- 



were acts that conferref*. mono, ^ntini franchises upon printers under royal license. See 
B. Kaplan, An Un* urried View of Copyright 3-9 (1967); Latman's The Copyright 
Law, supra note 16, M j-4. 

Construing the st Uute in accordance with its literal terms would have left authors unprotected 
at the time of their i^reatest exposure to piracy — the time before the act of publication made 
public the author*.* entitJement to protection. Thus, an author who showed an unpublished 
manuscript to a frend. critic, or prospective publisher would have had no protection had the 
latter pirated the work and published it without authorization. The Britisli courU, however, 
cured the problem by construing the Statute to confer protection prior to publication. See Pope 
v. Curl, 26 Eng. Rep. 6o3, 2 Atk. 342 (1741). 

" Set Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 543 (198s). 

?o See id. 

" See id. at 569 

^2 See id at 554-55 
S€€ id. at 557' 
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er's craft, trying out ideas, images, metaphors, cadences, which may 
eventually be incorporated into published work.'^ 

The attempt to distinguish, for purposes of the second fair use 
factor, between work created for publication and other written matter 
should recognize thai the copyright objectives include a reasonable 
solicitude for the ability of the author to practice the craft in the 
privacy of the laboratory. A critique of an author's writing based 
solely on rough drafts that the author had superseded might well be 
an unreasonable intrusion^^ 

On the other hand, notwithstanding the highly protected status of 
a draft, the privacy of the laboratory should yield in some situations. 
Assume the following hypothetical cases: 

(1) An author's first novel is greeted with critical acclaim for its elegant 
style and masterful command of the language. A skeptical critic 
undertakes to show that the author is a literary fraud, the creation of 
a talented and unscrupulous editor. In support, \h€ critic quotes brief 
excerpts from the author's very different original manuscript, revealing 
a grammatical ignorance and stylistic awkwardness she contends could 
not conceivably have come from the same pen as the elegant pulilished 
version. The author sues to enjoin publication of the review. 

(2) Author A publicly accuses Author B of plagiarism; A claims that 
B's recently published book steals a metaphor from a letter A wrote 
to B denies the charge and asseils that his first draft, written 
before he received A^s letter, included the same language. The critic 
quotes from B's first draft, disproving B*s defense by showing that 
the metaphor was not yet present. 

Both exan-ples seem convincing cases of fair use, in which the critic's 
productive and transformative justification would take precedence 
over the author's interest in maintaining the privacy of the unpub- 
lished draft. 



A recent Stw Yitrker cartoon by David Jacobson inrtagincs Jant^es Joyce's to do list posted 
on his refrigerator. It reads; 
TO DO: 

1. Call Bank. 

2. Dry Cleaner. 

3. Forge in the smithy of my soul the uncreated conscience of my race. 

4. Call Mom. 

New Yorker, Sept. 35, 1989, at icx>. 

Professor Fisher suggesU a per se rule barrir^g fair use of material that the original author 
considered unfinished, on the grounds of injury to the creative process resulting from premature 
divulgence and absence of benefit. His discuvsion assumes, however, that the original author's 
work was created, and is destined, for publication His reasoning does not apply to a biogra- 
pher's quotation of an unfinished and abandoned love letter, an extortion demand, or a shopping 
lijt. See Fisher, supra note 31, at 1780. 

I therefore question the validity of Chief Judge Oakcs' mtcrprcUlion of Sa/mger In his 
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In summar>, several principles emerge from considering the second 
factor in light of the copyright objectives: this factor concerns the 
protection of the reasonable expectations of one who engages in the 
kinds of creation/authorship that the copyright seeks to encourage. 
Thus, a text, including drafts, created for publication, or on its way 
to publication, presents a far stronger case for protection against fair 
use than matter written exclusively for private purposes. The more 
the copyrighted matter is at the center of the protected concerns of 
the copyright law, the more the other factors, including justification, 
must favor the secondary user in order to earn a fair use finding. 
The fact that a document is unpublished should be of small relevance 
unless it was created for or is on its way to publication,^^ If, on the 
other hand, the writing is on its way to publication, and premature 
secondary use would interfere significantly with the author's incen- 
tives, its as yet unpublished status may argue powerfully against fair 
use Finally, this factor is but one of four — it is not a sufficient 
basis for ruling out fair use. There is no logical basis for making it 
determinative, as was effectively done in Salinger and New Era, 
Although the second factor implies a characterization of the protected 
work on a scale of copyright-protected values, no category of copy- 
righted material is either immune from use or completely without 
protection, Wholesale appropriation of the expressive language of a 
letter, without a transformative justification, should not qualify as fair 
use, even though the writer of the letter had never considered publi- 
cation. On the other hand, if a sufficient justification exists, and the 
quotations do not cause significant injury to the author's entitlements, 
courts may allow even quotations from an unpublished draft of a 
novel. 

J. Factor Three — Amount and Substantiality, — The third stat- 
utory factor instructs us to assess "the amount and substantiality of 
the portion used in relation to the copyrighted work as a whole, '^'^^ 
In general, the larger the volume (or the greater the importance) of 
what is taken, the greater the affront to the interests of the copyright 
owner, and the less likely that a taking will qualify as a fair use. 



opinion in .Wu' Era "quotation used merely to demonstrate writing style may not qualify for 

the fair use defenM' " New Kra F'ublications Int'l v. Henry Holt & Co., 873 F ad 576, 592 (7d 

Cir. ig89) (Oakes. C.J , concurring), 

^' William Fatry ha<^ expressed re^diriess, ba^ed on these arguments, to amend his previous 

t)osiliijns as oulliiK'd in Tmk Kair Usr PRlVlt.rCK IN COPYRIGHT Law, rited ulxiVt- in note j. 
I He) ( onfes.H'.'* to methanitally reciting the a''age "there is no fair use of unpuhli.shed 
workf;/' thereby failmg to adft^uately take int account the difftrcnt type^ of unpublished 
works and uses thereof -las well a«» io] m chanically recilling thai) harm is presuntcd 
whtT/ a prima facie case of infringcmeiU »ia< been made out" thereby inviting . . . 
0 corifu.>i()n helwet'ii substantive law arxd renu'dy . 

Kditor's Note, .^6 J Copyright Soc'y. note 3 (Apr 198^)- 
U.S.C. S I07U) 1198J) 
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This factor has further significance in its l)earing on two other factors. 
It plays a role in consideration of justification under the first factor 
(the purpose and character of the secondary use); and it can assist in 
the assessment of the likely impact on the market for the copyrighted 
work under the fourth factor (the effect on the market). 

As to the first factor, an important inquiry is whether the selection 
and quantity of the material taken are reasonable in relation to the 
purported justification. A solid transformative justification may exist 
for taking a few sentences that would not, however, justify a taking 
of larger quantities of material. 

In its relation to the market impact factor, the qualitative aspect 
of the third test — ^'substantiality'' — may be more important than 
the quantitative. In the case of President Ford's memoir, a taking of 
no more than 400 words constituting "*the heart of the book'"^^ caused 
cancellation of the first serialization contract — a serious impairment 
to the market for the book. As to the relationship of quantity to the 
market, presumptively, of course, the more taken the greater the likely 
impact on the copyright holder's market, and the more the factor 
favors the copyright holder. Too mechanical a rule, however, can be 
dangerously misleading. One can imagine secondary works that quote 
100% of the copyrighted work without affecting market potential. 
Consider, for example, a lengthy critical study analyzing the structure, 
symbolism and meaning, literary antecedents and influences of a single 
sonnet. Fragments dispersed throughout the work of criticism may 
well quote every word of the poem. Such quotation will not displace 
the market for the poem itself If there is strong justification and no 
adverse market impact, even so extensive a taking could be a fair 
use. 

Too rigid a notion of permissible quantity, furthermore, can sen- 
ouslj distort the inquiry for very short memos or communications. If 
a communication is sufficiently brief, any quotation will necessarily 
take most or all of it. Consider, for example, the extortion note 
discussed above. ^ A journalist or historian may have good reason to 
quote it in full, either for historical accuracy, to show the character 
of the writer, or to suggest its effect on the recipient. The copyright 
holder^ in seeking to enjoin publication, will arp:ue that the journalist 
has taken not only the heart but the whole of the protected work. 
There are three responses, which relate to the first, second, and fourtli 
factors. First, there may be a powerful justification for quotation of 
t!ic entiiety of a short note. Second, because the note was written for 
private motives and not for publication, quotation will not diminish 



Harpfr A Row. Publishers, Inc v Nation Enters.. 471 U S 539, 565 (19^5) (quoting 
HarjKT & Row, Publishers, Inc v Nation Enters., 557 F. Supp. 1067, 107a (S.D.N.V. 1983)). 
Scf nupxQ text accompanying note 55. 
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the inducement to authors to create works for the public benefit. 
Finally, because the note is most unlikely to be marketed as a work 
of its author, there is no effect on its market. Courts must then 
evaluate the significance of the amount and substantiality factor in 
relation to the copyright objectives; they must consider the justification 
for the secondary use and the realistic risk of injury to the entitlements 
of authorship. 

4. Factor Four — Effect on the Mayket, — The fourth factor 
addresses 'Uhe effect of the use upon the potential market for the 
copyrighted work."^^ In the Nation, the Supreme Court designated 
this "the single most important element of fair use."^^ The Court's 
recognition of the importance of this factor underlines, once again, 
that the copyright is not a n; tural right inherent in authorship. If it 
were, the impact on market values would be irrelevant; any unau- 
thorized taking would be obnoxious. The utilitarian concept under- 
lying the copyright promises authors the opportunity to realize rewards 
in order to encourage them to create. A secondary use that interferes 
excessively with an author's incentives subverts the aims of copyright. 
Hence the importance of the market factor. 

Although the market factor is significant, the Supreme Court has 
somewhat overstated its importance. When the secondary use does 
substantially interfere with the market for the copyrighted work, as 
was the case in Nation, this factor powerfully opposes a finding of 
fair use. But the inverse does not follow. The fact that the secondary 
use does not harm the market for the original gives no assurance that 
the secondary use is justified. Thus, notwithstanding the importance 
of the market factor, especially when the market is impaired by the 
secondary use, it should not overshadow the requirement of justifi< 
cation under the first factor, without which there can be no fair use. 

Kow much market impairment must there be to turn the fourth 
factor against the secondary user? By definition every fair use in- 
volves some loss of royalty revenue because the secondary user has 
not paid royalties. Therefore, if an insubstantial loss of revenue 



«^ 17 U.S.C. § 107(4) (1982)- 
Naiion, 471 U.S. at 566 

This reasoning a.ssun)cs lhal Ihc author cre.ilcd ihi* copvriKlili'd matter with the hope of 
generating reward.s It ha*, no bearing on materials written for personal reasons, independent 
of the hope of commanding a market. 

An unjustified taking that enhances the market for the copyrighted work is easy to imagine 
If. for example, a film director takes an unknown copyrighted lune for the score of a movie 
that becomes a hit, the composer may realise windfall from the aftcrmarket for his composition. 
Nonetheless, if the taking is unju.stitied under the first factor, it should be considered an 
infringement, regardless of the absence of market intpairment 

Hecause the fotirth factor frKUscs on the '"potrntinr market, see X at ion, 471 US. at 5^8 
(emphasis in origintd), {nrfiaps >iKh a case should k considered an impair n\ent. despite the 
bonanza. The taking of the lune for the muvie forecloses its eligibility for u.se in another film 

It does not necessarily follow that the fair use dm trine diminishes the revenues of copyright 
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turned the fourth factor in favor of the copyright holder, this factor 
would never weigh in favor of the secondary user. 86 And if we then 
gave serious deference to the proposition that it is "undoubtedly the 
single most important element of fair use,"*' fair use would become 
defunct. The market impairment should not turn the fourth factor 
unless It IS reasonably substanUal.ss When the injury to the copyright 
holder s potenual market would substantially impair the incenUve to 
create works for publication, the objectives of the copyright law re- 
quire that this factor weigh heavily against the secondary user. 

Not every type of market impairment opposes fair use. An adverse 
criticism impairs a book's market. A biography may impair the mar- 
ket for books by the subject if it exposes him as a fraud, or satisfies 
the public's interest in that person. Such market impairments are not 
relevant to the fair use determination. The fourth factor disfavors a 
finding of fair use only when the market is impaired because the 
quoted material serves the consumer as a substitute^' or, in Storv's 
words "supersede[s] the use of the original. "90 Only to that extent are 
the purposes of copyright implicated. 



B. Are There Additional Factors? 

I. False ^Factors. — The language of the Act suggests that there 
may be additional unnamed factors bearing on the quesUon of fair 
use." The more I have studied the question, the more I have come 
to conclude that the pertinent factors are those named in the statute 
Additional considerations that I and others have looked to are false 
factors that divert the inquiry from the goals of copyright. They may 
have bearing on the appropriate remedy, or on the availability of 



holders. If , royalty obligation atiached to every 5«cor,dary use, mar,y would simply forgo use 
01 the primary material in favor o' free substitutes. 
" Cf Fisher, supra note 31, at 1671-7J. 
Nation, 471 U.S. al 566. 

Although the Satinicr opinion .irknowlcd^al (hat (he biography "would not displace the 
market for the letters," it counted this factor In planitiff 's favor becau..o "some impairment 
of the market .eemled) likely." Salinger v Random House. !nc . 8m K ,d ,0 ao ('S a , 
art. rfen.Vrf, ,84 U.S. 890 (,987,. This potential impairment, furthermore, resulted not from 
the copj^ng of Sahngers words but fror, the readers' mistaken U-licf, basid on the biographer's 
se of phr^es such as "he wrote," "said Salinger," and "Salinger declares," that they h,J read 
Salinger s words. 5ee ,d. The A>«. Era opinion also awarded this factor to the plaintiff on a 
speculative assessmef.t of .light market impairment Sff \fU' Era. 873 F at s», I believe 
the criterion requires a more substantial injury. See Kish.r, supra note ti. at 1671-7, 
»'5ff .So/iifgef, 650 K, Supp, at ^35. 

« Kolsom V. Marsh, 9 F C.-,s. J42, ,45 (C C D M.iss 1841) (.No 4901) 

I, ir f '""'"^""^ ''•^'1 <h' fo"' fa^t"'» See 

7 U.^t. i 107 (198J). The terms 'including' and 'such as' arc illustrative and not limitative " 
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another cause of action to vindicate a wrong, but not on the fair use 
defense. 

(a) Good Faith. — In all areas of iaw, judges are tempted to rely 
on findings of good or bad faith to justify a decision. Such rea«' rim 
permits us to avoid rewarding morally questionable conduct. L 
ments our discretionary power. It provides us with an escape ) 
confronting questions that are difficult to understand. The temptation 
has been particularly strong in dealing with the difficult issue of fair 
use." This practice is, however, misguided. It .produces anomalies 
that conflict with the goals of copyright and adds to ^he confusion 
surrounding the doctrine. 

Copyright seeks to maximize the creation and publication cf so- 
cially useful material. Copyright is not a privilege reserved for the 
well-behaved. Copyright protection is not withheld from authors who 
lie, cheat, or steal to obtain their information. If they have stolen 
information; they may be prosecuted or sued civilly, but this has no 
bearing on the applicability of the copyright. Copyright is not a 
reward for goodness but a protection for the profits of activity that is 
useful to the public education. 

The same considerations govern fair use. The inquiry should focus 
not on the morality of the secondary user, but on whether her creation 
claiming the benefits of the doctrine is of the type that should receive 
those benefits. This decision is governed by the factors reviewed 
above — with a primary focus on whether the secondary use is 
productive and transformative and whether it causes excessive injury 
to the market for the original. No justification exists for adding a 
morality test. This is of course not an argument in favor of immo- 
rality. It favors only proper recognition of the scope and goals of a 
body of law. 

A secondary user, like an original author, may be liable to criminal 
prosecution, or to suit in tort, if she has stolen information or has 
committed fraud. Furthermore, if she has infringed upon a copyright, 
morally reprehensible conduct may influence the remedy, including 
the availability of both an injunction and additional damages for 
willfulness.'^ 

This false morality factor derives from two misunderstandings of 
early precedent. The first results from the use of words like "piracy" 
and the Latin phrase "animus furandi" in early decisions. In rejecting 
the defense of fair use, courts sometimes characterized the offending 
secondary work as having been written animo futandi (with intention 
of stealing). Although this characterization seemed to imply that fair 



« 5« Time Inc v. Bernard Gcis Assocs., 2i)i ¥ Supp. no, 146 iS.D.N.V. 1968); W. 
Patry, supra note at 121 

" Stt 17 U.S.C. S 504(cX2) (198J) (providing for additional damaRcs if a willful infringement 
is found) 
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use requires honest intentions, the courts reasoned in the opposite 
direction. The decisions did not explore the mental state of the sec- 
ondary user to determine whether fair use was shown. They examined 
the secondary text to determine whether it made a productive trans- 
formative use or merely restated the origins. . If they found no pro- 
ductive use justifying the taking, judges adorned the conclusion of 
infringement with words like piracy or animus furandL^ The mo- 
rality of the secondary user's conduct played no role in the decision. 
The irrelevance of the morality of the secor,, ^y user's conduct was 
underlined in decisions like Folsom v. Marsh,^^ There Justice Story 
emphasized not only the good faith and "meritorious labors^ of the 
defendants, but also the usefulness of their work. Finding no "bona 
fide abridgement**^ (what I have described as a transformative use), 
Justice Story nonetheless concluded with "regre*" that good faith could 
not save the secondary work from being "deemed in law a piracy. ''^^ 

A second misleading assumption is that fair use is a creature of 
equity. From this assumption it would follow that unclean hands 
and all other equitable considerations are pertintnt. Historically this 
notion is incorrect. Litigation under the Statute of Anne began in the 
law courts. 99 Although plaintiffs who sought injunctions could sue, 
and did, in the courts of equity,*^ which exercised parallel jurisdic- 
tion, the fair use doctrine did not arise out of equitable considerations. 
Fair use was a judge-made utilitarian limit on a statutory right. It 
balances the social benefit of a transformative secondary use against 
injury to the incentives of authorship. 

The temptation to determine fair use by reference to morality also 
can lead to examinr^tion of the conduct and intentions of the plaintiff 



See, e.g., Gary v. Kearsley, 170 Eng. Rep. 679, 4 Esp. 168 (1802); Jwrrold v. Houlston, 
69 Eng. Rep. i394» 1298, 3 K. & J. 708, 716-17 (1857); see also Marcus v. Rowley, 69s F,2Cl 
117:* M75 (9th Cir. 1983) nF]air u&e presupposes that the defendant hu acted fairly and in 
good faith . . . ."O; Iowa State Univ. Research Found., Inc. v. American Broadcasting Co., 621 
F.2d 57, 62 ^2d Cir. 1980) (noting the retevance of conduct to fair use). 

« 9 F. Cas. 342 (CCD. Mass. 1841) (No. 4901). 

^ !d. at 349. 

Id. at 345 i also Wihto! v. Crow. 309 F ad 777. 780 (8th Cir. 1962) (stating that a lack 
of intent to infringe does hot intitie a defendant to the protections of the fair u.se doctrine); 
keed V. Holliday, 19 F. 325. 3^7 (C.C.W.D. Pa. 1884) ("Intention ... is ... of no moment if 
infringement otherwise appears.**); Scott v. Stanford, 3 L.R.-Eq. 718, 723 (1867) (holding that 
the honest intentions of a defendant are immatenal if the resulting work infringes plaintiff's 
copyright). 

^ See, e.j^., Souy Corp. of Am. v. Universal City Studios, Inc. 464 U.S. 417, 448 (1984) 
(applying an "equiuhle rule of reason'*); see (Uso S. Rep. No. 473, 94th Cong , ist Scss. 62 
(1975) ("lS]ince the doctrine is an equitable rule of reason, no . . applicable definition is possible 
. . . ."); H.R. Rep. No. 1476, 94th Cong., 2d Sess. 65 (1976). 

^ See W. Patry, supra note 3. at 3-5 

'^.Sef, e.g., Dodsley v. Kinnersley, 27 Eng. Rep. 270 (1761) (seeking an injunction to 
prevent further publication of a novel abstract). 
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copyright holder in bringing the suit. The secondary user may contend 
that the copyright holder is disingenuously invoking copyright reme- 
dies as a device to suppress criticism or protect secrecy. Such 
considerations are also false leads. 

Like a proprietor of land or an oM'ner of contract rights, the 
copyright owner may sue to protect what he owns, regardless of his 
motivation. His rights, however, extend only to the limits of the 
copyright. As fair use is not an infringement, he has no power over 
it. Whether the secondary use is within the protection of the doctrine' 
depends on factors pertinent to the objectives of the copyright law 
and not on the morality or motives of either the secondary user or 
the copyright-owning plaintiff. 

(b) Artistic Integrity. — There are many who deplore our law*s 
failure to protect artistic integrity. French law enforces the concept 
of the droit moral d'artiste^ which covers among other things a right 
of paternity (the right to be acknowledged as author of the work), the 
right to preserve a work from mutilation or change, the right to 
withdraw or modify a work already made public, and the right to 
determine whether or not a work shall be published. 

Those who would adopt similar rules in Uniied States law seek a 
place for them in the copyright law, which is understandable in view 
of the absence of other niches. I do not oppose our adoption of such 
rights for artists. I do, however, oppose converting our copyright law, 
by a wave of a judicial magic wand, into an American droit moral. 
To do so would generate much unintended mischief. Our copyright 
law has developed over hundreds of years for a very different purpose 
and with rules and consequences that are incompatible with the droit 
moral. 

As the copyright privilege belongs not only to Ernest Hemingway 
but to anyone who has drafted an interoffice memo or dunning letter 
or designed a computer program, it would be preposterous to permit 
all of them to claim, as an incident to copyright, the right to public 
acknowledgement of authorship, the right to prevent publication, the 
right to modify a published work, and to prevent others from altering 
their work of art. If we wish to create such rights for the protection 
of artists, we should draft them carefully as a separate body of law, 
and appropriately define what is an artist and what is a work ji 



Set, e.g., Rosemont Enicrs.. Inc. v. Random House. Inc., 366 F 2d joj, 31 r (2d Cir 
1966) (Lumbard, C.J., concurring), (eri. denied, 385 U.S. icx)9 (1967); New Era Publications 
Im'l V. Henry Holt & Co . 695 F. Supp. 1493, 1526 (S.D.N. V. 1988), c^*d on other uroUMdi, 
873 F.2d 576 (2d Cir. 1989) 

See DaSilva. Droit Moral and the Amoral Copyrifht, 38 Bull. Copyright Soc'y i, 3- 
<, (1980). See generally Oitisburg, French Copyright I^w: A Comparative Overview , 36 J. 
Copyright Soc'y 269 (1989) 
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artJ^-^ Those difficult definitions should be far narrower than the 
range of copyright protection. We ought not simply distort copyright 
to convey such absolutes. 

(c) Privacy. — The occasional attempt to read protection of pri- 
vacy into the copyright k .^i^^o mistaken. This trend derives pri- 
marily from an aberrational Bri jsh case of the mid-nineteenth century 
in which there had been no replication of copyrighted material. 

Queen Victoria and Prince Albert had made etchings which were 
exhibited privately to friends. The defendant Strange, a publisher, 
obtained copies surreptitiously. Strange wrote descriptions of the etch- 
ings and sought to publish his descriptions. Prince Albert brought 
suit to enjoin this intolerable intrusion.. The Lord Chancellor, ex- 
pressing concern for the privacy of the royal family and disapproval 
of the surreptitious manner by which the defendant had obtained 
copies of the etchings, affirmed the grant of an injunction. 

Prince Albert*s case is noteworthy as the seed from which grew 
the American right of privacy, after fertilization by Brandeis and 
Warren jt should not be considered a meaningful precedent 

for our copyright law. The decision reflects circumstances that distin- 
guish British law from ours — particularly the absence from British 
law of two of our doctrines. First, although British society placed a 
higher value on privacy than we do, English law did not have a right 
of privacy. In this country, a right to privacy has explicitly devel- 
oped to shield private facts from intrusion by publication,*^ Second, 



St€ Berne Convention ImplemenUtion Act of 1988, Pub. L. No. 100-5681 loa Stat. 2853 
(to be codified in scattered sections of 17 U.S.C.). 

5ef, eg, Newman, Copyright Law and the Proitviion of Privacy^ la CoLUM-VLA J.L. 
& Arts 459 (1988). 

'05 Set Princ? Albert v. Strange, 41 Eng. Rep. 1171, 1 171-73, n 78 -79, 1180, 1 Mac. & G. 
J5, 25-27. 40, 44-45. 48 (1849). <^ff't 64 Kng. Rep. 293, 2 I>G. & 1 rn. 652 (1849). 

n» Str Warren & Brandeis. Tk( Right to Privacy, 4 Harv. L. Rev. 193 (1890). 

See generally Report of the Committee on Privacy, Command Papers 5, No. 501 a, 
at 5-12, 202-07 (1972) (recommending against the creation of a statutory general right of 
privacy). 

The Restatement (Second) of Torts § 65 lA (1977) formulates a ca««5e of action for 
inva^on of privacy, which may arise from unwarranted publication of private facts. Numerous 
stales recognize juch a privacy action. Rchef is typically available if the publicized matter 
wou'd be highly of^ensive to a re^^onable person and if no strong public interest exists in the 
diKlosiire of the facts See, e.g., Reed v. Real Detective Publishing Co., 63 Arii. 294, 304-05, 
162 P 2d 133. 138 (i945)i Goodrich v Waterbury Republican- Am., Inc., 188 Conn. 107, 128, 
448 A. 2d 1317. 1329 (1982), Florida Publishing Co. v. Fletcher, 340 So, 2d 914, 919 (Fla. 1976) 
(Sundberg. J., dissenting) (discussing the absence of an invasion of privacy action when pub- 
lishing matters of legitimate public interest), cert, denied, 43] V.S. 930 (1977); Midwest Glau 
Co V. SUnford Dev. Co , 34 III. App. 3d 130, 133, 339 K.E 26 274, 277 (1975); Beaumont v. 
Btown, 401 Mich 80, 96, 257 N.W. id 522, 527 (1977) (diKussing invasion of privacy b*:s<d on 
public disclosure of embarrassing private facts)* Deaton v. Delia DenKKirat Publishing Co., 326 
So. 2d 471 (Miss. 1976) (holding that plaintiff alleged facts sufficient to establish an invasion of 
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British law did not include a strong commitment to the protection of 
free speech. American law, in contrast, maintains a powerful con- 
stitutiqinal policy that sharply disfavors muzzling speech. 

Serious distortions will occur if we permit our copyright law to be 
twisted into the service of privacy interests. First, it will destroy the 
delicate balance of interests achieved under our privacy lav/. For 
example, the judgment that, in the public interest, the privacy right 
should terminate at death would be o\ercome by the additional fifty 
years tacked onto copyright protection. Such a change would destroy 
the policy judgment developed under privacy law denying its benefits 
to persons who have successfully sought pjblic attention. In addition, 
Bs a result of the preemption provisions of the federal copyright stat- 
ute, construing the copyright law to encompass privacy might nul- 
lify state privacy laws. 

Moreover, the copyright law is grotesquely inappropriate to protect 
privacy and obviously was not fashioned to do so. Copyright protects 
only the expression, not the facts revealed, and thus fails to protect 
the privacy interest involved.^" Because the copyright generally can- 
not be enforced without a public filing in the Library of Congrecs, 
the very act required to preserve privacy would ensure its violation. 
Finally, incorporating privacy concerns into copyright would burden 
us with a bewilderingly schizophrenic body of law that would simul- 
taneously seek to reveal and to conceal. Privacy and concealment are 
antithetical to the utilitarian goals of copyright. 

C. Injunction 

One of the most unfortunate tendencies m the law surrounding 
fair use is the notion that rejection of a fair use defense necessarily 



privacy claim); Sofka v. Thai, 66a S.W.ad 50J, 510 (Mo. 1983); Commonwealth v. Hayes, 489 
Pa. 419. 43'-~33. 4»4 A. ad 318, 3J4~J5. cert, denied, 449 U.S. 99J (1980); Industrial Found, 
of the South v. Texa* Indus. Accident Bd., 540 S.W. jd 668, 68j (Tex 1976) (discussing Prosser's 
categorization of an invasion of privacy action into four distinct torts), cert, denied, 430 U.S, 
93» (1977); see also Rjcstatement (Skcond) or Torts i 652E (1977) (discussing •'false light" 
invasion of privacy). Some commentators have argued for change in the doctrine. See, e.g., 
Zimmerman, Requiem for a Heavyweiihi A Farewell to Warren and Brandeis' Privacy Tori, 
68 Cornell L. Rdv. 391 (1983) (arguing for a shift in focus away from the amount of publicity 
given to private information). 

Cf. E. Barendt, Freedom of Speech 304 07 (1985) (arguing that British law does not 
protect freedom of speech as fully as American or German law and recommending the adoption 
of a "free speech clause" for Britain); Ue , Bicentennial Bork, Tercentennial Spycatcher.- Do the 
Bntish Seed a Bill of Rights?, 49 U, Pitt. L. Rev. 7 77. 811-15 (1988) (discussing the Spycatcher 
incident as having provoked the adoption of a bill of rights to protect free speech more 
adequately). 

^^^See 17 u s e. » joi (1982). 

See id. t 102(b): see also Harper & Row, Publiiihers, Inc. v. Nation Enters.. 471 U.S. 
539. 547 11985). 
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implicates the grant of an injunction. Many commentators have dis- 
paraged the overly automatic tendency of courts to grant injunctive 
relief. The copyright statute and its predecessors express no pref- 
erence for injunctive relief. The 1976 Act states only that a court 
^may . . . grant temporary and final injunctions on such terms as it 
may deem reasonable to prevent or restrain infringement of a copy- 
right. ""^ Moreover, the tendency toward the automatic injunction 
can harm the interests of plaintiff copyright owners, as well as the 
interests of the public and the secondary user. Courts may instinc- 
tively shy away from a justified finding of infringement if they perceive 
an unjustified inju*^ ction as the inevitable consequence. 



Benjamin Kaplan chided courts for ''sometimes forgtetting] that an injunction does not 
go of course; the interest in dissemination of a work may justify a confinement of the remedy 
to a money recovery/ B. Kaplan, supra note 68, at 73. Professor Nimmer, noting judicial 
authority requiring an injunction, cautions that '*where great public injury wouM be worked by 
an injunction, the courts might follow cases in other areas of property law, and award damages 
or a continuing royalty insUad of an injunction in such special circumsUnces/ 3 M. Nimmek, 
The Copyright Law | 14 o6[B1, at t4-$6 (1989). The remedial standard suggested by the 
Rtstctement (Second) of Torts would allow courts to award a plaintiff damages when counter- 
viiiling interests, including free speech, disfavor an injunction. See Ristatemint (Second) 
or Torts } 951 comment a (1979); id. I 94^ comment e; see also Abrams, First Amendment 
and Copyriiht, 3s J- COPVRlOHT Soc'v i| 3i >i ('9^7) (urging that first amendment values 
should be viewed as a basis for making copyright law more itsponstve to the shared values of 
th4: nation); Goldstein, Copyright and the Firs' Amendmentt 70 Colum. L. Rev. 983, 1030 
(1970) (arguing that one way to accon^modate copyright property with the public interest in 
access is to prefer an award of damages to an injunctive remedy); Wishingrad. First Amendment 
"Fair Usf,/' N.Y.L.j., May aa, 1989, at a, cols. 3-5 (arguing that courts should select other 
remedies to avoid infringing the first amendment). 

17 U.S.C. i 5oa(a) (198a). 

An example of such confusiosi, I confess, may be my own opinion in Salinger. With 
hindsight, I suspect my belief that the book should not be enjoined made me too disposed to 
find fair use where some of the quotations had little fair use justification. 

I believe Professor Welnreb's analysis could similarly deprive cn nyright owners of their lawful 
entitlements. Professor Weinreb argues (hat fair use should not je understood as a part of 
copyright law, designed exclusively to help achieve iU objectives, but as a limiution on copyright 
based also on other social policies including fairness. It is incorrect, he argues, to restrict fair 
uses to Ihose that make creative use of the copyrighted material. In some cases, concerns for 
the puhlic interest will demand that the secondary user's presentation be exempt from the 
copyright owner's riKhls. nolwilhsUnding unproductive copying. As an example he cites the 
finding of fair use involving an unauthorized publication of a copy of a s(K-ctator's film of 
President Kennedy's assassination See Weinreb, supra note 67, at wj^s (citing Time Inc. v. 
Bernard Gcis Assocs , 293 K. Supp 130 {S.D N Y. 1968)), 

I^t us explore Professor Wcinreb's example Assume as our plaintiff a gifted news photog- 
rapher who, through a combination of diligence, preparedness, rapidity, imagination, istinct, 
skill, sense of composittun, and utlier undefinable artisti.: gifts, manages again and again to take 
captivating photographs of cataclysmi<! or historic occurrences. According to Professor Wcinreb's 
analysis, the more successful he is in the practice of his creative art, the less copyright protection 
he has. When there is a sufficiently great public interest in seeing his documentary recordings, 
he loses his right to receive compensation for them. In the public interest, the newspapers, 
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Legal rhetoric has dulled thought on the injunction renriedy. It is 
a venerable maxinfi that irreparable injury is "presumed" in a case of 
copyright infringement. "5 Injunction thus follows as a matter of 
course upon a finding of infringement. In the vast majority of cases, 
this remedy is justified because most infringements are simple piracy. ^ 
Successful fabric designs, fashion accessories, toys, and videos in- 
stantly spawn parasitic industries selling cheap copies. These infring- 
ers incur no development cost, no advertising expense, and little risk. 
They free-ride on the copyright owner's publicity, undercut the mar- 
ket, and deprive the copyright owner of the rewards of his creation. 
Allowing this practice to flourish destroys the incentive to create and 
thus deprives the public of the benefits copyright was designed to 
secure. It is easy to justify enjoining such activity. In fact, the 
presumption of irreparable harm is probably unnecessary. It merely 
simplifies and reduces the cost of proving what could be shown with- 
out a presumption. 

Such cases are worlds apart from many of those raising reasonable 
contentions of fair use. Historians, biographers, crimes, scholars, and 
journalists regularly quote from copyrighted matter to make points 
essential to their instructive undertakings. Whether their takings will 
pass the fair use test is difficult to predict. It depends on widely 
varying perceptions held by different judges. Yet there may be a 
strong public interest in the publication of the secondary work. And. 
tlie copyright owner's interest may be adequately protected by an 
award of damages for whatever infringement is found. 

In such cases, should we indulge a presumption of irreparable 
harm and grant injunctions as a matter of course? According to the 
Salinge/ opinion, "if [a biographer] copies more than minimal amounts 
of (unpublished) expressive content, he deserves to be enjoined 
. . . ."''^ Judge Miner's majority opinion in New Era extended this 



news magaiines, and television networks may simpty take and republish his photographs without 
payment. That is fair use. 

I think Professor Weinreb's example proves the contrary of his point. He confuses the 
author's copyright with the questions of remedy. It makes no sense that an "'author," whose art 
and livelihood are to make news photographs that the public will desperately need to see, loses 
his right to compensation for his labors because he succeeds in his endeavors. On the other 
hand, the public interest disfavors an injunction barring the dissemination of such a work. The 
conflict is not difficult to reconcile The taking of the author's photographs for public display 
is not fair use; the copyright holder may sue for compensation for the unauthorised republication 
of his work. The public interest may nevertheless override the right he otherwise would have 
had to bar distribution He will be denied injunction, hut will recover damages. Both the 
copyright law and the public interest wHI ti . .be vindicated. 

See Latman's Thk Copyright Law, supra note 16, at ;78 & n 105 

Salinger v. Random House, Inc., 811 F.^d 90, 96 Ud Cir ), cert, denied, 4H0 U S. 890 

(1987) 
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proposition, expressly rejecting the idea that the public interest in 
publication of an informative biography could outweigh the copyright 
owner's preference for an injunction. Upon application for rehear- 
ing en banc, Judge Newman, author of the Salinger opinion but not 
a part of the New Era panel, writing in favor of rehearing of New 
Era^ retracted SatingeY^s seminal assertion. Judge Newman explained 
that his phrase "deserves to be enjoined*' had meant nothing more 
than ^'deserves to be found liable for infringement. He pointed 
out that in Salinger tuere had been no dispute over the appropriateness 
of injunctive relief. Because at the time of the lawsuit the book was 
in prepublication copy, the infringing passages could be easily excised 
or altered without destroying the book. Thus there was no good 
reason to deny the injunction. Judge Newman's New Era opinion 
goes on to argue convincingly that the public interest is always rele- 
vant to the decision whether to grant an injunction.**^ 

The customary bias in favor of the injunctive remedy in conven- 
tional cases of copyright infringement has no proper application to the 
type of case here discussed. When a court rejects a fair use defense, 
it should deal with the issue of the appropriate remedy on its merits. 
The court should grant or deny the injunction for reasons^ and not 
simply as a mechanical reflex to a finding of infringement. Plaintiffs 
should be required to demonstrate irreparable harm and inadequacy 
of compensation in damages.'^' As Chief Judge Oakes noted in his 
separate opinion in New Era^ "Enjoining publication of a book is not 



See New Era Publications Int'l v. Henry Holl & Co., 873 F.jd 576, 584 (ad Cir. 1989). 

""New Era Publications Int'l v. He-^ry Holt & Co., 884 F.ad 659, 663 n.i (2d Cir. 1989) 
(Newman, J., dissenting) (advocating rehearing en baiic). 

'"5ff id al 664. In his new article, Judge Newman emphasizes the importance of the 
public interest in determining the availability of an injunction. 5^^ Newman, supra note si- 

''°5ff supra note 77- 

The appropriate measure of damages will raise questions because of the vagueness of the 
statutory sUndard 17 U.S C. i 504(b) granU the copyright owner his "actual damages suffered 
and^ any profiu of the infringer that are attributable to the infringement." id He is 
ptrmitlcd, however, to elect instead "statutory damages" of $500 to $ao,ooo per work infringed. 
If the infringement was "committed willfully," this !$tatutory award may be increa5<:d to $100,000. 
It may be reduced to $300 if infringers in certain narrow categories believed on rea*^nable 
grounds that fair use had been made. See 17 V S.C.A. 5 504(c) (Vtcst Supp. 1989). A court 
ha.s wide discretion in setting the award. 

It !<, altogether proper for courts to distinguish in fixing damages between bad faith appro- 
priation and a good faith miscalculation of the permissible scope of fair use. Unquestionably in 
some circumstances datoages should be set .0 punish and deter. In other instances, no punitive 
content would be appropriate; fairness would rather suggest reasonable compensation for the 
use of literary property — a kind of compulsory license. 

Where a court ha.s found infringement but denied an injunction, a defendant may limit the 
risk of catastrophic liability for further distribution of the infringing work by countcrdaiming 
.'or a declaratory judgment fixing the measure of damages. 
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to be done lightly. . . . [T]he grant or denial of an injunction remains 
an open question, to be determined by carefully balancing the appro- 
priate factors. '^^^^ 

As with other issues arising in connection with a fair use defense, 
analysis of this issue should reflect the underlying goals of the copy- 
right law to stimulate the creaUon and publication of edifying matter. 
In considering whether the plaintiff would suffer irreparable harm, 
the court should focus on harm to the plaintiff's interest as copyright 
owner. A public figure may suffer irreparable injury to his reputation 
if publication of extracts from his private papers reveals hira to be 
dishonest, cruel, or greedy. An individual suffers irreparable harm 
by the revelation of facts he would prefer to keep secret. But tho^^ 
are not the types of harms against which the copyright law protects; 
despite irreparability, they should not justify an injunction based on 
copyright infringement. Only injuries to the interest in authorship are 
the copyright's legitimate concern. 

Critics of these views express concern that obstacles to injunctive 
relief may undermine the incentives of authorship for which copyright 
law was created. If the grant or denial of injunction is informed by 
the concerns of copyright law, such a worry will prove groundless. If 
the infringement is of a type likely to diminish creative incentives, 
the court should favor an injunction. In a case like the Nation, where 
the infringement deprives the author of significant monetary and non- 
monetary rewards of authorship, and where, as the Supreme Court 
found, such infringement diminishes the incentive to public figures to 
write valuable memoirs, an injunction would be justified. If, on the 
other hand, the original document had been created for purely private 
purposes and not as a work of authorship for the public benefit, denial 
of an injunction would not adversely affect creative incentives. For 
reasons similar to those discussed under the second factor, courts 
should more readily grant an injunction where the original is a work 
of authorship created with a view to publication (or is on its way to 
publication) than in the case of private communicative documents 
created for reasons that are not the concerns of copyright law.*^'^ 



Sew Era, S73 F.id at 596 (0»kcs, C J., concurring). 

Furthermore, although the change of approach to rennedy suggested here may sound 
substantial, I believe based on my experience adjudicating copyright cases in federal court that 
it would have no significant statistical effect on the grant of injunctions. Of the 150-100 
copyright cases that have come before me (by random distribution) in 12 years on the bench, 
the vast majority involved unmistakable copying without claim of fair use and resulted in 
injunctions; additiorxal casei presented disputes over performance of the terms of licensing 
agreements; a few involved overambitious claims, where the similarity was attributable to 
coincidenre or to the fact that both the plaintiff and defendant were copying the same conven- 
tional model; in some, the similarity related to unprotected elements such as facts, styles, or 
ideas. None of those rases arc affected by the suggested approach to injunctions. Fewer than 
ten have involved colorable claims of fair use. Half of these were in the area of advertising; 
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In my argument against automatically grafting injunctive relief, I 
have deliberately refrained from invoking the support of the first 
amendment's opposition to prior restraints. I have excluded such 
arguments not because they are irrelevant bu: because they are un- 
necessary and risk importing confusion. Although copyright often 
results in suppression of speech, its underlying objectives parallel those 
of the first amendment. "[T]he Framers intended copyright ... to 
be the engine of free expression. "'^^ It "is intended to increase and 
not to impede the harvest of knowledge";* "[t}o promote the Progress 
of Science and the useful Arts**;*^^ to encourage "Learned [writers] to 
compose and write useful Books. '^^^^ It was never intended to serve 
the goals of secrecy and concealment. Thus, the copyright law on its 
own terms, and not merely in deference to the first amendment, 
demands caution in awarding oppressive injunctions. 



A question to consider in conclusion is whether imprecision — the 
absence of a clear standard — in the fair use doctrine is a strength 
or a weakness. The case that it is a weakness is easy to make. 
Writers, publishers, and other would-be fair-users lack a reliable guide 
on how to govern their conduct. The contrary argument is more 
abstract. Perhaps the abundance of disagreement reflects the difficulty 
of the problem. As Justice Story wrote in i84i> it is not easy "to lay 
down any general principles applicable to all cases. ^'^^^ A definite 
standard would champion predictability at the expense of justification 
and would stifle intellectual activity to the detriment of the copyright 
objectives. We should not adopt a bright-line standard unless it were 
a good one — 'xnd we do not have a good one. 

We can nonetheless gain a better understanding of fair use and 
greater consistency and predictability of court decisions by disciplined 
focus on the utilitarian, public-enriching objectives of copyright — 
and by resisting the impulse to import extraneous policies. Fair use 
^ not a grudgingly tolerated * xception to the copyright owner's rights 
of private property, but a iundamental polic^^f the copyright law. 



fair ust was rejected and an injunction appr<>priateiy granted Only in three or four cases, or 
approximately two percent, cnuld differing views conceiv*bl) have affected iht standard. I can 
think of only one where my grant or deniaJ of an injunction would turn on whether the 
traditional or the suggested approach were followed. If my expcri .ce is representative, this 
approach to the injunction remedy would not undermine the incenU\ es that the copyright seeks 
to foster. 

'^^ Harpfi & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 558 (1985). 
Id at 545 

U.S. Const art. I. J 8, d 8. 
'^^ Act for fhe Kncouragement of Learning, 1709, J! Anne, ch 19. 

Folsom V. Marsh, 9 F. Cas. 342, 344 (CCD. Mass. 1841) (No. 4901). 



III. Conclusion 
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The Stimulation of creative thought and authorship for the benefit of 
society depends assuredly on the protection of the author's monopoly. 
But it depends equally on the recognition that the monopoly must 
have limits. Those limits include the public dedication of facts (not- 
withstanding the author's efforts in uncovering them); the public ded- 
ication of ideas (notwithstanding the author's creation); and the public 
dedication of the right to make fair use of material covered by the 
copyright. 
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UNITED STATES DISTRICT COURT 

PlftMRt URVAL 
DitmicT JUMC 
FQUCY SQUARIC 

NKW YORK« I0OO7 



November 1, 1990 



Hon* Paul Slnon, Chalinnan 
Subcoanlttee on the Constitution 
United States Senate 
Connittee on the Judiciary 
Washington, D.C. 20510-6275 

Re: Hearing on Fair Use in Copyright 
July 111 

Dear Senator Sinon: 

This is in answer to your letter of October 23 forwarding 
Senator Leahy's questions. 

1. I do not think this criticisn is well founded. The 
bill does not purport to treat published and unpublished works 
equally . In each case the significance of publication or lack of 
publication should be evaluated for its bearing on the unique facts 
of that case, along with all other factors* 

2. In »any cases a '•fact'* cannot be meaningfully or 
adeq> itely reported without using the original language. For 
example, if a journalist reports that A made **an insulting and 
bigoted remark," the reader will not know whether the 
characterization is justified unless the remark, or at least a 
part, is quoted. It is not a question of pedestrian sentences; it 
is a matter of the ability to communicate facts adequately. 

3. The Salinger and New Era opinions of the Court of 
Appeals can be read to mean that unpublished material is completely 
protected against any copying of its protected expression. It is 
my understanding that the new legislation would reject such a broad 
categorical rule, requiring careful analysis in each case based on 
the specific facts. In many cases where reasonably limited 
quotation was necessary to communicate a fact, for example, fair 
use could be found. 

4. I do not suggest treating published and unpublished 
materials equally. I suggest only the abolition of any arbitrary 
presumption resulting from absence of publication. I do not think 
the suggestion limiting fair use to publicly disseminated works 
would adequately protect the public interest in the need for some 
quotation in journalism and historical writing, if facts are to be 
reported accurately. 
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Th« proper function of the copyright law is to protect 
the literary entitleaenti of authors, not to guard eecrecy. Many 
of the several states have enacted rights of privacy which would 
remain int&ct and could justify a cause of action for invasion of 
privacy, notwithstanding that a particular use would involve no 
infringement of copyright. 

Nonetheless, Judge Miner suggestion that letters sent 
without a requireaont of confidentiality be deemed publicly 
disseminated would very substantially improve the present law by 
dispelling the notion that there is a categorical rule barring fair 
use for such documents. 

5. I do not believe this is a real concern. Computer 
progra?fts were adequately protected before the categorical rules 
suggested in Sa linger and New Era. 

6. and 7. I would need to study the particular bill. 
The Salinger and New Era cases did not purport to rely fifllfily on 
the unpublished nature, but they spoke of a test so strict that 
fair use could hardly ever be found for unpublished matter. 

In addition, the listing in question 7 leaves out the 
important categories of Journalism and commentary, for which it is 
particularly important that fair use be available, notwithstanding 
lack of prior publication. 

8. and 9. Whether a copying of copyrighted material is 
or is not an infringement turns primarily on the statutory factors. 
These look primarily to the purpose of use {suSUt Is the quotation 
used in order to communicate a fact accurately or to appropriate 
the original author's literary skill?), the nature of the work 
quoted (e.g. . Is it the type of matter that was written as an 
exercise in authorship — for which the copyright laws were 
enacted?), the amount taken, and the effect on the market for the 
copyrighted work. 

The statute is clear, however, that the four enumerated 
factors are not exclusive, other factors may be considered. If 
a defendant stole material, this could well affect the availability 
of an injunction. Similarly, inequitable or illegal conduct by the 
plaintiff-copyright owner might affect his entitlement to equitable 
relief. 

"\ 

Sincerely yours, 

V 

Pierre N. Level 
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Senator DECk)NCiNL J idge Leval, thank you very much. If our 
panel would just remain, because there are some questions. I want 
to yield to members who have come here for any opening state- 
ments. 

Senator Simon, you may proceed with any opening statement. 

OPENING STATEMENT OF HON. PAUL SIMON, A U.S. SENATOR 
FROM THE STATE OF ILLINOIS 

Senator Simon. I shall be very brief, Mr. Chairman. First, I 
thank you and my former House colleagues, Congressman Bob Kas- 
tenmeier and Congressman Howard Berman for your leadership in 
this area. 

I speak with a little bit of prejudice. Two of the books I have 
written have been in the field of history, and I would hate to have 
been restricted unnecessarily. 

In the cases in which I was writing; enough time passed so that 
the court decisions would not have impaired what I was doing. But 
that is not always the case. Judge Leval, you mentioned the kind of 
example that could occur with the Nildta Khrushchev example. I 
think we have to give the courts flexibility. 

But I think the fundamental thing we have to keep in mind is 
that the free flow of ideas and information is vital to a free system. 
WTiatever unnecessarily impedes that free flow of ideas and infor- 
mation does a great disservice to the system of government that we 
have. 

Senator DeConcini. Thank you. Senator Simon. I yield to the 
Senator from Vermont, Mr. Leahy. 

OPENING STATE.WENT OF HON. PATRICK J, LEAHY, A U.S. 
SENATOR FROM THE STATE OF VERMONT 

Senator Leahy. Mr. Chairman, I will put my statement in the 
record. I just want to congratulate you and Bob Kastenmeier ai d 
everybody else for having this hearing. Also, I wanted to say how 
pleased I am that the most distinguished jurist from the State of 
Vermont, Judge Oakes, is here. Judge Oakes really is the leading 
legal mind in the State. He is the person I take my direction from 
on such issues, as I have from the days when I was State's attorney 
and Judge Oakes was attorney general and had as, probably, his 
primary duty the effort to keep me from going too far astray. 

He had dark hair at the time. It turned white in the effort, to 
say nothing about what happened to me. So I am delighted he is 
here, and I will put the full statement which is a far more serious 
thing— representing the hard work of my legal staff— in the record. 

Senator DeConcini. Without objection, it will appear in the 
record. 

[The prepared statement of Senator Leahy follows:] 
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The bill which Senator Simon and Representative 
Kaetenneier have introduced, and which I co-sponeored in the 
Senate # is a einiple lout important piece of legislation. 

It will return the fair use doctrine to its rightful 
place d8 arbiter between an author's property and privacy 
rights on the one hand and the public interest in free, 
accurate dissemination of ideas on the other. 

It will restore to the world of arts and letters the 
confidence needed to pursue the fresh, probing, critical 
research that is the hallmark of our best scholarship. 

The bill will do this by making it crystal clear that 
the standard of fair use set forth in Section 107 applies 
whether a work is published or unpublished. 

The bill is necessary because recent cases in the Second 
Circuit — the Saling er case and the New Bra case, both of 
which the Supreroe Court declined to review — come v^ry close 
to saying that the unpublished nature of a work alone will 
negate a claim of fair use. 

These decisions have chilled the publishing world, 
causing publishing houses to shy away from inanuscripts that 
quote from unpublished sources and prompting authors to 
delete significant material in order to avoid facing 
lawsuits. The problem is particularly acute, as may be 
readily imagined, where the work in question in critical 
towards its subject. 
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The loser, if no legiBlotion is enactedi will inevitably 
bo the American people, who will be deprived of works of 
potential critical and historical import, or will be forced 
to accept pale, expurgated versions, 

X want to emphasize that I take privacy rights very 
seriously. Over the last few years^ Representative 
Kastenineier and I have worked to pA<r.a both the Electronic 
Conununications Privacy Act and the Video Privacy Protection 
Act, I would not nuppozrt legislation threatening to privacy 
rights. This bill is no threat. It does not endorse 
publication of purloined letters and diaries. It says only 
that the use oi such material will be judged according to all 
of the fair use factors — including the fact that the material 
is unpublished — rather than by a quasi per se rule in which 
the work's unpublished nature alone virtually negates a fair 
use finding. 

Let me add finally that I am also sensitive to the 
concerns voiced by some members of the computer industry that 
this legislation could jeopardize the protection of their 
computer source codes. This is not the intent of our 
legislation and I will work with the industry to ensure it ia 
not the effect. 

As Justice Drennan said in the Harper & Row v. Nation 
case, "A broad dissemination \ principles, ideas, and , 
factual information is crucial to robust public debate and 
[an] informed citizenry." In my view this legislation 
strikes the proper balance between our privacy rights and our 
fundamental first amendment liberties. 
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Senator DkConcini. Mr. Grassley, from Iowa? 

Mr. Grassley. Mr. Chairman, I have no opening statement so I 
will wait until the question time. 

Senator DeConcini. Very good. Conwessman Hughes, glad to 
have you with us. Do you have any openmg statement? 

Representative Hughes. Thank you, Mr. Chairman. I just want 
to congratulate you and my distinguished colleague from Wisconsin 
for convening the joint hearing and look forward to the testimony 
today. 

Senator DeConcini. Thank yoi». Gentlemen, I am going to yield 
to Chairman Kastenmeier for questions. I am going to have to 
leave and have Senator Simon take over from the Senate side for 
chairing the hearing. 

Mr. Kastenmeier, would you care to proceed with the questions? 

Representative Kasi'enmbier. Thank you. It is good to have the 
oppoi-tunity to thank Judge Oakes, who recently appeared before 
our subcommittee in the House and nobly instructed us on the sub- 
ject of habeas corpus. I hope we have learned something from his 
wonderfully informed presentation. 

Judge Leval, I appreciate your raising a point which I should 
have raised at the outset; namely, it was my own statement in in- 
troduction of the bill in which I, regrettably, employed the word 
'equally," and you made note of it. That was a mistake. I should 
have used the term— either striking "equally," or using the term 
also," rather than ''equally," because that has been misunder- 
stood. The ambiguity that you suggei^ed did not have to be there. 

Judge Leval, since you have struggled with this issue for so long, 
how do you see the interface of the Berne Convention with respect 
to any change we might make through the bills that Senator 
Simon and I have introduced? Do you see any problem? 

Judge Leval. The effect of the Berne Convention on our law is as 
et not very well understood. It is quite unclear. I doubt that this 
ill is as incompatible with the Benie Convention as some of the 
critics of the bill have suggested. But I think the meaning of the 
Berne Convention has vet to be worked out, and I think there is a 
flexibility in the interface that would make this bill sit alongside 
the Berne Convention without incompatible results. 

Representative Kastenmeier. Judge Oakes, you heard Judge 
Miner suggest some changes that might be contemplated; that is, 
clearing up whether or not a letter received by another person 
could be considered published or whether certain documentary ma- 
terial, accessible but not copjrrighted for a period of years, and the 
information contained therein, could be considered as though it 
were published material for the purposes of application of the fair 
use doctrine. Would that be of any help to us? 

Judge Oakes. Those are good, constructive suggestions, I think. 
Also, the one that after a person has been deceased for a period of 
time, that his materials should be available. But those are specifics, 
and they do not go— I think they would be welcome additions to 
your proposed legislation, but they are additions that do not go to 
correcting what I fear is the overall misimpression on the part oiF 
the publishing community that we can no longer use even legiti- 
mately acquired quotations to illustrate an historical or biographi- 
cal point. 
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What concerns me is that what we are doing under the present 
law is that we are not permitting unauthorized oiographies because 
I do not think that you can write an accurate biography without 
occasionally using quotations^ and particularly from unpublished 
material. 

That means that every biography is goii ^ to be sanitized. I make 
the point in my formal statement would Howard Hughes, for exam- 

fle, have ever agreed to consent to the use of one of his quotations? 
could name others. This, to me, would be terribly unfortunate. 
That is where I fear the present law rests. 

To sum up, I think Judge Miner's suggestions are, as they t}rpi- 
cally are, most constructive and helpful but not the be-all and end- 
all. I think your legislation is a major and first step. 

Representative Kas.enmeier. Judge Miner, would you concede 
that your recon^mendations do not really go to the heart of this 
controversy, certainly as seen by authors and publishers? 

Judge Miner. Do you mean the recommendations that I made in 
my article and in my prepared statement? 
Representative Kastenmeier. Yes. 

Judge Miner. I think they would accommodate the concerns of 
the authors and the publishers because, in the statutory definition 
which I propose, publicly disseminated could be extended to cover a 
number of items, whatever items that the committee and the Con- 
gress thought would be proper, so that only published and publicly 
disseminated materials could be subject to fair use. 

But in those definitions, we could take care of all the problems 
and the concerns that they have expressed. I think when }'ou just 
elevate unpublished to equal dignity with published— and I don't 
think it is in your statement that the problem arises. The problem 
comes from the words, themselves, and when they are added to the 
statute, I think statutory interpretation would lead courts to say, 
"This means something, whether published or unpublished. They 
are supposed to be equal, otherwise why would be the be there? 

When you concern yourself with the nature of the use, it seems 
to be inconsistent. So I think that, using my definition of published 
and public-disseminated, to accommodate the concerns of the au- 
thors would solve many of the problems that have been raised. 

Representative Kastenmeier. Judge Leval, what do you do about 
stolen material? Would you use the same standards, the same ap- 
plication? 

Judge Leval. Mr. Chairman, I think it is very important to avoid 
mixing up the apples and the oranges. When people steal, they can 
be prosecuted, they can go to jail, they can be sued for conversion 
ana for civil remedies^ I don't think that has anything to do with 
the subject, affecting literature, of what kind of use may be made 
by a biographer. 

I do not, in any sense, condone the theft of anything and believe 
there should be severe legal remedies against someone who does it, 
but that doesn't have anything to do with kind of use a biographer 
may make of a letter written hy Nikita Khrushchev. If someone 
drives a stolen car, the speed limit remains the same for the person 
who is driving the stolen car. It doesn't change to 30 from 55. 

Fair use should be fair use irrespective of whether the car is 
stolen or whether the car was properly acquired. 



149 

Representative Kabtenmeier. Thank you, Judge Leval. That con- 
cludes my Questicns. 

Senator Simon. If I may, Judge Miner— and I would ask the 
other two of you to comment, also— I guess what I am seekmg is 
flexibility for the judiciary. Judge Miner, if I may read from your 
statement, you say: 

I would define publiclv<diB8eminated material to include any letters sent without 
a requirement of confidentiality and any docuroenta, including letters, that have 
been in exiatence for a certain period of years without having been copyrighted. 

Let me ask you, what period of years, since we have to specific. 
We can't, in the statute, say, let's just have a certain period of 
years. 

Judge Miner. I didn't give any thought. Senator, to the exact 
number of years. I just thought that I would propose a term, pub- 
licly disseminated, which could be the subject of some discussion 
about its definition. In other words, the definition of what is public- 
ly disseminated could be established by the Congress. 

My thought was, when I proposed that, about the kinds of con- 
cerns that you expressed; historical researchers finding something 
that is from the last generation, or finding something that Abra- 
ham Lincoln wrote and fearing that his heirs would run out imme- 
diately and copyright it and prevent its use. 

I think that we ought to define that, somehow. I just think that 
to say ''unpublished encompasses much too much. After all, the 
whole idea of protecting unpublished material is so that an author 
can refine it and change it. You, as an author, would be familiar 
with that, and not let it out until you think that it should be let 
out and presented to the public. 

And if you say that unpublished material is subject to a wide fair 
usage, that impinges, I think, on the rights of some of those au- 
thors. Just for one side issue, here, the Berne CJonvention specifical- 
ly says that it shall be permissible to make quotations from a work 
which already has been made available to the public provided that 
their making is compatible with fair practice. 

So the Berne Convention is a real concern here when we talk 
about what has been made available to the public. I just want to 
expand the terminology and the definition of what it means by 
''made available to the public." I think if we redefine publicly dis- 
seminated, we can eliminate "unpublished" from the statute, and 
we can eliminate the problems tnat derive firom the use of that 
word. 

Senator Simon. But if I may pursue f^^s a little further; when 
you say for a certain period of years, ana know you don't want to 
give a tag on it right now, but are you talking about 3 years, 5 
years, 25 years 

Judge Miner. Oh, no. I would be talking about a much lengthier 
period. 

Senator Simon. Twenty-five years? 

Judge Miner. These are the kinds of questions I sometimes ask 
counsel before me. They have difficulty answering them. I don't 
know whether there is an answer to this thing. I think we are talk- 
ing about 50 years, 100 years; 50 years may be a good rule of 
thumb because it is a number in the statute. 
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Senator Simon. But if you use your 50-year example, then Judge 
Oakes' exeunple on Howard Hughes means we are going to have to 
wait a long time until everyone who has any idea who Howard 
Hughes was may not be in existence on the face of the earth. I 
^ess the question I would address to you and to the other two 
judges is, rather than defining, why aren't we better off just leav- 
ing it to the judges, to their discretion? 

Judge Miner. If you do leave it to the discretion of the judges, I 
think we have the problem that we have now; that is, we will find 
very little fair use applying to unjpublished material. I have never 
said, and no court has ever said, that there is no fair use of unpub- 
lished material. There certainly is. But it is very small. 

The situation now is that people think tiiat we have narrowed it 
too much and there should be more fair use of unpublished materi- 
al. Traditionally, of course, unpublished material wasn't ever sub- 
ject to much fair use. 

Senator Simon. Comments from either Judge Oakes or Judge 
Leval? 

Judge Oakes. On Judge Miner's point, it seems to me that what 
he is saying is that even if this bill passes, so long as it doesn't pro- 
vide that equal use can be made of unpublished works as publisned 
works, that at least some judges are still going to hold that mini- 
mal amount of fair use is permitted. 

I agree with your comment, Senator, that flexibility among the 
judges is desirai^le. I don't think that Congress can legislate so spe- 
cifically in this area as to cover any specific case because there is a 
wide spectrum of cases. I just think that the passage of this legisla- 
tion would serve to clear the air. Even though Judge Miner's quali- 
fications of his opinion, and Judge Newman's queuincations of his 
opinion, read closely by the copyright bar, might bay, "There still is 
permissible usage." 

I think that the message from the passage of the bill would go 
out to both the cop3rright bar and the authors and the publishers 
who can speak better for then selves to the effect that. By golly; 
we still can make selective quotations that are not plagiarizing or 
pirating somebody's material, and are there to prove a point." 

Right now, they are very fearful. I have even heard of one case 
in wnich they say, and this is a lawyer's advice, that if you use 
more than 7 percent of a ^ven letter or something, we won't 
permit it to be done. That is only hearsay, so far as I am con- 
cerned, but the publishers and the publishing lawyers can tell you 
better, themselves. 

Senator Simon. Judge Leval. 

Judge Leval. I have had the obligation to inspect quite a number 
of cases of fair use, as a judge, and to explore the particular factual 
matrix in each case. They are all different. They are all different 
in all kinds of subtleties. The statute which we have, which lays 
out lour factors, I think is an excellent statute because what those 
four factors, essentially, say to the judges is, ^^Look at this problem 
from every different angle and explore every different facet of it in 
making your evaluation." 

I have grown, in studying that statute, to respect its laying out of 
those four factors more and more as an effective and good piece of 
legislation. Any attempt, either by adjudication or by statutory 
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specification, to lay down rigid rules and arbitrary cutoffs is going 
to do harm, either on one side or another. 

What is required m flexibility to examine the problem closely 
and broadly. I believe that the bill which has been proposed does 
exactly that. It simply seeks to wipe away one arbitrary rule which 
has been burdening the courts and the world of writing, and open 
the question to a close analysis of the four factors in each case. 

Senator Simon. Thank you. 

Representative Berman. 

Representative Berman. Thank you very much. Senator. I 
haven't read the decisions which, I guess, motivated the legislation 
and do not know much about this area. I haven't heard much dis- 
cussion from those of you who support this legislative idea about 
the impact of this on issues like privacy and confidentiality. 

I would be interested in your response to some of that. All the 
talk has been in the context of historical biographies. How does 
this all apply to, say, contemporary newspapers? Take a politician, 
writing a memo to a staff person and a political opponent coming 
in and stealing it and then sending it, anonymously, to a newspa- 
per and then it being extensively quoted? 

Are there any issues here that would argue against treating un- 
published works exactly the same way that one would treat pub- 
lished works? 

Judge Miner. I think you have put your finger cn a very irapor- 
tmit problem. There is some privacy invasion under those circum- 
stances. You have a stolen, unpublished piece that somebody wants 
to get his or hands on. One of the submissions here today talks 
about a memo in a corporation. In the working of a corporate 
structure, a memo is sent with some damaging mformation on it 
and somebody gets a hold of that and wants to print it. 

Again, we have a stolen piece. We might have a situation there 
where you say, "Well, it is unpublished and there is a right of fair 
use. There is a right to copy it." I think that we have the intersec- 
tion, here, of some serious problems. You have got the problems of 
privacy and fair use, and of larceny and of all kinds of things— first 
amendment. 

But I think that this prop>sed bill may create a problem in the 
situation you have described. 

Judge Oakbs. With due respect, I completely disagree and agree 
with Judge Leval's prior statement that it is mixing apples and or- 
fmges. If a person were to steal and document and then send it to a 
newspaper, there is nothing in the copyright law that could pre- 
vent that from occurring if the newspaper printed it. 

The only question that would arise in the copyright law. Repre- 
sentative Berman, would be whether that would be fair use. It is 
inconceivable, to me, that in a suit for infringement, which would 
probably not be for copyright infringement— it would be too late to 
undo the damage that publication or theft and publicatic n had cre- 
ated—it is inconceivable to me that any court would hold that that 
was fair use. 

But that is the copyright law and it is to be entirely distin- 
guished from—obviously, the theft should be punishable, and is 
punishable, under State law for breaking and entering, or what- 
ever. 
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Representative Berman. If you catch the thief. 

Judge Oake8. If you catch the thief. But the copyright law only 
comes into it when there is a suit for infringement. 

Judge Leval. But you think in that situation, even with the pas 
sage of this legislation, the fair use doctrine would still allow the 
successful pursuit of an infringement action against the newspa- 
per? 

Judge Oakbs. Against the newspaper? 

Representative Berman. For the publicaticn of the unpub- 
lished 

Judge Oakes. I have to ponder that for a moment. 

Judge Leval. I would, respectfully, say, in answer to your ques- 
tion, sir, that different bodies of law point in different directions. 
There is no question that a law which is designed to further public 
knowledge, to further free press and an informed public, i>oints in 
a direction opposite from a law which is designed to preserve the 
right of privacy. 

There is likely to be conflict and some difficulty in interpreting 
where they meet and how they accommodate one another. The 
copyright law is a law that arises within the jurisdiction of the U.S. 
Congress under a grant of power which, i!i the Constitution, says: 

Congrefis shall have the power to promote the prof^ees of science and the uaeful 
arts by securing, for limited times, to authors and inventors, the exclusive right to 
their respective writings and discover)*. 

It is a law which is designed to further knowledge and informa- 
tion and to stimulate creative thinking and writing. 

The privacy law is a law that arises within the jurisdiction of the 
States. It is part of the tort law of the States, and it seeks to pro- 
tect a legitimate entitlement to privacy. If somebody publishes 
someone's private papers, or purports to or tries to publish some- 
one's private papers, there may well be a cause of action, under 
State law, for invasion of privacy. 

That is a different question from whether there is a cause of' 
action for copyright infringement. The proper concern of the Con- 
gress of the United States is to devise a copyright law which will 
further the purposes entrusted to Congreps under the constitution- 
al grant of power. A particular use may not create a copyright in- 
fringement, but may be actionable as a infringement of privacy 
under State law. 

I would, respectfully, suggest that the proper concern of Congress 
is to design a useful, properly functioning, copyright law and leave 
the privacy aspects to the State leii^latures and State judiciaries. 

Representative Bkrman. Could you just elaborate a little on how 
treating unpublished works like published work, for purposes of ap- 
plying the tair use doctrine, serves that portion of the Constitution 
that you just quoted? 

Judge Lkval. Oh, yes, I would, willingly, do so. I return to my 
hypothetical example about the letters, or private writings, mem- 
oirs, of Nikiti Khrushchev revealing some previously unknown 
aspect of his personality and his motivations, his passions, his ob- 
sessions, which would l)e enormously instructive. 

Now, his family, his heirs, may not want those things published. 
They might reflect poorly on them. They might think it reflects 
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poorly whether it does or it doesn't. They might tnink it invades 
privacy. Let us assume that it does invade privacy. They might 
nave a cause of action, under the State privacy laws, to prevent its 
publication. 

But in terms of the Congreas' concern for a copyright law that 
promotes the stimulation of knowledge and the sciences and the 
arts, there is no reason why there should be a copyright infringe- 
ment if those letters are published in a manner that respects tne 
proper boundaries of fair use upon an application of the four fair 
use factors. 

Judge Oakes. Congressman, if I could complete my answer to 
your Question, having pondered a bit. I think the extra element of 
theft m your question makes it a difficult one. In the Pentagon 
Papers case, in which i happened to sit as the first case as a juage 
on my court, there was, of course, in a real sense, a theft of the 
papers. 

The question was whether the newspaper's publication could be 
enjoined. Under first amendment principles, the Supreme Court 
held that it could not. There was no copyright question involved. I 
Question whether the generals composing the Pentagon Papers, or 
the admirals, could have sued the New York Times and the Wash- 
ington Post for infringement. 

Take your theft case, which, I think, is an entirely different case. 
Let^s suppose that, instead of the politician's confidential memo 
having been stolen and sent to the newspaper, it had been, simply, 
dropped on the floor by accident and someone had picked it up and 
sent it to the paper and the politician, after it had been published 
or he hears that it is going to be published, sues under the copy- 
right law to prevent the publication of it in advance. 

My view of it would be that the fair use doctrine factors should 
apply to that memo just as they would apply to a published state- 
ment by the politician, and that, on a quick weighing, although, ob- 
viously» we wouldn't decide such as case — you woula have to know 
a lot of other things— on the spur of the moment, would be that 
that should be a iair use, if it is just, say, a one-line memo. It 
would depend on how important it might be. 

Suppose the memo admitted that the politician had stolen money 
from the public treasury. He should not be able, on copyright 
grounds, to sue. 

Now, your case, I am struggling with, still. 

Representative Berman. ijiank you very much. 

Senator Simon. I think my colleague from the House is presiding 
here, but I will take the liberty of calling on Representative 
Hughes. 

Representative Hughes. Thank you very much, Mr. Chairman. 
Just picking up a little bit on my colleague from California's point 
relative to now the material reaches the publisher. Does the copy- 
right law adequately define publication? 

Judge Oakks. We always like guidance. If the Congress can 
define it better for us, we are still operating on a case-by-case basis. 
I think that the statutory definition is adequate but, like all such 
things, could be improved upon. I am not prepared to say just how 
I would improve it at this point. 

I don't know how my colleagues feel. 
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Representaldve HuoHm. Judge Miner? 

Judge Miner. The statute does contain a very general definition 
of publication, something about being made available to the public 
and 80 forth. But 1 donT think that, really, resolves any problem 
with res^t to the qu^tion of the nature o^ wha* is unpubUiBhed— 
we certainly know what is unpublished ana, of course, we have a 
serious disagreement. 

There are people who seem to think that in the Nation case, 
where the manuscript wa£ purloined— it was described as purloined 
by the Supreme Court— that there should be fair use of that manu- 
script which had been stolen^ I don't think that the statute means 
to do that. 

But, in response to your specific question about publication, I 
don't think you can get very much more definite with respect to 
the definition of publication. 

Representative Hughes. It gets to the point of whether a fair use 
determination depends upon the circumstances imder which the re- 
porter or biographer obtained the material, and is that relevant? 

Judge Miner. As the statute now stands, even with this amend- 
ment, it doesn't seem to be relevant. Even in the Harper and Row 
case, the Supreme Court case, the author of the opinion did not in- 
dicate that the fact that it was purloined made any difference. 
They just applied the four fair use factors. They found that, be- 
cause of its unpublished nature, and because of the fact that there 
was interference with the market, the fourth factor, that there was 
an infringement there. 

I don't think that that was even considered. No court has made a 
point of saying, 'Well, this is purloined and, therefore, you can't 
have fair use of it." So the answer to your question is that the 
courts don't seem to be concerned. The statute doesn't seem to be 
concerned about how you got it. 

Representative Hughes. Judge Leval. 

Jud^e Leval. I would like to underline, in response to your ques- 
tion, that, in my view, whether material has been previously pub- 
licly available or not does not necessarily always cut in the same 
direction, in terms of how one would apply the four fair use factors. 

That is why I am troubled by the Supreme Court's statement in 
the Nation case that the unpublished nature of a work is always a 
key factor opposed to fair use. I have no argument with the Su- 
preme Court as it applied the factor in that case because, n\ that 
case, the body of work that the Supreme Court was looking at was 
a book written by a former President of the United States which 
was on ite way to the presses. In fact, it was about to be printed 
and published in Time Magazine 2 weeks hence. 

The use, which, it was argued, was fair use, was essentially a 
scooping. Under those circumstances where, '^rhat the would-be fair 
user has done is just to scoop something that is on its way to public 
information and which is unpublished out about to be publisned, I 
think that there is very little to be said in favor of fair use. 

On the other hand, if you ta'^^ about a different kind of unpub- 
lished matter, some deep, dai secrets of an important public 
figure which have been locked away in some private letters and 
they are unknown and they would be extremelv important to the 
public if known, but they will not be known unless fair use can be 
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m«de of them, then, I think, the fact that it is unpublished points 
in just the opposite direction; it, actually, favors fair use. 

If favors information* It favors knowledge. There is no clear 
answer to what is published and what is unpublished. I think it 
would be harmful to try and make one because each next case 
brrings complexities that we did ijiot anticipate in passing legislation 
or in making judicial general' \tions in the past. 

It is very difficult to give cl or answers to those questions and I 
think they should be left to be worked out on a case-by-case basis. 

Judge MiNKR. I just don't think scoop should be equivalent to 
stole. Scoop is when you get the story before somebody else. Stole is 
when you steal something. 

Representative Hughes. The Supreme Ck)urt in the Harper and 
Row case foimd that the scope of the fair use doctrine is narrower 
with respect to unpublished works. What is the Court referring to 
when it uses the term scope, talking about the amount of unpub* 
iished works that were used, or to a diminished likelihood that un- 
published works may be subject to a fair use doctrine? 

What was intended? 

Judge Miner. Since I have already signed on to an opinion that 
says that a diminished likelihood applies, I think I would hold to 
that rather than the amount. I think that is what the Supreme 
CJourt meant. That i^^ what the upshot of the Nation case was. 

It is just not as likely, we Bay, and they say, that you are going to 
find fair use in published material. 

Representative Hughes. Judge Oakes. 

Judge Oakes. That is the decision. That is the Salinger decision 
written by Judge Newman and concurred in by Judge Miner that 
interpreted the Supreme Court's words on the side of likelihood. 
The opinion, itself, says that, arguably, you can argue it both ways. 

But we inferior court judges have to await the final word from 
the powers that be down the street before we can really tell you 
what they meant in their own opinions. 

Judge Leval. I do now know what it meant. I have read opinions 
that sought to interpret it. As it is effectively interpreted now, in 
the law of the second circuit, the second circuit has said that ordi- 
narily, unpublished work is completely protected against any use of 
its protected expression. That is what the proposed bill deals with. 

Representative Hughes. Thank you, Mr. Chairman. 

Senator Simon. We thank all three of you for your testimony. 
Judge Leval, you are an unusually welWressed witness l^efore this 
committee. 

Judge Oakes. I thank Senator Leahy for his kind remarks. I 
didn't have a chance to thank him while he was here. 

Senator Simon. Thank you all. If there is no objection, if we can 
follow the 5-minute rule on questions from hereon, because we 
have quite a list of witnesses. 

The next panel is two distinguished authors, Taylor Branch and 
J. Anthony Lulcas. 
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PANEL CONSISTING OP TAYLOR URAl CH» AUTHOR, AND J. 
ANTHONY LUKAS, AUTHOR 

Senator Simon, Mr, Branch., my copy of ''Parting the Waters" 
haa disappeared from my nightatand. We are very pleased to have 
you here with ua> 

STATEMENT OF TAYLOR BRANCH 

Mr. Branch, Thank you. Senator Simon and Chairman Kasten- 
meier and members of the subcommittees, I am very pleased to be 
here, although the only thing that could get me away from my her- 
mit's work is that I already feel the chilling effect of these deci- 
sions enough to have written what I regard as a passionate state- 
ment, which I won't read here, I will try to summarize it, I submit 
it as an unpublished work, but I give up any special protection and 
hope everybody will feel free to consult it. 

I want to juBt emphasize three points. No, 1, the effect of this 
ruling goes far beyond rare cases, sensational cases, famous cases 
involving famous people or great works of history. It is not just a 
matter of one unpublished work in collision with another, or with a 
deliberately not-published work or with the privacy rights of a leg- 
endary author like J.D. Salinge.. . 

Since these rulings came out* I have consulted my editors and 
lawyers at Simon and Schuster, and practically everything is con- 
sidered an unpublished work under their interpretations of these 
rulings. 

The lifeblood of the work I do cornea from unpublished works, 
not just letters, although I do quote letters of famous people. But it 
also includes even the minutes taken at a SNCC meeting, at which 
students* debated whether to march in Selma, 

If a graduate student holds up a tape recording at the funeral of 
Medgar Evars and then gives it to a friend who deix^its it at the 
State Hist^Jiical Society in Wisconsin, that is an unpublished work. 
Wiretap logs are unpublished works. Oral histories are unpub- 
lished works. 

I believe that unpublished resources are vital, especially to cross- 
racial history because crass-racial history is, otlen, invisible and it 
doesn't lie in your standard historical records. But more br^adly^ 
unpublished work is the real gut^ of the development of history. 

In the -statement, I cited oxie passage from the book during the 
Freedom Rides of 1961 featuring John Doar, a great public servant, 
but, if you knovjr him, an extremely taciturn and laconic man, I 
quoted him looking out the window when the Freedom Riders were 
being beaten, saying. 

Oh; there «r» fiata puncbb'.g. A bunch of mr'V. led by » s;\iy with a bleeding face 
Ata heating fchem. Inhere an* no cop«. it's temhle. It's terrible/ 

It Wfifii very dramatic, particularly if you have developed the 
character of John Doar in the coui^* of the work That quotation I 
found in Ed Guthman'« newspaper office in Philadelphia. He had it 
in his papers. There were notes taken by a secretary who was lis- 
tening in on the phone m John Doar shouted over the phone while 
looking out the wiyidow of the Federal building in Montgomery, re- 
laying word of it to Burk© Marshall. 
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The notes are an unpublished work. Who owns the rights to 
them? I don't know whether it is Doar, the secretary, Ed Guthman 
or nobody, if, conceivably, they are a Government document. 

But unpublished work ^oes so deeply into the mortar of histori- 
cal works like mine that if my book were to be published todav, I 
think that practically on every page, there is a person who coula be 
traced as the author or the holder of an unpublished work who 
could have, conceivably, enjoined the publication of the entire 
book. 

Another point I would like to emphasize is that it is not lUSt at 
the point of publication that these issues are raised. The chilling 
effect of these rulings goes into the research phase which is much 
more important. For every Quotation from a letter or an oral histo- 
ry or a wiretap transcript, there are 10 or 20 or maybe 100 that are 
not used that make up the universe of the research that you are 
doing. It takes years to pick out those quotations, those documents, 
those sentences that bring this matter to life. 

lliis raises the question: at what point during the research phase 
do you begin to seek permissions under this ruling? Before you 
take any notes? Before you copy any documents? Before you make 
the effort to go to the University of Mississippi and go through all 
the stored radio programs that are, conceivably, protected under 
this, also? 

If you started copyright searches at the very beginning, you 
would never finish the research. If, on the other hand, you waited 
until you had a finished book, which may be years, you may have 
incorporated something that you can^t ujse. 

The practical implicationu of these rulings, as I already feel them 
in consultation with my publishers, are so chilling that I don't 
know how the kind of work I do could continue to be done. 

I want to, in connection with that point, emphasize that the 
chilling effect is not just the feared widow-censor who wants to pre- 
vent the heart of a book coming out. If, as I have reason to believe 
already, the lawyers from the publishers were merely to say, 
''There is a presumptive trump card against the use of nonpub- 
iished materials. You must, at least, make an effort to contact the 
holders, identify all of them, and submit them to me that you have 
made a good-faith effort 

My book took 6 years. The copyright vetting would take another, 
I don't know how many years. My biggest fear is not that some- 
body would hold me up and say— if I could find them all, working 
alone with no staff— "You can't do it,'* or, "Pay me $100,000," but, 
simply, that hundreds of them would say, "That is fine, but please 
c^end me a copy to look over before you publish." 

The practicalities of this do go to the neart of history. Publishers' 
lawyers are quite naturally terrifit^ by the thought of 100,000 
copies of a book sitting in a warehouse having to be destroyed. 
They are going to take all precautions under the implications of 
these rulings, fearing that somebody who gave an oral history 
might have changed their mind or might claim 25 years later that 
they are thinking of writing their own book. 

The logical implication to me is that these rulings could wipe out 
everything between immediate journalism, in which the writer 
relies only on his eyes and the people that he speaks with, and, ba- 
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sically, term-paper scholarship, which is rearranging and anal, mg 
already-published material. 

If that were true» it would eliminate the developing ground of 
historical work, in my view. And it would not protect would-be au- 
thors, but, really, silence the ordinary and extraordinary people 
who are our most critical witnesses to history. 

My third point is to thank you for 

Senator Simon. You can summarLze briefly here. 

Mr. Branch [continuing]. To thank you for coming so quickly to 
recognize the implications of this issue. I want to pay tribute to all 
the members of the subcommittees and the staii people who are 
here. I am very happy to see this evidence that you feel as deeply 
about it as those of us in this business. 

Thank you. 

Senator Simon. Thank you very much. The full statements of all 
the witnesses will be entered in the record. 
[The prepared statement of Mr. Branch follows:] 
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EXECUTIVE SUMMARY 



The rules governing what can be quoted or para-* 
phrased without peimission directly affect how his- 
tories and biographies are written and what they 
can include. If unpublished material cannot safely 
be quoted in any amount, critical histories and 
biographies will be severely harmed. 

The quotation, in modest and appropriate amounts, 
of source materials is crucial to providing the 
intimacy, immediacy, ambience, and re-crea::ion of 
motives and values that history requires and read- 
ers need. Such use has long been considered fair, 
and there should be no differr ' '^ult tssoz ftft for 
source materials that happen inpublished, 
such as letters lying in gov^ . x files or in 
public or private archives. 

No sufficiently important countervailing benefit 
warrants giving the owners of those materials the 
right to prohibit or exact payment for quotation 
that would otherwise be fair use. Literary crea- 
tion or publication would not be fostered by giving 
heirs such absolute rights. 

Requiring historians to bargain with widow(er) 
censors for the right to quote what would (for 
published material) be fair use not only rewards 
many with payments that they do not deserve (be- 
cause the value of the materials may be to the 
recipient's fame, not the writer's skill), but will 
unnecessarily require historians and biographers to 
shade their works and bargain with the truth. 

Congress should therefore restore the law to what 
writers, publishers, historians and biographers 
understood it to be before the Salinaer and New Era 
causes, permitting courts to consider all the rele*-- 
vant fair use factors, and not just the unpublished 
nature of a work. 
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Mr. Chairman, Senator Simon/ and Membars of tha Subcommittees: 

My name is Taylor Branch. As a journalist and au« 
thor deeply engaged in the writing of a critical work of 
biography and history, I want to thank Senator Simon and 
Chairman Kastenmeier for holding these hearings, which are 
such great importance not only to myself and other writers 
but also for the future of American scholarship. Critical 
histories and biographies are indispensable to a free and 
self-governing people. 

The recent Jalinoer and New Era decisions of the 
Second Circuit have changed what historians, biographers, and 
puuli&hers all understood the law to be; they direct courts 
to consider the unpublished nature of material as the dispos- 
itive factor in any fair use analysis. At presents there is 
not only not a modicum of unpublished expression that can be 
quoted or paraphrased as fair use, but no amount whatsoever. 
I am here to urge you to pass the bills introduced by Senator 
Simon and Chairman Kastenmeier, thus restoring the law to 
what I understand it used to be. 

I have been fortunate to have spent the last eight 
years researching and writing a history of Martin Luther King 
and the civil rights movement. The first volume. Parting the 

waters: America in the Kin g Years, 1954-1963 , was published 

by Simon & Schuster in 1988, and received the Pulitzar Prize 
and the National Book critics Circle Award. I am presently 
working on a companion volume. Pillar of Fire , which will 
cover the yearis from 1964 to King's death in 1963. 

I appreciate and value the protections afforded by 
copyright. My family and I directly benefit from them. But 
along with other authors, I also have an interest in being 
able to write freely, to communicate vividly the ideas and 
truths and facts that I see so that they will be understood 
and appreciated. 

The rules governing what can be quoted or para- 
phrased as fair use directly and dramatically affect what I 
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writ* and what you can read. I had praviously worked on the 
understanding that many factors controlled the extent to 
which I could quote or paraphrase historical sources. But 
now, my editors tell me, there is no amount of unpublished 
material that I can safely quote or even paraphrase without 
obtaining permission from those who participated in the 
events I write about or their heirs. That rule will 
inevitably and unnecessarily impede readers' understanding 
and appreciation of the past. 

The very purpose of Parting the Waters , as the 
Preface explained, was to 



write a history of the civil rights move- 
ment out of the conviction from which it 
was made, namely tiat truth requires a 
maximum effort to see through the eyes of 
strangers • . . I have tried to make bio- 
graphy and history reinforce each other 
by knitting together a number of personal 
stories . . . , By seeking at least a 
degree of intimacy with all of them , . . 
I hope to let the characters define each 
other. 



History is written by weaving together the varied historical 
sources which a writer can find; quoting or paraphrasing at 
modest length from the rich ore of available historical 
sources (regardless of whether they are published, or dissem- 
inated, or unpublished) has always been an essential tool for 
providing intimacy, immediacy , and ambience — i.e. . the 
truth. Such quotations are indispensable to enaL ing 
readers fully to imagine and to understand long-ago events. 



without quoting or paraphrasing, but the harder challenge of 
vividly recreating a period, of animating historical figures, 
high and low, so that their passions and struggles and mo- 
tives come alive, can hardly be met without some direct reli- 
ance on the revealing words and phrases and metaphors used by 
history*.^ participants. Unfortunately^ the telling phrases 
that have no substitutes are not always neatly segregated 



Dry facts can generally be mined from sources 
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into published secondary works or collections of sources. 
More often, they are found in local historical society 
archives, in the records of community or public interest 
groups like local NAACP chapters, or in documents lying in 
libraries or archives or government files* 

My work convinces me ever more strongly that 
unpublished material provides far more than a garnish or 
decoration for historical studies. Such "hidden" materials 
are essential to the heart of the story itself, especially in 
what I have come to call cross-cultural narrative — the 
perceived and unperceived interaction of isolated racial, 
social, or professional cultures. It shocked me to discover 
that Dr. King — far from being the comfortable choice of 
most of his fellow black Baptist preachers — was almost 
literally excommunicated from the national convention in 
which his father and grandfather had established the power of 
the King family. This expulsion was a major blow to King 
personally, and a major turning point in his career, and yet 
not a word of the event appeared in the standard published 
sources, then or later. The world of black preachers was 
invisible to the dominant culture, and therefore even the 
fame of Dr. Kinq could not put this crisis on the historical 
record. To convey the feel of the church controversy, I 
quoted a letter 'rom Wyatt Walker: "The smoke has cleared, 
and evil is once more strongly entrenched upon the throne." 
Under the New Era ruling, it would have been dangerous to use 
the quotation and perhaps impossible to reconstruct the 
episode itself. 

The entire first chapter of Partinti the water^i 
about the background of King's church world as seen through 
the life of Dr. Vernon Johns, was based on unpublished 
materials. This was because Johhs remained — unjustly, I 
believe — an invisible person in published references • 
Nearly the whole texture of black history was lost for that 
period, and required unpublished materials as a starting 
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point* To convey tha sense of the relationship between Dr* 
King and Malcolm X, I quoted only the first three words from 
the brush-off letter Dr. King instructed his secretary to 
write: "Dr» Mr* X**^ To convey one point about the breadth of 
religious discussion in King's student years, I quoted the 
pompous letter of a preacher concerning the eminent 
theologian Paul Tillich (about whom King wrote his Ph.D. 
dissertation): "Tillich is all wet There is no 'being 
itself ." 

In my work experience, such blind spots in the 
published record extended far beyond Dr. King's life* To re- 
create the origins of the Mississippi voting rights project, 
which led five years later to the 1965 Voting Rights Act, I 
quoted the 1960 reply of a young volunteer to Bob Moses, then 
a new student leader: "I cannot believe your letters ... I 
got so excited that things almost happened to my kidneys. 
This voter registration project is IT3" Under the new 
rulings such a letter might well have beer out of bounds. 
Similarly, I may have lost the telling eye-witness reaction of 
John Doar to one of the Freedom Ride beatings in 1961: "Oh, 
there are fists, punching! A bunch of men led by a guy with 
a bleeding face are beating them. There are no cops. It's 
terrible! It's terrible!" Those of you who know the 
taciturn, composed John Doar personally can appreciate how 
revealing this quotation is. It came from the private papers 
of Ed Guthman, who came into possession of notes taken by a 
secretary overhearing a phone conversation between Doar in 
Alabama and Burke Marshall in Washington. Clearing 
permissions for this small bit of unpublished history might 
have been a painstaking chore. 

Precisely because so much of the most compelling 
history lies outside the published records, PartjngJthg 
Watf-tS is studded with quotations and paraphrasings from the 
materials it relies on, especially, I almost hesitate to add, 
unpublished materials. These quotations and paraphrasings, 
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soae drawn from letters, diaries, oral histories, wiretap 
transcripts, tape recordings, and other unpublished 
materials, are short, almost always less than two lines, and 
always credited, but were essential to providing what 
reviewers described as "rich detail" and "vivid presentation" 
and ••compelling portraits*" Their quotation is not a sign of 
piracy, and should not be an occasion for a lawsuit, much 
less for damages or an injunction* 

A rule prohibiting consideration of all four fair 
use factors has the practical effect of prohibiting histor- 
ians and biographers from weaving such quotations into their 
works, and imposes an ^normons cost for no apparent, and cer- 
tainly no sufficient benefit. The only options the courts 
appear to have left are shov/n by the unpleasant choices I now 
face — negotiation with those who control rights in unpub- 
lished historical materials, or self-censorship to avert the 
risk of 'lawsuits and damages. 

Every reader knows that an authorized biography is 
an incomplete biography, and presumptively shaded* Yet it is 
only the critical biography, not the authorized biography, 
that the Salinaer - New Era rulings affect- And those harm- 
ful effects will be longlasting; because a copyright is for 
life plus fifty years, the long hand of the family censor 
will, for many participants of the civil rights struggles of 
the 1950*8 and 1960 's, remain powerful well past the next 
mid-century. I am told by my editors that heiis are already 
using Salinaer and New Era to interfere with biographies 
being written about their antecedents. 

In addition to the costs of bargained-for content 
control are the more prosaic burdens of having to locate and 
gain permission from the holders of rights of works that have 
long reposed in libraries and archives. Not all the holders 
are famous or easy to find. Indeed, mor^t of mine have been 
obscure people. Many are dead, witl scattered heirs. And 
please allow me to stress the logistical nightmares these 
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rulings pose for the research phase of work such as nine. As 
thick as ay book Is — and I acknowledge receiving complaints 
from readers with bruised collar bones — the text and all 
77 pages of footnotes represent only a small fraction of the 
research matei lal collected. At what point should a 
historical writer seek permission for quotation from an 
unpublished iource? Before taking the first notes? Before 
making the irst photocopies from material that may not be 
used? If s }, work such as mine could not be done in a 
lifetime ami would be abandoned in advance. Or should a 
writer wait until a quotation appears in the final draft of a 
book Manuscript, when time pressures and potential 
difficulties in permissions might threaten the substance or 
the pulbishing schedule of a book? 

If letters lodged in archives and research 
libraries written to Martin Luther King or the SCLC, or 
comments by FBI informants lodged in government files 
obtainable under the Freedom of Information Act, cannot be 
briefly quoted or paraphrased without the pe!.inission of the 
writer or his or her heirs, then the difficulty or even the 
impossibility of finding the writers of those letters will 
preclude use of the material* And for what purpose, when 
many of the letters to King or other documents I relied on 
were authored by common people whose wrote without any 
thought of economic gain through publication, and the econ- 
omic value of those letters or documents is simply borrowed 
from King's own fame? 

For all these reasons, I urge you to return the law 
to what it was prior to the decisions in the Salinacr and Hew 
Exa cases, and require courts to consider all relevant fac- 
tors, not just the unpublished nature of a work. To be 
suri!, nre- New Era fair use law did not provide absolute 
clarity or objective guidelines to clearly mark for writers 
(and publishers) how much unpublished material can be pub* 
lished as tair use. But the rules were reasonable and gen- 
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•rally und«r»toc>d, and by paraitting conaidaration ofi all 
tha iaportant J^actora raaultad in a worKabla balanca batwaan 
tha intaraata ot copyright holdara and non-fiction authoro. 
Thay allowad biographara and hiatoriana to quota from or 
paraphraaa unpubliahad aourca matarials, within raaaonabla 
iittita, whila pracluding unfair borrowing, borrowing to euch 
an axtant aa likaXy to causa aconomic harm. By contrast, thi 
Sulinaar - HfiiLEra rula cartainly haa tha marit of clarity, 
but at tha unaccaptabla cost of davastating the writing of 
oontamporary history and biography. 
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Vm SoatL RoaJ 
Bdldmorce, MarjUttJ 21309 



November 20, 1990 



The Honorable Paul Simon 
United States Senate 
CoMftittee on the Judiciary 
Washington, DC 20510-6275 



Dear Senator Sinont 



Please forgive m» for taking so long to reply to your letter 
of October 23, 1990. My only excuse is that I have been out of town 
a good deal on research trips « 

My answers to the four questions submitted by Senator Leahy 
are attached, i hope the ancnrars, though brief, are helpful. Please 
assure Senator teahy and any other Mnbers of your coonittee or 
fj*: ^ would be happy to discuss any additional questions 

that might arise. They may reach me here in Baltimore. 

I enjoyed meeting you at the hearing over the summer, a id hope 
that our paths will cross again. 




Branch ^ 



Taylor Branch 



RevL'lies To Questions 

Submitted By Senator lieahy 



1. I believe that if nonfic;tion historical writers were restricted 
to characterisations ratbyjr th^^n quotations or paraphrases from 
vioApublished wor)cs, it would cripple the practice of such writing. 
Quctationii aXlow personalit;|f to be developed in narrative. Without 
ths.i%i works tend to be vague, -land* lawy«rly, and, in short, 
d«f«t^iLd of precisely the life and .spirit that non-fiction history 
ovt\iht to recaptursr Part of the writer's task is to sift through 
t)iC);N.«ands of pot ntial quotations ir the. hope of finding the right 
comiilaation to bring an h^i' storic^tl p^rftOD or event to life in the 
rMdiir^o; mind. At its best, this pr^x^ess of research, selection, 
end px 4«fontation is an art, and the quot^vicns provide essential 
rater/ To exclude arbitj;.*arily tlAe whcVt range cf unpublished 
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r«souretts~£rott letters, diariei, oral histories, itinutos of 
Motings, tap# recordings, and nuMrous other archival forss — 
vouid, in WY judgmnt, fatally injure ay i^rofession* 

2* 2 don't believe the suggestion of the copyright office ie 
significantly different froa the proposal in Question One above. 
Again, this proposal vould deprive the historical writer of 
eleoMnte and choices essential to the labor of writing historical 
narrative* In that Mnse, neither the copyright proposal nor the 
judgsient of the Salinger case takes into account the traditional # 
sound practicee of historical reo^dxch and writing* 

hm I tried to as^hasise in «y testimony on July 11, I believe 
that the rir^hts of the authore of unpublished Mterials have been 
and can ba pai^oteoted under the concept of "fair use*" The working 
rule that hM guided writers in ay field has been that our work 
should stot derive its value significantly fron any single body of 
quotatiofuCf nor should our work deprive the author of any source 
aaterial ot the aarketability of that work* There's a balance 
here, buV to the degree that any of us borrows too much, or 
trespass^o, or deprives another writer of the value of creative 
efforts, th^n that use is and ought to be unfair* 

3* (a) The suggestion that the unpublished nature of copyrighted 
Mterial« would be taken into account but should not be the sole 
deterelning factor in deciding leather the use of unpublished 
materials is fair appears to be satisfactory* I should stress here 
that norul practice — the collection of voluminous bits of 
quotation from diverse sources unlikely to be published otherwise — 
falls so far from the slightest worry over such infringement that 
the bare protections here seem more than sufficient* In other 
words, my own worka quote from hundreds, if not thousands, of 
unpublished materials, and it has always seemed farfetched to me in 
the extresMi that any one of the named or unnamed authors ^oted in 
historical references could feel that the marketability of his or 
her work has been damaged in the slightent, let alone to actionable 
degree* Like most authors, I feel quite comfortable with the 
intuitive notions of what is and is not involved in "fair use*" The 
reason for our alarm was precisely that the court decisions seemed 
to reach so far in arbitrarily barring all use of unpublished 
material— that is, by ruling that there is no such thing as fair 
use* This prohibition cut the ground from under the fundamental 
practice of non-fiction research. Against this radical departure 
;!rom traditional, common-sense balance, almost <my acknowledgement 
of standard "fair*-use" seems adequate* 



(b) I do not foresee any problems with the approach, because as 
stated above, I think most writers of historical works fall well 
within the aK>st conservative boundaries of fair use* I am not a 
legal technician, however, and I make no claim to foresee or wei :h 
the constructions that couzrts might place on any particular 
language adopted* 



4* (a^ This suggestion provides broader protfiction in that it 
extends basic "fair use" protection beyond works of criticism, 
history and biography. Because it goes beyond my own particular 
uses, I'm not competent to judge what other interests may be 
impacted, %rhether in publishing or technical areas such as computer 
software* Because this protection is broader than that in Question 
Three, it may be preferable to those engaged in other kinds of 
work, but for me and my colleagues in historical %rriting, the 
prot(>ctions in Question Three are sufficient* 

(b) The answer to t!iis question is largely beyond my purview, as 
the problssfcf* that may arise beyond those of question Three (b) 
above woulti seem to fall outside the interests of non*-fiction 
writers • 
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Senator Simon. Mr. Lukas. 

STATBftkENT OF J. ANTHONY LUKAS 

Mr. Lukas. Chairman Sunon> Chairman Kastenmeier, Membere 
of Congrefls, let me tell you a etory. In 1978» I was reeearching my 
last book, ''Common Ground'\ about the intersecting lives of three 
Boston families, one black, one Iri&h, one Yankee. 1 had a himch 
that what drove those faniilies into conflict with one another was 
not just the ruling of a Federal district judge but two centuries of 
American history in which these three groups had been pitted 
against each other in intricate and subtle ways. 

So I determined to track each of my families back as far as I 
could, to County Louth for the Irish McGoffs, to Maine for the 
Yankee Divers, and to Burke County, GA, for the black Tnymons. 

That spring, I drove into Burke County. For several weeks, I la- 
bored in the county land records, trying to find the plantation on 
which Rachel Tw^-mon's ancestors had served as slaves. It was then 
that somebody directed me to a farmer named Ashley Padgett who 
had an interesting sideline, rescuing architectural artifacts from 
crumbling old plantation houses and selling them to Atlanta yup- 
pies. 

For days, Ashley and I tramped the woods and swamps looking 
for that house. Finally, one afternoon, we rounded a bend in the 
river and there, spread out before us, was just what we had been 
looking for; the ruins of a house upon a hill, nestled in a stand of 
pines; the remains of the slave quarters just behind; the slope down 
to the river, just as we had heard it described. 

For one glorious moment, Ashley and I stood trani fixed in that 
clearing in the woods. Then we did a little jig for sheer joy. 

That discovery gave Ashley a notion, and when we got back to 
his house, he called a friend named Phil Greshem who, he now re- 
alized, must be a descendent of the slavenDwning familv. By the 
time we arrived at Phil's house, he had retrieved from the attic a 
box of family memorabilia which he set out on the coffee table. 

With Phil s encouragement, I dove in. In one ledger book, I found 
confirmation that Fannie Walker, Rachel Twymoix'a great grand- 
mother, had, indeed, been the Greshem^s slave. And in a stack of 
yellowing letters, I found a line from one of the senior Greshems 
on the occasion of his nephew's marriage, 2 years after the freeing 
of the slaves. "I am sorry that circumstances are such that I 
cannot give him a Negro,'' Mr. Greshem wrote, '^but I must do the 
next best thing !eft, that is gi^'e him a mule." 

That line, I thought, captured vividly the atmosphere in which 
the Walker clan grew up in Reconstruction Georgia. But if the 
Second Circuit Court of Appeals' decision in New Era Publications 
International v. Henry Holt and Company, Incorporated, had then 
been the reigning precedent, I might never have been able to use it 
in my book. 

Indeed, I ask you to consider how many journalists or historians 
would tramp the woods and swamps, search the land records and 
seek out boxes of family memorabilia if the fruits of their research 
could be so abruptly denied them. Understand me, please; I am not 
pleading, here, merely on behalf of the 6,500 American authors 
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who belong to the Authors Guild, of which I am secretary, nor, 
merely, on behalf of our sister organization, P.E.N., or our cousins 
in the American Historical AMOciation and the Organization of 
American Historians, all four of which organizations have endorsed 
this statement. 

I would suggest to you that the biggest losers are your constitu- 
ents, the people of America w ho, if tms decision remains the guid- 
ing preoraent, will increasingly find fewer works of compelling his- 
tory and biography available in their bookstores and, ultinxateiy, in 
their libraries. 

This is not small matter because history, biography and other se- 
rious notes of nonfiction, are the record of our national experience. 
To be sure, we are dealing, here with countervailing claims. 
Indeed, the Authors Guild has an historic concern with the protec- 
tion of authors' property rights in the area of copyright. 

But, bearing against that interest, is the powerful interest of pro- 
moting the public's store of knowledge, recognized by the framers 
of the Constitution when they proclaimed that copyright was neces- 
sary to promote the progiress of science and the useful arts. 

The second circuit, we believe, has put a heavv thumb on the 
scales of this historic balance, tilting them toward property rights 
and away from the need for intellectual progress. We would ask 
you to restore that bcdance. 

Why is New Era so devastating to serious historical research; be- 
cause it displays a fundamental misunderstanding of the role of un- 

[)ublished materials and responsible scholarship. The very unpub- 
ished materials whose use the second circuit would discourage are 
the essential raw materials of the historian's and biographer's 
work* 

The first commandment of scholar and journalist alike is, "Go to 
the original sources. Get the letters, memoranda, diaries and first 
drafts,' in short, the materials which will reveal character, motiva- 
tion, style, and context. 

The second commandment is, "Show; don't tell." All of us are 
told all our lives, by our parents, our teachers, our bosses, our 
media moguls, dare I say, by our political leaders. Somehow, 
through all this telling, we build up a resistance to things that 
other people assert to be true. That is why showing is so much 
more powerful. 

If I tell the current high school freshman that Adolph Hitler was 
a mad beast, a raging megalomanic, the student may or mav not 
accept what I tell him. But if I ask him to read "Mein Kampr and 
the findings of the Nuremberg Tribunal, if, in short, I show him 
who Adolph Hitler was, I am much more likely to be believed. 

This is the answer to those who say New Era doesn't really affect 
your ability to do your work because you are free to use the facts 
m unpublished materials, only the actual words are foreclosed to 
you. That argument is not terribly persuasive to those of us who 
use words for a living, for we know the terrible and wonderful 
power of words. 

Frequently, the facts in a sentence are less important than the 
way thev are expressed. Take, for example, L. Ron Hubbard's sen- 
tence. The trouble with China is there are too many Chinks 
here." If this quotation was foreclosed, one could, I suppose, para- 
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phrase with somethmg like, "The indigenous population of China is 
too large/' 

But, does anybody really believe that that captures the spirit of 
Hubbard's remark? Or, as Judge Oakes pointed out in New Era, 
one could write, ''Hubbard used a vulgar, derogatory epithet exhib- 
iting snobbish, bigoted disdain for the Chinese/' But that, as the 
judge wisely recognized^ would be at once unfair to the biographer, 
the subject and Uie readership which can, reasonably, demand to 
know, "What did he say? Let us be the judge of whether it was 
vulgar, snobbish or bigoted/' 

The mcgority in New Era seems to prefer tendentious opinion to 
simple evidence. Many of us would disagree. 

Finally, there is still a greater danger lurking in New Era, that 
important ^^res in our national experience, or their descendants, 
will effecti Ay stifle critical work, either in biography or historical 
analysis by withholding the right to make fair use of their unp\ 
lished materials.We cannot believe that that serves the national . ji- 
terest. 

In summary, I urge the committee to adopt the legislation before 
it, restoring a proper balance to our copyright law. Congress need 
not fear that this will lead to rampant invasion of property righte. 
The writers of America are not seeking a license to steal but 
merely the traditional latitude to draw on our national heritage of 
experience and learning. 

Scholarship is a cumulative process, each generation drrwing on 
the experience of those who have come before. 

It would be inappropriate to close this testimony without making 
fair use of at least one published source, in this case Didacus Stel- 
la's famous aphorism, ''A dwarf standing on the shoulders of a 
giant may see farther than the giant, himself." 

Standing on Stella's shoulders, Isaac Newton said, 'If I have seen 
farther, it is by standing on the shoulders of giante." Stending on 
Newton's shoulders, may I say, on behalf of all America's dwarves, 
please don't take our shoulders away. 

[The prepared statement of Mr. Lukas follows:] 
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J. Anthony Lulcas 

8tatra#nt Submitted to thtt Hou«6 SubcoBMittra on Courts, 
Intttllttctual Prop«rty and the AdMinivtration of Justica and 
tha Sana^n Subconnittea on Patents, Copyrights and Tradesarks. 

July 11, 1990 

Mr. Chairx&an and Members of the Congress: 

Let ne tell you a story. In 1978, I was researching 
ny last book, Common Ground ^ about the intersecting lives of 
three Boston families — one black, one Irish, one Yankee — during 
the decade of struggles over school desegregation. 

I had a hunch that what drove those families — and the 
groups of which they were part — into conflict with one another 
was not just the ruling of a federal district judge, but two 
centuries of American history in which they had been pitted 
against each other in intricate and subtle ways. 

So I determined to track each of my three families 
back as far as I could — to County Louth for the Irish McGoffs, to 
Waterville, Maine for the Yankee Divers, and to Burke County, 
Georgia for the black Twymons. 

That spring of 1978, I flew down to Augusta, rented a 
car and drove into Burke County, one of the prime cotton- 
producing counties of eastern Georgia. For several weeks, X 
labored in the county land records, trying to find the plantation 
on which the Walkers — Rachel Twyroon was born Rachel Walker — had 
served as slaves. Finally, I sseroed in on one section of the 
county, where I had reason to believe the plantation had stood. 

It was then that somebody directed me to a farmer 
named Ashley Padgett who had &n interesting sideline: rescuing 
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archit«ctural artifacts fro& cnmbling old plantation houses and 
selling V m to Atlanta Yuppies. People said he knew every 
plantatica house for miles around* For four days, Ashley and I 
tranped Uhe woods and swamps looking for that house. Finally, one 
afternoon, we rounded a bend in the river and there, spread out 
before us, was just what we had been looking for: the ruins of a 
house up on a hill, nestled in a stand of pines; the remains of 
the slaves quarters just behind; the slope down to the river just 
as we had heard it described. For one glorious moment, Ashley and 
I stood transfixed in that clearing in the woods. Then we did a 
little jig for sheer joy. 

That discovery gave Ashley a notion, and when we got 
back to his house, he called a friend named Phil Greshem, who he 
now realized must be a descendent of the slave-owning family. "I 
got this fella from New York I*d like to bring over,^ Ashley 
said. By the time we arrived at Phil*s house, he had retrieved 
from the attic a box of family memorabilia which he set out on 
the coffee table. 

With Phil*s encouragement, I dove in and quickly hit 
paydirt. In one old ledger book, I found confirmation that one 
Fanny Walker — Rachel Twymon»s great-grandmother — had indeed been 
the Greshems^ slave. And in a stack of yellowing letters I found 
a line from one of the senior Greshems on the occasion of his 
nephew's marriage two years after the end of the civil war and 
the freeing of the slaves. "I am sorry that circumstanaes are 
such that I cannot give him a Negro," Mr. Greshem wrote, «but I 
must do the next best thing left, that is give him a mule,<* 
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It MOBed to we that that line captured vividly and 
succinctly tha atrosphere in which the Halker clan grew up in 
Reconatruction Georgia. But if the second Circuit Court of 
Appeals decision in Hew Era Publications Intamational vs. Henrv 
Holt and Coapanv. Inc. had then been the reigning precedent, I 
aight never have been able to use that line in ay book. 

Phil Greshen night have been amenable, but X don't 
think it would have been Phil who held the copyright* Later « I 
was to neet another Greshem who, when he found out that I was 
looking into slavery, abruptly grew frosty and ordered me to 
leave. 

But, ladies and gentlemen, I ask you to consider how 
many journalists and bioc^raphors and historians would tramp the 
woods and swamps of Burke County, Georgia; spend weeks in the 
land records; seek out boxes of old family memorabilia and dusty 
letters f if the fruits of their research could be so abruptly 
denied them. 

But, understand me please. I am not pleading here 
merely on behalf of the 6,500 American authors who belong to the 
Authors Guild, of which I am secretary; nor on behalf of our 
sister organization, P*E.N. or our cousins,^ the thousands of 
historians in the iVmerican Historical Association and the 
Organisation of American Historians, all of which, I understand, 
favor the legislation you have before you. 

Yfis, we are deeply aggrieved by the ruling of the 
Second Circuit. But we would suggest to you that the biggest 
losers are your constituents, the people of America, who, if this 
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ruling is permitted to stand as th« guiding precedent in this 
area# will increasingly find fewer works of conpelling history 
and biography available on their bookshelves and eventually in 
their libraries. 

That is no small matter, I would suggest, because 
history, biography and other serious works of non-fiction are the 
record of our national experience, the story of who we are as a 
people/ where we have come from and where we seem to be going. 

Certainly, I recognize that we are dealing here with 
countervailing claims. Indeed, the Authors Guild— through its 
sister organization, the Authors League — has a historic concern 
with the protection of Authors* rights in the area of copyright. 
Certainly, authors* rights in their own works — published and 
unpublished — need to be preserved through appropriate copyright 
legislation. 

Bat bearing against that interest is the powerful 
interest of promoting the public's store of knowledge. The 
framers of the Constitution specifically proclaimed that 
copyright was necessary to promote "the progress of science and 
useful arts." Since creations of the mind were peculiarly 
susceptible to theft, this seperate property right seems to have 
been developed in order to give creatofe of intellectual 
property sufficent economic security to rdd to public knowledge. 

I would contend that the Second Circuit, in a seriej 
of cases culminating in New Era ^ has put a heavy thumb on the 
scales of this historic balance, tilting them toward property 
rights and away from the need for intellectual progress. Your 
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job is to restore that balance. The legislation before you vould 
accosplish that purpose without infringing on author ^s legitimate 
property interests. 

Mhy is Maw Era so devastating to serious historical and 
biographical research? Because it displays a fundamental 
misunderstanding of the role of unpublished materials in 
responsible schol^^rship, indeed in the %rriting of any serious 
non*-fiction. The very unpublished materials, whose use ttie Second 
Circuit would discourage, are the essential raw materials of the 
historian's and biographer "s work. Yfjs, there are always 
secondary sources to draw on, important works of scholarship by 
earlier writers, who havo summarized and synthesized the subject 
one is addressing. But no serious scholar or journalist can 
afford to rely heavily on secondary sources. The first 
commandment of the scholar and journalist alike is: go to the 
original sources. Get the letters, memoranda, diaries, first 
drafts and subsequent revisions of important documents, in 
short, the materials which will reveal character, motivation, 
style, and context. 

The second commandment is: show, don't tell. All of us 
are ''told'* all our lives. We are "told** by our parents, by our 
teachers, by our bosses, by our media moguls, da^tS I say by our 
political leaders. Somehow, over all those years of telling, we 
build up a resistance to things that other people assert to be 
true. That . } why showing— the dispassionate presentation of 
evidence— is so much more powerful than telling. 

If I tell the current high school student, %rho may 
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knov n«2(t to nothing about Adolf Hitlar^ that th« Fuhror vaa a 
Bad bea»^, a raging n^glomaniac, who vraaXad havoc in tho world 
for mors than a d9cad«^ ths student say or aay not acoapt what I 
tall hixH. But if I a0K him to raad Hain Kainpf ^ tha findings of 
tha Nuranbarg Tribunal^ tha raporta of corr^apondanta who viaitad 
tha concantration canpa aftar tha war^ if in ahort I ahow hin who 
Adolf Hitlar waa^ I an auch aora likaly to ba baliavad. 

This, I think, ia tha anawar to thoaa who say: Haw Era 
doasn't really affect your ability to do your work because you 
are free to use the facts in unpubliahed materials. All tiiat ia 
foreclosed to you are the actual words, tJie node of expression, 
used by the writer. 

But that argument is not terribly persuasive to 
writers. For we who use words for a living know the terrible and 
wonderful power of words. If eyes are ^ hm windows of the soul, 
than words are the windows of the nind. Frequently, the facta 
contained in a sentence are Duch less iaportant than tha way thay 
are expressed, the words a writer chooses to use. As Judge Level 
wrote in his district court opinion in Nr . Era , the value of most 
of the challenged quotations from Bare-Faced rtassiah was 
''precisely in the subject's choice of words — not as a natter of 
literary expression— but for what the choice of words reveals 
about the subejct.** 

Take, for exanple, L. Ron Hubbard's sentence « dealt 
with in New Era itself — "The trouble with chi.^a ia, there are too 
7 Chinks here. 

If this quotation was foreclosed, one could, I suppose. 
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parajkhrasa as follcvs: *^Th<i indiganoav population of China la too 
larya." Doob asr^yono b«llQv<i that does justice to the opirlt of 
Hubbard's r^aiarK? 

Or, as Judge OaXes pointed out In Hev B ra, one could 
write, "Hubbard used a vulgar derogatory aplthet exhibiting 
onobbleh bigoted disdain fcr the Chineee.*' But that, a» th« judge 
recognized, would bo ••at once unf&ir to the biographer, th<e 
subject and the I'eadernhip^ which can reasonably demand to know, 
•*?hat did h« »ay?' I>et U!s b© the judge of whether it was vulgar, 
ffinobbish ox* blgotecS**' 

That la on« of the principal lessons of this whole 
natter, I think. The majority in liliittLJBra seens to prefer 
tendentious opinion to sinple evidence* If the evidence thmugh 
judicious '•fair use** of unpublished nateriala is ^ox^alQmA, many 
writers Hill perforce fall back on bald characterization of the 
work in qvxestlon. Which is more reiyponsibl^f to cull Hubbard a 
bigot or to quote him using a racial ephithet, an<^ let the reader 
ttake up his own uind. 

Finally, there is still a greater danger lurking in ULsh 
]ix:AL that iaportant figures in our national experience, or thcdr 
descendentfl^ will be able to effectively stifle critical work 
either in biogiraphy or historical aimlywiis, by withholding the 
right to make "fair u&e*^ of their unpublished materials* To cite 
a purely hypothetical cltuatiQiri, would it really be in the 
national interest for the granddaughters of John Mitchell or 
Abble Hoffnan — to taP ^ just two figures from our recent paet- 
-to etop retjponslble hi«torians or biographers from K'',/;ing "fair 
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uso" of their grandfathers' papers because they feared the 
resulting works would be less than idolatrous? 

In sunaary, I urge the cosubittee to adopt the 
legislation before it, restoring a proper balance to our 
copyright law, by permitting the sane ^'fair use** of unpublished 
naterials as is now the custom with published materials. 

Congress need not fear that this will lead to rampant 
invasion of writers' or public figiires property rights. The 
writers of America are not seeking a licenme to steal, but merely 
the traditional latitude to draw on our national heritage of 
experience and learning* scholarship is an endlessly cumulative 
process, each generation learning from and revising the lessons 

learned by those who have come before* 

be 

It would/inappropriate to close this testimony without 
making fair use of at least one published source, in this case 
Di^'icus Stella's famous aphorism, ^'A dwarf standing on the 
shoulders of a giant may see farther than a giant himself* ** 
standing on Stella's shoulders, Isaac K.wton said, "If I have 
seen farther, it is by standing on the shoulders of giants." 
Standing on Newton's shoulders* may I say: '^On behalf of all 
America's dwarfs, please dont take our shoulders away." 
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Senator Simon. We thank you both. Let me a^k, have either of 
you talked to authors who have completed works who no^^ have 
had lawyers or publishers who say, ''We may have to have some 
massive revisions here, or substantial revisions?" 

Mr. Bji^NCH. I have not. Authors tend to be rather isolated, I 
have actually talked to Tony more than anyone else, and we have 
wrung our hands because we have both talked to our publishers 
and our editors. But no, I have not talked to many authors. 

Mr. LUKAS. All I can say is that as secretary of the Authors 
Guild, I come into some contact with my colleagues. It is true, we 
are reclusive by nature, but we have shared some of these feelingo 
in our Authors Guild meetings. I would sav that there are substan- 
tial numbers of writers— particularly writers who work the terri- 
tory that Taylor and I work, which I think he accurately described 
as that area between daily journalism and term papers— who have 
been seriously affected by this ruling. 

It is an evolving field. I was very impressed by the three judges 
who preceded us. Obviously, they are men of scholarship and good 
intentions. But I do believe that the second circuit's rulings here, 
whether intended or not, have been truly chilling to the area in 
which we operate. 

Senator Simon. Congressman Kastenmeier. 

Representative Kastenmeikr. Thank you. You are both experi- 
enced writers with already established careers. In terms oi anecdot- 
al evidence. "r>ur own experience, let s say, going back 15 years or 
even, you can go back 20 or 25 years, what v/as your perception of 
accw? that you had to unpublished works; that is to yay, did you 
hi*ve no ^rovble at that time, or was there a difficuHv of clearing 
accesi* aud use of a different sort? 

What I k\^j trying to get is some historic context in u of your 
own expeiience and that of other long-time writers, .r v« of 
why their present experience is so different? Was tho law v 'U- 
ferent 15 or 20 years ago as far as you know? 

Mr. Branch. I think that when you start out in a wnvin^c 
you learn thi territory, it is t just copyright, Primar\j, yo are 
concerned with fairness, privacy, plagiarism. You learn the l / of 
the grounr as to v/hat fair use is over time. You worry t^hom ( oi- 
ing too much, stealing material. 

But you develop a comfort, to some degree, in knowing vhat \e 
boundaries are. The fear, here, is that the ground has beer- c? it m t 
from under you~that a copyright decision has undermined wh/r 
we have come to understand is our vineyard, where we work, . 
unpublished materials. 

All of a sudden, this decision says that these materials e re o 
limits. That is why it has the terribly chilling effect. 

Represantative Kastenmkikr- Assuming you are experiencedv 
similar authors who do historic works and so forth have long f xpe 
rience, how was it different, let's say, 15 years ago? Did you ft^si 
that you had fair us^^ access to unpublished works without any dif- 
ficulty? 

Mr. LuKAS. I would ike to give an example. I started as a daily 
journalise, worked for the New York Times for a number of ye?.j:s 
and, frankly, as a daily journalist, these matters did not concern 
me. 
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When I started writing bookfi— I would like to mention a specific 
book which, I think, would have been devastated b^ a strict pub- 
lisher's construction of the second circuit ruling. It is a wonderful, 
wonderful book by a writer named Stephen Sears about the battle 
of Antietam. Sears has built this marvelous tale through assiduous 
research in the letters both of General M^lellan and his staff and 
all of the generals on both sides and a wealth of letters by privates 
who served in both armies^ by the ordinary soldier. The book is just 
incandescent. 

That book played a significcmt role in my desire to write history 
When I read that book, it never occurred to me that Sears was en- 
joined from using tliese letters to build the rich fabric of the battle 
of Antietam and the Civil War* I was encouraged to hear Judffe 
Miner say that, perhaps, the work of writers of a certain era could 
be exempted from his restriction on fair use. I don't find that in 
New Era. 

So, in answer to your question, I presumed, in reading Sears, 
that Sears and I were free to make fair use of documents like that. 
That is not the way I read the second circuit's opinion. 

Senator Simon. Thank you, gentlemen. 

Congressman Berman? 

Representative Berman. I think you both make a very compel- 
ling case for the legislation, the situation and the chilling effect on 
you without some clarity and some action here, by U3 or by the Su- 
preme Court. But what about the chilling effect on the authors of 
these unpublished works if we do take this kind of action? To what 
extent, if all this is simply open to vour use, to what extent does 
that, prospectively, discourage people from writing memoirs and 
writing letters and giving voice to their own thoughts as freely? 

Mr< Branch. Congressman, as authors, we depend on those same 
protections, too. It appears to me that fair use is its own protection. 
We, certainlj^, don't want anybody to make unfair use of our own 
work, break into my house or Tony's house and take a manuscript 
and publish it as their own. 

But our whole careers are shaped by the belief, the experience, 
that fair use is its own prot^tion, or can be made a full protection. 

Our careers, and I think the careers of a lot of writers who are 
doing similar work in history, such as Robert Caro and Neil Shee- 
han, convince us that it is a rich field and that fair use protection 
allows it to be developed. Without that protection, the evolution in 
that field would be closed off, and people wouldn't go into it. 

So we recommend the legislation. To us, it offers people on all 
sides the protection of fair use and removes the threat that the ex- 
emption of unpublished materials poses to fair use. 

Mr. LuKAS. I would like to lake one point which, I'm sure, has 
not escaped the committees' attention, nere. But let me just say 
that P.E.N, and the Authors Guild are both rather feisty organiza- 
tions which almost never agree. Writers are disputatious people, aJ3 
legislators are. We often have difficulty communicating betwf^en 
these two organizations. 

This is a thorny field, I grant you, but I would suggest to you 
that there is a remarkable consensus congealing herd. Not every« 
body in this room shares it, but not only were P.E.N, and the Au- 
thors Guild able to get together on this, which is quit>e astonishing, 
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but we were able to establish common ground with our two sister 
ox^anixations in the historical field, the two organizations repre- 
senting historians. More astonishing yet, we two authors groups, 
who often disa^pree, were able to establish common ground with the 
publishers, which is a simply astonishing development. 

Mr. Branch. With whom we are always feuding. 

Representative Berman. I take it J.D. Salinger is not part of this 
consensus. 

Mr. LuKAS. No. And, as I heard it today with at least two of the 
distinguished jurists who preceded us. It seems to me that a re- 
markable degree of consensus, notwithstanding the concerns that 
you raised. There are difficulties in preserving the property rights 
of authors and not impinging on free expression for fear that it will 
be printed in an unauthorized way. These concerns need to be ad- 
dressed. 

I surest to you that there is a remarkable degree of consensus 
emerging that something needs to be done. 

Representative Berman. I guess I agree. There are ju st some as- 
pects of this on the other side that it seems to me should be 
brought up and raised and thought about before we vote on this. 

Senator Simon. If I could just ask one softball fmal question; if 
we err, we should err on the side of the freedom; right? 

Mr. LuKAS. We're for freedom. 

Senator Simon. We thank you both, very, very much, for your 
testimony. 

The next panel consists of Mr. Floyd Abrams of Cahill Gordon & 
Reindel of New York; Barbara Ringer, former U.S. Register of 
Copyrights; Jonathan Lubell of Morrison Cohen Singer & Wein- 
stein in New York. 

Mr. Abrams, if we can call on you and, again, we will enter the 
full statements of the witnesses in the record. If we can limit you 
to 5 minutes in your statements, we would appreciate it. 

PANEL CONSISTING OF FLOYD ABRAMS, ESQ., CAHILL GORDON 
He REINDEL, NEW YORK, NY; BARBARA RINGER, ESQ., FORMER 
II.S. REGISTER OF COPYRIGHTS, LIBRARY OF CONGRESS; AND 
JONATHAN W. LUBELL, ESQ., MORPISON COHF^' SINGER & 
WEINSTEIN, NEW YORK, NY 

Mr. Abrams. Thank you. Senator Simon. I appear today on 
behalf of and to express the concern of the American Historical As- 
sociation, the Organization of American Historians, the National 
Writers Union, the Authors Guild, P.E.N. American Center and 
the Association of American Publishers about the current legal sit- 
uation that exists in this area and their support for this proposed 
legislation. 

I thought that I would deviate entirely from my prepared testi- 
mony and just try to offer you a from-the-l^al-trenches vision of 
how the current law works and why, in my view, at least, the new 
legislation would be desirable. 

We live under a system which has four factors which judges look 
to to determine if a use is fair or not when somebody quotes ex- 
preesion from someone else. The vay it has worked in the field, in 
the trenches, in the courts, is that the moment a judge determines 
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that a work that is quoted from is unpublished^ the second factor^ 
the nature of the copyright work, is deemed to havt been won, as it 
were, by the plaintilf and lost by the defendant who has been quot- 
ing from the work. 

And so one starts out, in any case, these days, involving quota- 
tioR: from unpublished work, losing from the side that I tend to be 
on, losing on factor two which the second circuit in the Salinger 
case called a factor they look to with ''special emphasis,'' and 
losing as well, and almost immediately, on factor four which the 
courts have said, over and over again, is the most important factor, 
the single most important factor, the impact on the marketplace 
because what the coutts have done is move from factor two to 
factor four and to conclude, from the combination of them both, 
that, therefore, on that basis, and without more, that there is copy- 
right infringement. 

So the bottom line about the legal system today is that we oper- 
ate under a stacked deck, if I may mix my metaphors, with respect 
to any determination of fair use with respect to any use of unpub- 
lished works. 

We at the bar who practice in this area, therefore, know what we 
have to tell clients. And we are not misreading the law. We are not 
hysterically overreacting to the law. We are not risk-averse to the 
point that we are simply timidly avoiding any potential of risk. I 
assure you, publishing lawyers do not make a living by telling their 
clients "no." It is their role to try to find a way to get things pub- 
lished, not not published. 

But the current regime of copyright law has led to a situation 
where the answer, again and again and again, of the lawyer that 
examines a forthcoming biography, a forthcoming work of history 
or the like is: 

ThiB IB a problem. This is unpubliBhed. You are quoting from an unpubliflhod 
letter. You want to quote from an unpublished diary. You want to quote from the 
entire range of materials Mr. Branch set forth earlier. You publish at your peril. 

So we live under a regime, today, in which, for these reasons, be- 
cause of the case law that currently exists, virtually every biogra- 
phy has to be read with enormous care and, too often, with an 
effort at sanitizing it. 

That is a sad result. It is an unnecessary result. It is, in my view, 
a result of the combination of cases, not one case from the "second 
circuit, but the Nation case plus the Salinger case plus the New 
Era case together which have sent a very clear message to the pub- 
lishing community which they understand, and which they under- 
stand to be, "You can't print thiit.'' 

So we come to you, today, as people who think that we know how 
to hear the music as well as the words of judicial decisions to ask 
you to change that, to deal with that problem. We think what we 
ask of you is a modest request, a small change in language, but we 
think it is a verv important one and we urge it on you. 

A fmal thought, in 30 seconds; much of what has been said today 
on the other side has suggested, at least inferentially, that if this 
legislation passes, it will be open season, that anything will go. Not 
80. We talk only here about allowing judges to apply fair use prin- 
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ciples to unpublished workfl» not to allow unlimited quotations, not 
to allow ripoffs of works which have not been published. 

So, with that in mind, I do urge you to adopt the legislation and 
I look forward to your questions. 

Senator Simon. Thank you very much. 

[The prepared statement of Mr. Abrams follows:] 



ERIC 

38-636 0 - 91 -7 



186 



Stat«ment of Floyd Abrama 
before a joint hearing of the 
House Committee on the Judiciary 
Subcommittee on Courts, Intellectual Property, 
anc* the 
Administration of Justice 
and the Senate Committee on the Judiciary 
Subcommittee on Patents, Copyrights and Trademarks 
July 11, 1990 



ERIC 



187 



Mr. Chairman and distinguished committee members: I 
appear, at your invitation, to testify in support of the adop- 
tion of S. 2370 and K.R« 4263, legislation dr^signed to assure 
that fair use principles are applied to unpublished as veil as 
published vorkt^. I appear to express the concern of and sup- 
port for this legislation of the American Historical Associa- 
tion, the Organization of American Historians, the National 
Writers Union, the Authors* Guild, inc., PEN American Center 
and the Association of American Publishers. I appreciate your 
invitation, and am delighted to have the chance to testify 
before you. 

I have nore than once encountered the topic of these 
hearings in litigation on behalf of clients: I was counsel to 
The Nation in the unsuccessful defense of their position in 
Harper Row v. Nation As sociates ^: I represented Random House, 
Inc. in their unsuccessful effort to persuade the Supreme Court 

to grant a writ of certiorari in the case brought against it by 

2 

J.D. Salinger ; and I, togeth^-r with Professor Leon Friedman, 
unsuccessfully urged the Supreme Court on behalf of PEN Ameri- 
can Center and the Authors Guild lnc», as amici curiae , to 



471 a.S. 539 (1964). 

Salinger v. Randon^ House, inc .. 8il r.2d 90 {2d Cir. 
1987), cert, denied , 484 U.S. 890 (1987). 
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grant a writ of certiorari in the case of Kev Era Publications 
JJLK* V, Henry Holt & No one with the won- loss record 

•reflected in these cases could fail to be described as an 
expert in this area. I hope, however, you will indulge m \ 
the assumption that in other areas of law I have occasionalxy 
done better* More chan th&t, I hope you will agree with me 
that the legislation about which these hearings center should 
be adopted. 



area did not *rise overnight. It is not the product of one 
litigation or of one ruling, and certainly not the views of any 
onfi judge. To seme degree, it arises from the language of 
Section 107(2) of the Copyright Act itself; that section states 
that "the nature of the copyrighted work" shall be one factor 
to be taken into account in determining if a use of another's 
expression was "fair.** What is it talking about? The nature 
of the work in the sense of a biography or a cookbook? A poem 
or a musical composition? The fact that a work is predomi- 
nantly factual? Or whether the quoted-from work was previously 
published or unpublished? 



873 P. 2d 576 (2d Cir. 1989), reh'q denied en ba_nc , 884 
r.2d 659 (2d Cir.), cere , deni ed, 110 Sup. Ct. 1168 
(1990). 



The need for the adoption of new legislation in this 
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Prior to the Supreme Court's ruling in the Nation 



case, the reXevance of the unpublished character of a work was 

hardly clear. With the abolition in 1976 of publication as 

what the House Report characterized as the **dividing line 

between conunon law and statutory protection and between both of 

4 

these fovms of legal protection and the public domain,** the 
argument was certainly plausible that the determination of fair 
use, as well, was not to be made based upon the published or 
unpublished status of the work at issue. So was the competing 
contention that, as a Senate Report observed, **[t}he applica- 
bility of the fair use doctrine to unpublished works [remains] 
5 

.arrowly limited." 



opted for the second view, concluding that **under ordinary cir- 
cumstances, the author's right to control the first public 
appearance of his undisseminated expression will outweigh a 
claim of fair use.** 471 U.S. at 555. Two years later, in 
Salinger , the Court of Appeals for the Second Circuit concluded 
that unpublished works **normally enjoy complete protection 
against copying." And in the still more recent ruling of the 



H.R. Rep. No. 94-1476, 94th Cong., 2d Sess. 129 (1976). 
S. Rep. No. 94-473, 94th Cong., 1st Sess. 64 (1975). 



In its ruling in the Nation case, the Supreme Court 
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Court of Appeals in the Mev Era case, the Court of Appeals con- 
cluded that publication of even "a small • , . body of unpub- 
lished material cannot pass the fair use test, given the strong 
presumption against fair use of unpublished work." 873 F.2d at 
583. 

These rulings have had enormous practical as well as 
theoretical impact. As a result of the rulings, history cannot 
now be written, biographies prepared, non-fiction works of 
almost any kind drafted without the gravest concern that even 
highly limited quotations from letters, diaries or the like 
will lead to a finding of copyright liability and the conse- 
quent issuance of an injunction against publication. Subjects 
of biographies and tlieir heirs have been provided a powerful 
weapon to prevent critical works from being 'Published. They 
have used it unsparingly. Authors have be«n obliged to charac- 
terize — without quoting, without paraphrasing — what their 
subjects have said, thus making it impossible for rea lers to 
pass judgment for themselves aoout the nature of what was, in 
fact, said. So acute is the concern wrought by these rulings 
that Arthur Schlesinger Jr. has observed, "[i]f the law were 
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thls way when 1 wrote the three volumes of Thf A^^ 9l 
Roosevelt . I might still be two volumes short." 

At the risk of belaboring the point, allow me to 
guide you on a brief trip through current legal doctrine. In 
The Mat ion , as I have said, the Supreme Court declared that 
"under ordinary circumstances" a claim of fair use would not be 
sustained as regards an unpublished work. 471 U.S. at 555. 
That determination, as later construed and applied by the Court 
of Appeals for the Second Circuit, has made it all but impos- 
sible for alleged infringers to meet the four-part test that, 
according to Section 107, a court must consider to determine 
whether or not a use was fair. Enacting this bill into law 
will eliminate that nearly insurmountable presumption against a 
finding of fair use while still leaving the courts free to 
engage in a detailed examination of what use is and is not 
fair. 

The Nation case included a crucial and lengthy pre- 
liminary discussion explaining why uses of unpublished works 
find less favor under the Section 107 factors than uses o' pub- 
lished works. The Court noted, citing an earlier decision, 
that the grant of copyright monopoly is "'intended to motivate 



6 Newsweek, December 25, 19B9, p. 80. 
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the creative activity of authors and inventors by the provision 
of a special reward, and to allow the public access to the 
products of their genius after [a] limited period of exclusive 
control has expired.'" 471 U.S. at 546, citinq Sony Corp. of 
^grica V. Universal Citv Studios, inc .. 464 U.F. 417, 429 
(1984). The Court declared that a holder of a copyright pos- 
sesses a special right first to publish his work, But whereas 
Section 106(3) of the Copyright Act sets forth that right as 
one of those possessed by a copyright owner (and thus, presum- 
ably, subject to fair use under Section 107) the Court went far 
toward elevating the right of first publication to being the 
Act's most significant right. 471 U.S. at 553. It observed 
that the purpose of the copyriaht clause was "to increase, and 
net to impede the harvest of knowledge." ^71 U.S. at 545. It 
then presumed that the crucial economic incentive to create lay 
in retaining the right to disseminate to the public one's own 
work and that allowing liberal fair use would rob a copyright 
holder of the ':ommercial value of that right. Thus, it forged 
a crucial link between the right of first publication and the 
purpose served by the copyright clause maintaining an incen- 
tive to produce works of artistic and intellectual genius. 9ut 
in so doing, the Court seemed to suggest that a historian or 
other scholar can use unpublished material fairly only in the 
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most extremely limited circumstances « Ittst the purpose served 
by the copyright monopoly be transgressed. 

Recall now the four factors considered by a court to 
determine fair use: (1) the purpose and character of the use; 
(2) the nature of the copyrighted work; (3) the amount and sub- 
stantiality of the portion used in relation to the copyrighted 
work as a whole; and (4) the effect of the use upon the poten- 
tial market for or value of the copyrighted work. Citing the 
Nation 's preliminary discussion emphasizing tne limited circum- 
stances in which use of unpublished documents is protected by 
fair use, the opinions of the Second Circuit have "n'aceEdl 
special emphasis" on the second factor — the nature of the 
copyrighted work. Salinger , 911 F.2d at 96. As read by the 
Second Circuit, then, The Nation requires the courts to make a 
redundant and, from the point of view of the secondary user, a 
loeded inquiry. A court must place "special emphasis** upon the 
second factor; if a work is unpublished, the alleged infringer 
will, in the ordinary course and for that reason alone, lose on 
the second factor; and if the accused loses on the second fac- 
tor, then he or she is well on the way to losing the case. 

From an adverse decision on the second factor, it is 
a natural — almost inevitable — step under current law for a 
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court to find against the defendant on the fourth factor, i,he 
effect of the use on the market for the copyrighted work — 
which the courts have consistently concluded is "the single 
most important element of fair use," Nation , 471 U.S. at 566. 
Since the crucial preliminary question is whether the copyright 
holder has in fact exercised the right to publish, any dissemi- 
nation before he does so will by definition interfere with a 
writer's opportunity initially to publish. In Salinger , for 
example, the Second Circuit noted that "the impairment of the 
market seems likely [because tlhe biography copies virtually 
all of the most interesting passages of" Salinger's unpublished 
letters. All F.2d at 99. It is not coincidental that in nei- 
ther case interpreting the K at ion has the Second Circuit not 
found some impairment of the market, ^nd so, the fact that a 
work is unpublished leads speedily — and dangerously easily — 
to a ruling by rote in favor oC the plaintiff on the critical 
fourth factor. With this victory in hand — the second factor 
plus the "most important" fourth factor — the plaintiff cannot 
lose. And the plaintiff does not loso. 

Something is missing from this analysis. Is it not 
possible to distinguish between kinds of appropriations of 
unpublished material? Surely a difference exists between the 
writer who quotes extensively from previously unpublished poems 
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simply to take advantage of particularly mellifluous expression 
and the historian who quotes the expression because it is nec- 
essary to explain the nature of the poet's literary contribu- 
tion. Surely, the effect cn the market of the unpublished 
material is considerably n[\ore pronounced in iha former case, 
where the reading public first glimpses everything in and of 
itsftlf, than in the latter case, where the public vi«ws the 
unpublished expression as central to an iridependant work of 
criticism* Under the lav currently being enforced, courts sim- 
ply do not ask these questions* 



recent fair use rulings allow the quotation of at least 25ome 
unpublished material. For example, in his opinion denying a 
petition for a rehearing of New Era , Judge Miner responded to 
critics of the Court's original conclusion with the observation 
that "there is nothing in the [ New Era ] majv-ity opinion that 
suggests** certain small amounts of unpublished expression would 
not constitute fair use. 884 F.2d at 661. Judge Newman, the 
author of the Second Circuit opinion in Salinger , asserted, in 
support of reconsidering New Era , that the doctrine of fair 
use permits some modest copying of an author's expression in 
those limited circunstances where copying is necessary fairly 



There have, to be sure, been some iudication^ that 
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and accurately to report a fact set forth in the author^s writ- 
ings." Id. at 663. 

But these words do not solve the problem. Any fair 
use analysis involves inherently unquantif iable judgments. The 
question of how much use of another's expression is too much 
will be with us as long as the concept of fair use itself is 
with us. But witn the addition of the concept that virtually 
any use of expression from unpublished works is unfair, any 
delicate balancing process has been undone. 

Although the Second Circuit decisions have exacer- 
bated the situation created by this portion of the Nation rul- 
ing, the central problem — the problem addressed by these 
bills — remains the strong presumption against finding fair 
use for unpublished material articulated in the Nation case 
itself. I do not come before you, then, sirnly to ask for the 

supposed "overruling** of dicta in the Second Circuit's New Era 

7 

opinion, as one commentator has advised this committee. 
Instead, what needs rethinking and a legislative response — 
is the very analytical framevork of this issue that insists 



Letter from Jane C. Ginsburg to Representative Robert 
Kastenmeier 3 (June 25, 1990) thereinafter Ginsburg 
letter] . 
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that the unpublished character of a work should weigh heavily 
against any quotation from it being deemed fair. 

Why should this be so? Why should it be so at all? 
In some circumstances, the unpublished character of, say, a 
quotrd-from poem or essay about to be publiahed may well gravi- 
tate against a finding of fair use. But why should the disclo- 
sure of the "smoking gun" quotation from a letter written by a 
corrupt political leader even be presumed to be unfair? Why 
should Robert Caro's use of any quotations from the papers of 
Robert Moses in Caro's preparation of his critical ~- and 
Pulitzer-Prize winning — biography, "The Power Broker," be 
deemed presumptively unfair? Why should James Reston, Jr., the 
author of a recent biography of John Connolly, have hac to 
limit significantly his use of letters written from Mr. 
Connolly to P»'esidcr.t Lyndon B. Johnson because (as Reston 
wrote) "no author could bear [the] risk" that any such use 
would now be deemed unfair? Why should Bruce Perry, the 
author of a forthcoming biography of Malcolm X, nave been 
forced to delate "a great deal of material" from letters of his 
subject which are essential to conveying his character because 



8 Letter from James Reston, Jr. to Arthur M. Schlesinger, 
Jr., quoted in Brief Amici Curiae of PEN American Center 
and the Authors Guild Inc. in Support of Petition for Cer 
tiorari (No- 89-869). 
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of threats from his widow that she is '^quite concerned^ about 

9 

the biography being '^ritten without her consent? Why, as 
well, should Victor Kramer, a lite;'ature scholar who has been 
working on a biography of James Agee, thus far have been simply 
unable to publish his work because of opposition by the execu- 
tor of the Agee estate?^^ The problem lies with the presump- 
tion itself, not with any particular judicial application of 
it. 

In the end, the presumption against any use of unpub- 
lished expression being deemed fair misapprehends the way his- 
torians, biographers and others go about their efforts* Judge 
Leval made thi^ point eloquently: 

First, all intellectual creative activity is in part 
derivative. There is no such thing as a wholly original 
thought or invention. Each advance stands on building 
blocks fashioned by prior thinkers. Second, important 
areas of intellectual activity are explicitly referential* 
Philosophy., criticism, history, and even the natural sci- 
ences require continuous reexamination of yesterday* s 
theses. 

Quoting or paraphrasing expression often is the key to this 
enterprise* It creates understanding, not simply dry 



^ Letter from Bruce Perry to Senator Paul Simon iJuly 4, 
1990). 

^0 C hfoniclq of Higher Education . April 18, 1990, p, A48. 
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knovledge. It allova us to appreciate inference^ to explain 
nuance. It allows us to probe the state of mind of historical 
figures. Creating a foreboding and legalistic presumption 
against this sort of enterprise harms our understanding of our- 
selves and thus fails to fulfill the purposes of the copyright 
lavv As long as the far ''narrower standard" for unpublished 
documents remains, a court's four-factor inquiry will always 
complete itself before it begins. The chance that a use of 
unpublished works will be determined to be ''fair'* will be slim, 
at best — and, more often, non-existent. 

Informed criticism, history or biography takes years 
to create. Those who do so serve all of us by their efforts* 
With increasing frequency, those who write these works have 
been constrained in their efforts, threatened by a body of lav 
that has rigidly enforced a legal proposition that inhibits 
scholarship by chilling the publication process itself. The 
bills before you will go far ^o ending that chill by permitting 
the weighing of particular uses against the assuredly signifi- 
cant copyright owner's right to be the first disseminator of 
his private work. I do not for a moment suggest that the right 
of first publication and the commercial value that flows 
from it — is not important or that it should not play a large 
part in a court's fair use analysis. But by eliminating a 
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general presumption which so disfavors the use of unpublished 
expression that virtually all non-fiction writing has been put 
at peril, these bills will serve us all. 

Copyright Injunctions 

There is an additional disturbing element of this 
jurisprudence that I would like to address: the rather promis- 
cuous way in which courts issue injunctions for violations of 
the copyright laws. In the context of unpublished expression, 
my concerns are even stronger. 

In SaXinoer . Judge Newman concluded that if a biogra- 
pher "copies more than minimal amounts of (unpublished] expres- 
sive content, he deserved to be enjoined.* 811 F.2d at 96.^^ 
Based upon Judge Newman's lang\iage, the majority opinion in New 
E£4 declared that "[sjince the copying of *more than minimal 
amounts* of unpublished expressive material calls for an 
injunction barring unauthorized use . • . the consequences of 
the district court's finding [fhat a small, but more than neg- 
ligible, amount was unfairly used] seem obvious." 673 F.2d at 
584. Explaining his views in his response to the motion for 



Judge Newman later explained in his dissent from the deci- 
sion not to rehear the New Er a case, the "sentence from 
Salinger was concerned with the issue ol *"'ringement, not 
the choice of remedy* 884 F.2d at 663 n.l. 
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rehearing, Judge Miner made plain that "under ordinary circum- 
stances" use of more than minimal amounts requires an injunc- 
tion* 884 F*2d at 662* 

In my view, both the language of the Salinger and the 
New Era rulings are consistent with the law that has generally 
existed in this area* It is perfectly accurate for Judge Miner 
to conclude that at least under "ordinary circumstances" 
injunctions routinely follow findings of copyright liability* 
So they have* But should they? 

I start with the proposition, not unknown in First 
/jnendment law, that injunctions on books are generally anathema 
to a fr45e society* Prior restraints are generally viewed "as 
the most serious and least tolerable infringement on First 
Amendment rights*" Nebraska Press Ass*n v» Stuart . 427 U*S* 
539, 559 (1976)* We do not permit prior restraints ir* libel 
cases, no matter how persuasively a plaintiff demonstrates harm 
caused by the intended speech* The Supreme Court, to this 
date, has never held constitutional any prior restraints on 
publication by a newspaper* Why, then, are we quite so willing 
to interpret copyright lav to require even the near-automatic 
issuance of an injunction against the publication of a book 
which includes in it some infringing material? If the First 
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Amendment prevented a court from enjoining the entire Pentagon 
Papers, notwithstanding the national security concerns '"Ited by 
the government which were explicitly accepted by a majority of 
the Court, why should selective unpublished quotations used in 
a significant piece of history or scholarly criticism routinely 
be subjected to the literary equivalent of capital punishment 
known as an injunction? 

I suggest no more than that, at the least, courts 
should weigh carefully what remedy should be awarded even after 
a finding of infringement. Enjoining publication of a book is 
serious, and ritualistic incantation of the availability of 
injunctions in copyright cases makes it no less so*^^ I thus 
agree with the views of Chief Judge Oakes in his opinion in New 
Era i in which he said that "a non-injunctive remedy [often] 
provides the best balance between the copyright interests and 
the First Amendment interests at stake** in any g\ven case« 873 
r.2d at 597. 

On one level, enacting this bill into law should go a 
long way toward reducing the number of nearly automatic 



Not insignificantly, the Copyright Act implicitly repudi- 
ates the automatic issuance of an injunction. It provides 
simply that **any Court . . . may • . . grant temporary and 
f inal injunct ion. ** (emphasis' suppl ied) 
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injunctions by reducing the number of infringement claims 
against publishers and authors who make selective use of unpub- 
lished! expre.^sion. But the injunction issue cuts deeper. I 
join other commentators in urging Congress formally to request 
the Copyright Office to evaluate how frequently and with what 
justification courts issue injunctions against nublishers and 
authors in infringement cases. The Copyright Office should 
submit to Congress the results of its findings and Congress 
should review those findings, reflecting carefuUv on the pro- 
found implications for the First Amendment they may suggest. 

The Berne Convention 

The proposed amendment provides the additional bene^ 
fit of bringing our copyright law more in line with the inter- 
national copyright standards set forth in the Berne 
Convention. It has been argued before this Committee tb I 
the amendment is somehow incompatible with the Berne Conven- 
tion. As I will indicate later, it appears on the contrary 
that passage of this bill may well be a major step toward com- 
pliance with our international obligations. 

13 Berne Convention for the Protection of Literary and Artis- 
tic Works, Paris Act of June 24, 1971 [hereinafter Berne 
Convention] . 

SSl Ginsburg Letter 4. 
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Before reaching that issue, however, I start with a 
far easier one: whether, and to what extent, our adherence to 
the Berne Convention resTiricts the ability of the Congress to 
amend American copyright law. The Berne Convention Implementa- 
tion Act of 1988^*^ makes plain that the Convention is "not 
self-executing."^^ The Act further states that "(t]he obliga- 
tions of the United States under the Berne Convention may be 
performed only pursuant to appropriate domestic law."^^ 
Finally, the Convention itself gives authors protections '*in 
countries of the Union other than the country of origin** of the 
work.^® What all this boils down to is the following: the 
Berne Convention is not American law; the Berne Convention can 
be followed only by applying American law; and the Berne Con- 
vention simply does not apply to American authors filing claims 



15 Pub. L. No. 100-568, 102 Stat. 2853 (1988) (hereinafter 
Implementation Act] (codified as amended in scattered sec- 
tions of 17 U.S.C. ) . 

16 i^. s 2(1), 102 Stat, at 2853. 

17 jjj. S 2(2), 102 Stat, at 28*3. 

18 Berne Convention, art. 5(1). The "country of origin" of a 
work is determined according to elaborate rules set forth 
in the Berne Convention, art. 5(4). 
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in American courts for their unpublished works or their works 
published in the U.S.^^ 



The Berne Convention, in any event, employs a "^fair 

use" scheme similar to our own: it gives an exclusive right of 

2 0 

reproduction to the creator of a work, but permits reproduc- 

21 

tion by others for certain purposes. The Convention 



^5 See Final Rgpoct of the Ad Hoc working Group on U_tS^ 

Adherence to the Berne ConventiOD , 10 Colma.-VLA J.L. C> 
Arts 513, 516-1709867^ Se e also 3 M. Hiinmer & 
D. Nimmer, Copyright S 17.01Tb], at 17-8 (1989) (protec- 
tions provided by Convention are " minimum standardtsl , 
which the United States must accord to Convention claim- 
ants but need not make available to Americans"); S. 
Ricketson, The Berne Convention for the Protection of Lit- 
erary and Artistic works: 1886-1986 , S 5.71, at 212 
(1987) ("For his unpublished works, an [American] author 
receive: in [the U.S.] the protection of [American] law, 
but none of the rights 'specially granted' by the 
Convention. " ) . 

For their works published abroad in a Berne Union member 
nation, American authors filing a claim here would receive 
both domestic lav protection and Berne protection. See S. 
Ricketson, S 5.71, at 212. Their Berne claims, like t^ie 
claims of foreign nationals whose works are published 
abroad, might be unenforceable if our lav did not support 
the claim. This is because Berne is given effect here 
only under our lav. See Implementation Act S 3(a). 

20 17 U.S.C. S 106(a), (c) (1982); Berne Convention, art. 
9(1) . 

21 Sm 17 U.S.C. S 107 (1982); Berne Convention, arts. 9(2) 
(general exception), 10(1) (use of quotations), 10(2) (use 
in teaching), 10bis(2) (use for reporting). One provision 
permits reproduction of published articles without employ- 
ing a fair use analysis. See Berne Convention, art. 
lObis(l), 
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explicitly declares that "[i}t shall be a matter for legisla- 
tion in the countries of the Union" to define 'hose "certain 

22 

special cases" in which reproduction is allowed. 

The purpose of this scheme, as elaborated in the 
leading treatise on the Berne Convention, has a familiar ring 
to American ears: 

"[Tlhese might be described as instances when it 
is considered that the 'public interest' should 
prevail against the private interests of 
authors. ... In truth, 'public interest' is a 
shifting concept that requires a careful balancing 
of competing claims in each case, "23 

The members of the international copyright community 



perform this careful, fact-dependent, case-by-case equitable 

24 

analysis by instructing their courts to consider Aeveral fac- 
tors. These include tb« following: 



22 Berne Convention, art. 9(2). 



23 s. Ricketson, S 9.1, at 477 (1987). Ssl alfo World Intel- 
lectual Property Organization, Pub. No. 615(E) , Guide to 
the Berne Convention S 10. 1» at 58 (1978) [hereinafte; 
Gyide l ("[TlheLl aim tof limitations on the exclusive 
right] is to meet the public's thirst for information."). 



24 



See > e.g. > Gujde, S 10.4, at 59 ("The fairness or other- 
wise of what iS done is ultimately a matter for the 
courts. • . ."). 
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(1) the reproduction should ''not conflict with a 

25 

normal exploitation of the work"? 

(2) it should "not uni*easonably prejudice the 

26 

legitimate interests of the author**? 

27 

(3) it should be ''compatible with fair practice"? 
and 

(4) the extent of the use should be ''justified by 

28 

the purpose.** 

Eoth American law and the Berne Convention express an 
interest in preserving an author's "property interest in 
exploitation of prepublication rights." Prior to 1976, our 
law did so, in good part, by erecting a wall between published 
and unpublished works. The Berne Convention, on the other 
hand, directs courts to consider an alleged infringement of 



25 Berne Convention, art. 9(2). 

26 icl. 

27 ifl., arts. 10(1), (2). 

20 i^. 5m also id., art. 10bis(2) ("[T]o the extent jus- 
tified by the informatory purpose."). 

29 Nation , 471 U*S. at 555. 



2/ 



ERJC 



208 

-22- 

that interest in exploitation of the work as part of the fair 
use equitable analysis* 

Nowhere in the Berne Convention has the international 
copyright community categorically excluded unpublished works 
from a fair use analysis* There is no published v. unpublished 
distinction in the Berne Convention's fair use scheme* To 
abolish such a distinction in our law would make American law 
more not less compatible witli the Berne Convention. 

The explanation as to why American copyright law dif- 
fers from international copyright law in this regard appears 
straightforward. Our Copyright Act gives an author the right 
"to distribute copies ... of the copyrighted work."^^ That 
right includes "a distinct statutory right of first 



30 17 U.S.C. S 106(3) (1982). 
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31 

publication,"^"^ The Berne Convention does not recognize such a 

32 33 
general right, ^ though it has lately considered doing so. 

Where we have strayed from the international consen- 
sus is in how to consider this right of first publication in 
the fair use balance. The courts have treated this right as 
"inherently different," from other statutory rights. The 

result is that, for unpublished works* "the balance of equities 

35 

in evaluating ... a claim of fair use inevitably shifts." 

On the other hand, the Berne Convention puts no such 
heavy thumb on the equitable scale. The Convention's basic 
right of reproduction is directly limited by a fair use 



3^ Nation . 471 U.S. at 552. 

See S. Ricketson, S 8.48, at 409. The Convention does 
provide for a right of circulation in certain limited cir- 
cumstances. Sftt Berne Convention, art. 14(1) (right of 
distribution of cinematographic adaptations and reproduc- 
tions), art. 14ttr (optional provision conferring right to 
interest in sale of work subsequent to first transfer of 
the work by the author), art. 16 (right of seizure of 
infringing copies); see also S. Ricketson, S 8.42, at 403. 

33 S, Ricketson, SS 8.47-B.4B, at 407-09. 

3* Nation . 471 U.S. at 553. 

35 Id. 

36 gj^ Berne Convention, art. 9(1). The exclusive right of 
reproduction is considered the central right. S. 

Footnote continued on next page. 



ERIC 



210 



-24- 



analysis without rtgard to whether tht work is published or 

37 

unpublished. Further, when the Convention most recently con- 
sidered enacting an explicit right of first publication, it did 

38 

so in the context of that basic right of reproduction. Even 
if our law were exactly the same as the Berne Convention in 
this respect, the Convention would grant no special status to 
unpublished works; an unadulterated fair use analysis would 
still apply. The bottom line is that the wall our law has 
built between published and unpublished works is neither recog- 
nized nor endorsed by the Berne Convention. This proposed leg- 
islation would tear down that wall and harmonize our law with 
the Berne Convention. 

Much has been made in statements before this 

19 

Committee of a single phrase embedded in the broader Berne 
fair use scheme. That phrase is "lawfully made available to 



Footnote continued from previous page. 

Ricketson, S 8.6, at 369 (characterizing art. 9(1) as "the 
general right," and the other rights, including the enu- 
merated limited distribution rights, as "its deriva- 
tives")? Guide , S 9.1, at 54 (characterizing the right in 
art. 9(1) as **the very essence of copyr ighf* ) • 

37 S. Ricketson, SS 9.16-9.17, at 488-89. 

3^ Sfilid.* SS 8*47-8. 48, at 407-09. 

3^ See > e.g. , Ginsburg Letter 4* 
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the public," and it describes the works from which quotations 
can fairly be made.*^ From this phrase, all sorts of restric- 
tions have been read into the Berne Convention's fair use pro- 
visions and laid before this Committee. You have been told 
that for any use to be deemed fair, a work must have been "pub- 
licly disclosed";*^ that it mus\: have been "intended for the 
public in general";*^ that "affirmative dissemination" of the 

A 

work is required, for "mere[] accessib[ ility]" is not enough; 
and that an "authorial intent to disclose" the work is 
required.** Finally, you have been told that the whole enter- 
prise in which you are engaged today "floutCs] ou" Berne 
45 

obi igat ions. " 



^0 Berne Convention, art. 10(1). 

Ginsburg Letter 5. 

42 (quoting Guide , S 10.3, at 58). Professor Ginsburg 

cites the Guide as "authoritative"; the Guide itself 
states that it "is not intended to be an aut' "itic inter- 
pretation of the provisions of the Convent io since such 
an interpretation is not within the competence of the 
International Bureau of WIPO." Guide at 4 (preface of 
Arpad Bosch, Director General, WIPO) . 

4^ Ginsburg Letter £t. 

4* Ji. 



45 li. 
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I offer four brief responses to this parade of inter- 
pretive horribles. First, the results of such an interpreta- 
tion of the Berne Convention would be radical* If this inter- 
pretation were correct, it would require a total bar on anv 
fail use of unpublished works — however brief, however sig- 
nificant, however insignificant. This extraordinarily draco- 
nian solution goes even farther than — and in tact, is at odds 
with — the Nation . Salinger and New Era cases. 

Second, not a word in the detailed and prolonged con- 
sideration by Congress of the Berne Convention even relates to 
this topic. It would, as Kenneth M. Vittor'a testimony to you 
for the Magazine Publishers of America points out, "be surpris- 
ing, indeed, if United States adherence to the Berne Convention 
resulted — without any debate regarding this important issue 
— in [such an] elimination or restriction of magazine publish- 
ers' and journalists* rights . . . -"^^ 

Third, the language about "lawful availability" makes 

no mention cA publication. '^Published works'* are defined in 

the Bernt Convention as "works published with the consent of 
47 

the^r authors ." Moreover, the legislative history of the 

*6 Statement of Kenneth M. Vittor 19-20, 

Berne Convention, ^rt. 3(3) (emphasis added). 
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"lawful availability" phrase makes clear that it relates to 

" every means by which the work is lawfully made accessible to 
4 J 

the public* Those opposed to this amendment would have you 
believe that notions of consent and authorial intent and affir- 
mative dissemination — notions bound up in the concept of pub- 
lication — are allowed to sneak in through the back door and 
restrict Berne's fair use analysis. That is not the case. 



amendment is improper because "our Berne membership underlies 

• • • our continued exploration of lecjislation affording 

49 

greater protections to creators." To the extent this sug- 
gests that it would be inconsistent with our Berne Convention 
obligations ever to limit to even the slightest degree the 
rights of those who claim infringement, it is simply insupport- 
able. When the United States implemented the Berne Convention, 

for example^ it explicitly did not incorporate the so-called 

50 

"mori:i rights" doctrine into our law. 1 e proper way to 



*8 Records of the Intellectual Property Conference of 

Stockholm, June 11 - July 14, 1967, Vol. I, 107 (Doc. S/1) 
(emphasis added); ^SS, alao S. Ricketson, S 7.22, at 339, 
S 9.22, at 491. 

*9 Ginsburg Letter 4. 

50 5^ S. Rep. No. 352, 100th Cong., 2d Sess. 10, reprinted 
in 1988 U.S. Code Cong. & Admin. News 3706, 3715. See 
also Statement of Kenneth M. Vittor 17-19. 



Finally, it is unpersuasive to maintain that this 
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confer rights on artists is through carefully crafted legisla- 
tion, not by an interpretation of the Berne Convention which 
reads it as a one-way ratchet barring any Congressional amend- 
ment to our copyright law on the ground that the revision might 
adversely affect creators. Artists' interests after this 
amendment will be fully protected by an equitable analysis, 
just as they are protected by the Berne Convention's equitable 
analysis. 



out any threshold reference to the publication status of a 
work. Our copyright law makes such a threshold reference. 
This amendment would render our law more not less compatible 
with the Berne Convention. 



The Berne Convention applies fair use analysis with- 
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Senator Simon. Mb. Ringer. 

STATEMENT OF BARBARA RINGER 

Mb. Ringkr. Thank you» Mr. Chairman. I am Barbara Ringer, 
former R^ter of Copyrights in the Library of Congress. I am now 
finishing a bicentennial history of the U.S» Copyright Law— so, in a 
way, I am a historian at this point in my career. I am writing the 
history at the instance of Ralph Oman and under the auspices of 
the Copyright Office. 

The issue we are discussing here is a vitally important one, Mr. 
Chairman, and I appreciate the opportunity to testify on it. I am 
opposed to the enactment of Senato bill 2370 and House Resolution 
4263 in their present form. The language of the bills is very broad 
and very cryptic. On its face it appears simply to equate unpub- 
lished with published works for fair use purposes. 

I believe enactraent of this language would have mischievous ef- 
fects. I think it would make the present confused situation worse 
and, ultimately, would have serious conseauences far beyond its in- 
tended reach. Everything we have heard talked about today in- 
volves what was described as the middle ground between daily 
journalism and term papers, the sort of research and publication of 
unpublished materials that were never intended by their authors 
for publication as belles lettres, music, drama, choreography, 
motion pictures, photographs, the whole range of copyrighted mate- 
rial. 

Everything we have been ^alking about today falls within a 
narrow area. What you are doing in the bill goes way, way beyond 
that. 

At the same time, having said this, I agree that scholars, histori- 
ans and biographers need ground rules about quoting from unpub- 
lished material. In particular, they need assurance that they can 
quote something, that there is no absolute per se rule under which 
any quoting from unpublished material would, in all circum- 
stances, automatically be regarded as infringement rather than 
fair use. 

Let me emphasize that the right we are talking about here, the 
right of first publication, is the most fundamental and important of 
all the authors* rights. All other rights stem from that, and any- 
thing you do here is going to erode that riffht. 

Now, I think you are^ going to do it. I realize I am swimming 
against a very strong tide here. But I think you should think verv 
closely about what you are doing. The foundation stone on which 
Anglo-American copyright jurisprudence rests is found in three 
court decisions: Miller v. Taylor of 1767, Donaldson v. Beckett of 
1774, and Wheaton v. Peters in the United States of 1834. 1 go into 
these precedents a little bit in my statement, Mr. Chairman. 

All three cases confirmed the absolute common-law right of the 
author to control first publication of their works. In the first of 
those cases Justice Yates made a statement which I would like to 
read to you, even if it is going to cut into my time a bit because I 
think it expresses what the I ..w has b^n. 

The manuscript in, i every eenae, the author's peculiar property and no man can 
take it from him, or make nny use of it which he nas not authorized* without being 
guilty of a violation of his property. 
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This is property he is talking about. 

And as every author or proprietor of a manuBcript has a riffht to determine 
whether he will publish it or not, he has the right to the first publication and who- 
ever deprives him of that priority is guilty of a manifeflt wrong and 'the court has a 
right to stop it. 

This is bedrock copyright Jurisprudence, and it has never, really, 
been questioned until now. When (Congress revolutionized the U.S. 
copyright system in 1976, it subsumed common-law copyright in 
statutory copyright. But there was no suggestion, whatever, that 
the author's mndamental right of first publication was being weak- 
ened. Quite the contrary. 

The basic principle in section 107 was that there was to be no 
change in the fair use doctrine as it had emerged. It was left en- 
tirely to the courts to apply on a case^byn^ase basis. The courts 
have done exactly what Congress told them to do. 

You must realize that, if you enact these bills, you will be violat- 
ing this basic principle underlsdni^ section 107. You will be chang- 
ing the existing doctrine. There is no question about that in my 
mind. 

As I view it the issue here is not privacy versus freedom of 
speech. It is really about authors' property rights versus technolo- 
gy- 
Let me make this point. Copying devices and information sys- 
tems and this whole range of storage and retrieval gadgets have 
transformed the nature of scholarly research. Finding and repro- 
ducing material has become so easy that scholars and librarians 
tend to forget what they are copying. Tlie pattern is all too famil- 
iar to us in the copyright field in the second half of this century. 

Infringing practices based on pervasive and convenient technolo- 
gy are allowed to grow unchecked and, when finally questioned in 
court, the users are shocked and ciy, "Freedom of speech." 

Maybe what they want to do is OK. I have no problem with anv 
of the horrible 'examples that have been raised. I think they are all 
fair use. But what you are doing is going much further. You are 
opening the door to something else here. If you are talking freedom 
of speech, you have got to think about wb ose speech you are talk- 
ing about. 

These authors don't want freedom of speech for themselves. They 
want freedom to copy someone else's speech. Now, I grant you, 
they can do this in a great many of these cases, if not all of the 
ones that have been cited as examples. But it is the author's, not 
the user's, speech we are talking about. And freedom of speech in- 
cludes freedom not to speak. 

The authors who are supporting this bill are doing so as users, 
not authors. Other authors, if they came to realize what damage 
this bill could do to their birthright, their right of first publication, 
may feel differently. Similarly, ribrarians who are supporting this 
legislation because it would be convenient for them— they want to 
serve their patrons— could find that this could have a chilling 
effect on the donation of manuscript material to their libraries and 
could lead to massive destruction of manuscript collections. I think 
it would. 

I think a good case can be made for leaving all this alone. But 
there has certainly been a strong reaction, as we have heard today. 
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to these recent decisions, whether rightlv or wrongly. Because of 
this, ther^ does seem to he a climate of seu-censorship and overcau- 
tiousnetw on the pr^rt of publishers and, particularly, their lawyers. 

I realize you may feel compelled to do something about this. But 
to use John Shulman's old cliche, ''Don't throw the baby out with 
the bathwater/' Simply equating unpublished and unpublished 
works for fair use pmposes, as these bills do, would hand defend- 
ants in fair use cases an argument where it has no earthly justifi- 
cation. 

I can see this as sure as I am sittiqg here. If defendants' lawyers 
see this language, they will unmediately use these arguments in 
cases where they should not apply, where there is no public pur- 
pose served. 

Senator Simon. If you could conclude. 

Ms. Ringer. I'm nearly finished. As I see it, all the proponents 
are seeking here is the right to make limited quotations firom un- 
published material— in Judge Newman's words, in order accurately 
and fairly to report factual content. I think they have that right 
now, and I would have no objection to a carefully worded amend- 
ment of section 407 saying so. 

I do think the present bill, in its present form, is a violation of 
the Berne Convention. I will say that flatly. I think that it is a vio- 
lation of section 10(1). But I think a limited amendment, doing 
what the proponents want, would pass muster under section 9(2). I 
would support l^^lation of that sort. 

In my statement, I add a paragraph suggesting that you adopt 
some kind of formalized arrangement such as we had under the 
1976 act, allowiiiflT the parties to get together and try to thrash this 
out, Mr. Chairman. I would urge that you do this. It cries out for it. 

Thank you. 

Senator Simon. We thank you. 

(The prepared statement of Ms. Ringer follows:] 
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SUMMARY OF STATEMENT OF BARBARA RINGER ON S, 2370 AND H.R. 
4263 BEFORE THE SUBCOMMITTEE ON PATENTS, COPYRIGHTS AND 
TRADEMARKS OF THE SENATE COMMITTEE ON THE JUDICIARY AND 
THE SUBCOMMITTEE ON COURTS, INTELLECTUAL PROPERTY, 
AND THE ADMINISTRATION OF JUSTICE OF THE 

HOUSE COMMITTEE ON THE JUDICIARY 
101 ST CONGRESS, 2D SESSION, JULY 11, 1990 



I am opposed to •nactm«nt of S. 2370 «nd H.R, 4263 in 
their present form because I believe th'^t their overly broad 
language would further complicate an already confused 
situation and would have eerioum unforeeeen consequences. At 
the same time, I recognize the need for scholars and their 
publishers to have fair use ground rules concerning what they 
can and cannot copy from undi sseminated or -mi-disseminated 
manuscript material. 

There are historical reasons why unpublished works cannot 
simply be treated the same as published works with respect to 
fair use. Throughout its history American copyright law has 
protected the right of autho/s to the first publication of 
their works under common law, and the 1976 statute made no 
change in this fundamental principle or in the related 
judicial authority that sharply limited the scope of fair use 
in unpublished works. The recent court decisions which have 
created sach a furore are in line with existing autho-ity. 

It is arguable that any legislation on this subject is 
premature. However, if legislation is considered imperative, 
it should be limited to cases where, in Judge Newman's words, 
there is use of an unpublished work by "a subser ent author 
. . . in order accurately and fairly to report tactual 
content." It should be possible to tailor a carefully-worded 
legislative provision that would meet the concerns of the 
bill's proponents and at the same time preserve the basic 
principle of the right of first publication in unpublished 
works. If properly limited a measure of this sort could avoid 
problems of retroactivity, Berne compliance, and internati Lnal 
copyright relations presented by the broad language of the 
current bills. 

A problem of the subtlety, complexity, and importance 
of fair use in unpublished works cries out for extensive 
discussion among representatives of the many interests 
affected, to be supported by the experts who have already 
contributed an astonishingly rich literature on the subject* 
I urge that your committees find a way to promote a structured 
exchange of ideas aimed at achieving more satisfactory 
solutions than those suggested so far. 
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STATEMENT OF BARBARA RINGER 
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2370 AND H.R. 4263 
BEFORE THE SUBCOMMITTEE ON PATENTS, CUPYRIQHTS AND TRADEMARKS 
OF THE «5ENATE COMMITTEE ON THE JUDICIARY 
AND 

THE SUBCOMMITTEE ON COURTS, INTELLECTUAL PROPERTY, AND THE 
ADMINISTRATION OF JUSTICE 
OF THE HOUSE COMMITTEE ON THL JUDICIARY 

lOlST CONGRESS, 2D SESSION 

JULY 11, 1990 



Thank you, Mr. Chairman. I am Barbara Ringer, former 
Regi»tkjr of Copyright*. I am now finishing a history of the ' 
United State* copyright law, which I am writing under the 
auspices of the Copyright Office. I very much appreciate the 
opportunity to testify on this vitally important issue. 

I should state at the outset that I arn opposed to the 
enactment of S. 2370 And H.R. 4263 in their present form. I 
believe that the bills* very broad language would exacerbate 
the present unsatisfactory situation, and would have serious 
effects far beyond their intended reach. At the same time, I 
fully recognize that the question of fair use in unpublished 
works has become very confused, and that something needs to be 
done to address the legitimate concerns of scholars and their 
publishers. They have a need to know the ground rules for 
quoting without permission from manuscripts and other 
undisseminated or semi -di sseminated material. And, in 
particular, they need assurance that there is no such thing as 
a "per se" rule under which quoting from unpublished material 
Kould never, under any circumstances, be permitted under the 
doctrine of fair u 

Let me start by explaining why I think your language, 
which seems to equate published and unpublished works for all 
fair use purposes, is too broad, and could have mischievous 
effects. 

There are fundamental historical reasons why unpublished 
works cannot simply be treated the same as published works 
with respect to fair use. The legal concept of copyright as a 
form of property emerged during the Seventeenth Century, at a 
txme when publication — distribution in copies — constituted 
the only way an author's work could reach the public, and at a 
time when all publishing was controlled by the state or by 
state-granted monopolies. Even though authors were prohibited 
from publishing their own works themselves, / td were forced to 
transfer their rights to publishers in exchange for whatever 
they could get, it became crystal clear that authors had an 
absolute right of first publicationi up to the time the^r 
works were published, they had a natural or common-law 
property in their works- No publisher could legitimately 
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claim exclusive rights in » work unless he had -first acquired 
the author's rights. Common law copyright, also known as the 
right of f:.rst publication, was considered to be unlimited in 
scope and duration^ 

In 1710 Parliament enacted the famous Statute of Anne, 
which applied only to published works and which granted 
statutory protection for limited terms. When, around the 
middle of the Eighteeth Century, those terms started running 
out, the London publishers mounted a major judicial campaign. 
Their argument was that, even though their statutory 
copyrights had expired, they still retained the perpetual 
natural or common-law rights they had acquired from authors. 

This precipitated an enormous public controversy, known 
in English history as the Battle of the Booksellers, which 
culminated in two seminal judicial decisions. Mi 11 ar v. Tavl or 
in 1769 and Do naldson v. Becket in 1774. Stated very broadly, 
the same three questions were raised in both of these cases: 
f i rst , whether authors had a basic property right in their 
unpublished writings; second, whether this right survived 
publication of the work; and third, whether a statute granting 
exclusive rights in published works for limited time (i,e., 
the Statute of Anne) cut off perpetual common law rights. On 
the first question, which is the one that concerns us here, 
both decisions confirmed and reinforced the fundamental common 
law rights of authors in unpublished works. In the Mi 1 lar 
case Judge Mansfield saidt 

From what source, then, is the common law drawn, which 
is admitted to be ao clear, in respect of the copy 
Ci.B. , copyright] before publication? 

From this argument — because it is just, that an 
author should reap the pecuniary profits of his own 
ingenuity and labour. It is just, that another should 
not use his name, without his consent. It is fit that 
he should judge when to publish, or whethv?r he ever will 
publish. Ic iB fit he should not only choose the time, 
but the manner of publication; how many, what volume, 
what print. It is fit, he should choose to whose care 
he will trust the accuracy and correctness of the 
impression; in whose honesty he will confide, not to 
foist in additions: with other reasonings to the same 
effect . 

In the same case Justice Yates statedt 

. . . the manuscript is, in every sense, tthe author's! 
peculiar property, and no man can take it from him, or 
make any use of it which he has not authorised, without 
being guilty of a violation of his property; and as 
every author or proprietor of a manuscript has a right 
to determine whether he wi \ publish it or not, he has a 
right to the first publications and whoever deprives 
him of that priority is guilty of a manifest wrongt and 
the Court has a right to stop it. 
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In the B^naidsgn case only one of the eleven Law Lords who 
offered opinions to the House of Lords disagresd with this 
proposition. 

Under the Donaldson decision the answer to the second 
question — the effect of publication (in the absence of a 
statute) on the author's common law right remained — and 
still remains — uncertain, but on the third point the 
decision made clear that the availability of statutory 
copyright cut oiH the perpetual common law rights in published 
works. In the United States the First Congress enacted a 
copyright statute that was a close copy of the Statute of 
Anne, and in 1B34 th<? Supreme Court, in WheaAon v> Peterst 
adopted the Dgnaldson decision, including its recognition of 
perpetual common law rights in unpublished works. United 
States copyright statutes up to 1978 expressly recognized 
authors' common law rights in unpublished works, and the case 
law was fairly consistent in holding that, under common law, 
fair use had very limited application to unpublished works. 
The assumption was that, as long as a work had not been 
disseminated to the public under the authority of the author 
or the author's successors, the owner had an absolute right of 
first publication. 

At least in its origins, this was not a right of privacy. It 
was a right of property, derived fron; authors' historic rights 
to control the first dissemination of their works. 

In 1976 Congress revolutionized the U.S. copyright 
system, bringing all unpublished works under the statute and, 
with some exceptions, doing away with all common law rights in 
copyrightable subject matter. Many people are unaware of the 
struggles that led up to this breakthrough, and there are 
still copyright scholars who question whether substituting 
statutory copyright, with its limitations in scope and 
duration, for the unlimited, perpetual common law right of 
first publication was fair or oven constitutional. 

In trying to assure both fairness and constitutionality, 
the drafters sought to balance what the owners of common law 
copyright were getting under the statute against what they 
were giving up. Among other things, the statutory copyright 
owners of unpublished works were assured a fairly long term, 
and they received an arsenal of effective remedies under 
federal law. Even so, the 1976 Act has been severely 
criticized for depriving common law copyright owners of 
absolute and perpe^- i rights in their unpublished works. 

Through jut its painful history the development of section 
107, the fa r use provision, was so preoccupied with classroom 
uses of tex u material, particularly photocopying, that the old 
traditional eKampIes of fair u^p^e and their relation to 
unpublishe*. works were hardly discussed at ail. However, 
there was one fundamental premise underlying the 1976 Act's 
fair use provision, and it was iterated and reiterated 
throughout the endless discussions on the sections that fair 
use was and waitld continue to be exclusively a product of 
Judicial decision. The language of section 107 was not 
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inteod»d to tell the courts what to do, but to give them some 
guidance as a starting point in reaching their own decisions. 
As stated in the House Report: 

Beyond a very broad statutory explanation of what fair 
use is and some of the criteria applicable to it, the 
courts must be free to adapt the doctrine to particular 
situations on a c^^se-by-case basis. Section 107 is 
intended to restate the present judicial doctrine of 
fair use, not to change, narrow, or enlarge it in any 
way. 

This provided some assurance that the legal norms governing 
the fair use of unpublished works would still be governed by 
existing case l<iw, and that the right to control first 
publication — the most basic of the unpublished author's 
common law rights — would not be destroyed by a statutory 
fair use provision equating unpublished and published works 
for all purposes. 

It is vital to realize that "fair use" is always use, and 
that use of more than minimal amounts of an unpublished work 
will amount to the first publication of that work — the 
fundamental author's right that courts have recognized from 
the beginning. Had there been any suggestion that, via 
section 107, the 1976 statute was legislatively destroying 
that right of first publication, there certainly would have 
been serious questions as to the statute's fairness to authors 
of unpublished works, and possibly a constitutional attack on 
due process grounds. Tne legislative history of the 1976 Act» 
contained no such suggestion; on the contrary, the Senate 
Report expressly declared that! 

. . . the applicability of the fair use doctrine to 
unpublished works is narrowly limited since, although 
the work is unavailable, this is the result of a 
deliberate choice on the part of the copyright owner. 
Under ordinary circumstances the copyright owner's 
"right of first publication" would outweigh any needs of 
re\ roduction for classroom purposes. 

There is no equivalent statement in the House Report, but in 
his splendid treatise on fair use Bill Patry has correctly 
shown that, in effect, it is incorporated by reference. 

Two other points might be made with respect to the 1976 
Act. Speaking of the definition of "publication" the House* 
Report, on page 1387, sayss 

Under the definition in section 101, a work is 
"published" if one or more copies or phonorecords 
embodying it are distributed to the public — that is, 
generally to persons under no explicit or implicit 
restrictions with respect to disclosure of its contents 
— without regard to the manner in which the copies or 
phonorecords changed hands. 
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At the wry loast thitt suggests that the drafters intended for 
the existence of such "explicit or implicit restrictions" to 
have legal consequences. In at^^^ition, your committees should 
consider t^ possible inconsistency between your proposed 
amendment section 107 and the provisions of section 108(b) ^ 
under which libraries arc permitted to make archival 
reproductions of unpublisher^ works in their collectionsi but 
only if certain extremely lifttited — and, in my opinion, 
unrealistic — conditions are met. 

I have read and reread the decisions and articles that 
have produced this ht^ated controversy, and it does seem to me 
that the alleged crisis in scholarly writing and publishing 
has been blown up out of proportion. These decisions are 
solidly grounded on precedent, and there new seems to be 
considerable agreement among the majority and minority Judges 
on at least two pointst that the fair use doctrine can apply 
to copying of unpublished works <i.e. , there is no per se 
rule), and that there is nothing in the statute to require a 
court to issue an injunction in these or any other cases. 

On the face of it this should lead to the conclusion that 
the consideration of fair use cases, and the c/volution of the 
law with respect to fair use in unpublished works, should 
continue to be left entirely to the courts — that Congress 
should adhere to the principle negating any intention to 
change or enlarge the fair use concept. It is certainly 
arguable that the other circuits and the Supreme Court should 
be given an opportunity to consider this question before 
adopting any legislation. At the same time one cannot help 
but be impresed by the continuing and fervent overreaction to 
the press accounts of the decisions, and by concerns that the 
controversy is leading to self-censorship and over-timidity 
among publishers of scholarly books and their lawyers. 

I have asked myself what accounts for such an 
extraordinary hue and cry now, considering that the decisions 
are consistent with a long, if somewhat thin, line of 
authority. No knowledgable copyright lawyer could have been 
too surprised that the courts have held as they did. But I 
think the factors at work here may be technological rather 
than legal k to wit, our old friends the photocopying machine 
and the computer. 

In the old days o4 not too long ago, a scholar had to go 
where the manuscripts were and, if permitted to do so, copy 
them out by hand, ^s a practical matter this kept the problem 
down to minimal proportions. Today, libraries and archives 
have the capacity of transmitting copies or images throughout 
the world, scholars can obtain hard copies at the press of a 
button, and the pressures to do things the easy way are 
overwhelming. It seems obvious that, as in so many other 
areas our copyright discipline, infringing practices based on 
pervasive and convenient technology have simply been allowed 
to gruw unchecked, and it comes as a shock to users to be told 
that they are actually infringing copyrights. In one sense an 
argument could be made that rjpyright owners are victims 
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rather than villain* in all this, and that in»t«ad of 
condoning infringement Congrewr, should reinforce the rights of 
copyright owners of unpublished works. 

As Judge Newman has pointed out, the existing controversy 
really involves a narrow field of activities: quoting from 
expressions of factual material, use of quotations as factual 
material to be commented on or criticized, and reproduction of 
material for the purpose of conveying factual information. As 
it stands, however, the language of the bills i» so broad that 
It could well be construed to apply to the entire range of 
creative endeavor as it exists in unpublished formi 
belles-lettres, music, drama and choreography, motion pictures 
and all kinds of audio-visual works, art, architecture, 
photographs, computer works, and so on. Regardless or what 
the legislative history might say, defendants would be 
encouraged to press a fair use defence in cases where the 
author's right of first publication should be paramount. 
Creative works often go through extensive revisions, and 
authors have every reason to withhold early versions from 
publication. It is also important to realize that "fair use," 
«s it has evolved, can include multiple copying of whole works 
and mass transmission of works by broadca»t and cable. 

If, as Judge Newman's comment suggests, the issue 
involved in this controversy is limited to some use of an 
unpublished work ~ whether the use is "minimal" or perhaps 
more than "minimal" — by "a subsequent author ... in order 
accurately and fairly to report factual content," the 
legislation should be limited to that area of concern. 
Expanding the scope of the revision, as the bills are likely 
to do, would at best lead to even greater confusion and 
uncertciinty , and at worst to genuine injustice and erosion of 
a fundamental author's right. 

In my opinion it would be possible to tailor a 
carefully-worded legislative provision that would meet the 
concerns of the bill's proponents and at the same time 
preserve the basic principle of the right of first publication 
in unpublished works. A limited provision of this sort wight 
also meet some additional concerns I have with respect to the 
bi I \si 

Rt^rg^^ctiiy^tyi. Assuming the decisions that have produced 
the controversy represent the law, at least in the Second 
Circuit, and that the bills are intended to cut back copyright 
owners' rights with respect to all types of uses of all tvpes 
of unpublished works, questions of legislative taking without 
due process will inevitably arise. 

BgrnjL Convention I A broad, unlimited extension of "fair 
use" to all uses of unpublished works would probably violate 
Article 10<1) of Berne, while a narrow provision might well 
represent one of the "certain special cases" ^n which 
unauthorized reproductions are allowed under Article 9<2). 
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Interna ti onal Rtr l <t iony « Wh»th»r or not, as a technical 
matter, a broad fair u%m provision such as that in the bills 
c^n be justified as complying with the convention, many of our 
fcXIow members in the Berne Union and other trading partners 
will view it as a violation. This would hurt us across the 
boarci and, more important, it would impair ongoing U.8. 
initiatives with respect to the GATT s^nd developing countries. 

In conclusion, let me throw out a specific proposal. I 
believe that this whole subject cries out for further in-depth 
study and, in particular, f ace-*to-f ace interchanges among 
representatives of all of the many interests involved. The 
other seemingly intractable fair use issues of the 1960'5 and 
1970's — particularly educational photocopying and 
interlibrary loans — could not have been solved without 
exhaustive consideration of the various points of view and a 
sifting out of specific proposals until something like 
consensus was achieved. 

I am not at all sure that this issue is ripe for a 
legislative solution, but I am also aware of the arguments 
against temporizing. Whatever action your committees decide 
to take on S. 2370 and H.R. 4263, 1 urge that you provide a 
framework for further study and analysis of this issue in 
light of its impact of the American copyright system as a 
whole. Many of the people in this room have made 
extraordinarily searching and brilliant analyses of the 
problem, and a means should be found for a structured 
exchange of ideas and suggestions aimed at more satisfactory 
solutionis than those suggested so far. 
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STATEMENT OF JONATHAN W. LUBELL 

Senator Simon. I remember an author named Samuel Lubell. Is 
he related to you? 
Mr. LuBKUu Yes, distantly. 

Mr. Chairman, members of the committee, first, I would like to 
thank ^on for hiviting me here and I hope that what I have to say 
nught nelp in your considerations of this matter. It seems, first of 
all, that we have an interesting whiplash situation here. On the 
one hand, there is the view expressed by some people that the deci- 
sions from the second circuit have created a per se rule. Not with- 
standing what I beUeve to be the careful and precise efforts of the 
jurists in the second circuit to make it clear that they were not cre- 
ating a per se rule which would preclude fair use application to un* 
published works. 

On the other hand, the view that Ms. Ringer and myself and 
others take of the legislation is that it would, in effect, eliminate 
any special consideration of the unpublished status of the work, 
that, in effect, it would equate for fair use application a published 
and tmpublished work. It would create an unreality in the sense 
that it denies the reality that the work is unpublished. 

In denying that reality, it also denies what is truly, as Ms. 
Ringer points out, the critical property right that a copyright 
owner has; that is, the right of first publication. 

I would like, however, to divert from what I was going to say to 
address the first amendment issue. Congressman Herman put forth 
a hypothetical previously concerning a memorandum, a private 
memorandum, that was purloined or picked up, however you want 
to describe it, by a newspaper. The first amendment issues on that 
hypothetical, I think, underline some of the concerns, and also 
eliminate other of the concerns. 

Fii-st, we have to go back to the fact that the copyright clause is 
in the United States Constitution. The first amendment, of course, 
is the fu^t provision m the Bill of Rights. The founders of our coun- 
try recognized an accommodation between the property right con- 
tained m the copyright laws and the first amendment. That accom- 
modation is that the property^ right is in the expression, the artistic 
creation, if you will, not in the facts or the ideas as such. 

So in Congressman Herman's hypothetical, there is no copyright 
issue if the writer, not the author of the memorandum but the 
writer who sot a hold of it, stated in a publication what the ideas 
in that memorandum were, what the facts stated in that memoran- 
dum were, but avoided using the particular expressions that are 
contoined in that memorandum. 

Now, with all due respect, particular expressions may not be of 
that great importance to :x)liticians. It is of that great importance 
to writers. It is their unique creation. It is the property right that 
the copvright laws recognize. 

So when we talk about first amendment rights in the copyright 
laws, we are not talkinff about the inability of a writer to take 
facts. Taylor Branch could have taken without any copyidght con- 
siderations the facts that he found in these writings. He could have 
taken without any first amendment considerations the ideas that 
may have come forth in a SNCC meeting. 
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The minutes of a SNC5C meeting are important for what was con- 
sidered, what ideas were discussed, and how they decided those 
ideas. Those can be reported upo^^ without infringing on the ex- 
pressive document, itself, the creation. So I might suggest to mem- 
bers of the Joint Committee that, in large respect, the first amend- 
ment considerations are a creation which do not, actually, apply in 
most cases. 

Now, in Harper and Row, Justice O'Connor did recognize 
dome limited areas the exprrssion, itself, is necessary to get v 
the fact. So she refers to President Ford's use of the term ''smokmg 
gun," because you needed the expression, itself, to get the fact of 
how President Ford regarded the tapes regarding President Nixon. 

However, in most cases, I would suggest, and this is what the 
courts are talking about in the second circuit, in most cases, the 
expressive quality, the artistic creation, is not required to be lifted, 
pirated if I may, because the copyright ownership rights are in the 
author of that expressive statement— pirated so as to get the facts 
or ideas across. 

I think it is important in the consideration of the proposed l^s- 
lation to evaluate and look once again at what first amendment 
concerns are really involved in this issue and what are not because 
I think what has happened is that the first amendment, which we 
are all, obviously, deeply concerned about, may be used as a wedge 
to undermine property rights which, after all, are the way we stim- 
ulate creative activity in this country, property rights which were 
recognized even before the United States Constitution was adopted. 

Thank you. 

[The prepared statement of Mr. Lubell follows:] 
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STATEMENT OF JONATHAN W. LUBBLL 
IN OPPOSmON TO H.R. 4263 
AND S.2370 TO AMEND 
17 U.5.C. 107 RBOARDINO TOE FAIR 
USE OF UNPIfBLTSHBD mPY RIQHTED WQRyS 



Jonatbtn W. Lut^*!!, Esq. 
MorruKw Cohen ti loger & Wdnstein 
750 LexiqgtOQ Awnue 
New York. New York 10022 



I wouM like to thank the Committee for inviting me U -lis hearing. I hope my 
commentt will help in your consideration of the bill. 

I submit this statement in opposition to H.R. 4263 and S.2370 to amend Section 107 
of Htle 17 of the United States Code. The announced intent of the proposed bills is 'to 
clarify that such section [mlating to fiur use] s^es to both pubUshed and unpublished 
copyrighted works." SfiC. H,R. 4263. 101st Cong.. 2d Sess. and S. 2370. lOlst 
Cong.. 2d Sess. (1990). Under existing case law. the issue of whether or not a work has 
pitviously been published ii taken into account by judges who tie called upon to consider and 
apply each of the four non-exclusive «r use tkstors set fbrt^ See, c.g., 

Harpg & Itow, PuMiahm» ?nc, y. UaaiaflilcqaiKa> 471 U.S. J19 (1985); saiingi^rv 

Random Houit, Inc„ 650 P.Supp. 413 (S.D.N.Y. I986). mid. si \ FM 90 (2d Cir.). fica 
^ifid, 484 U.S. 890 (1987). and New Era Pnhlicsricni Inti>rr»arian>i! y. Henrv Holt A , 
695 F.Supp. 1493 (S.D.N.Y. 1988). ifiCd. 873 F.2d 376 (2d Cir. i98T^"As a iwulir 
unpublished works, because of their nature, have generally been afforded greater copyright 
protection than published works. The proposed amendment, if enacted, will undermine the 
particular, but not lluiziutc protection afforded unpublished works. The propcned amendment 
is aimed at ignoring the reality that the work is unpublished and the nunifications flowing 
from that reality. 

Policy reasons strongly support the recognition of the particular aspecU of unpublished 
works when applying the four fair use factors. 

1. Copyright laws seek to protect an aulhor^s property and privacy interests in his 
or her own creation, and simultaneously, promote the wide dissemination and use of the 
created woric. These goals are sometimes in conflict and. as a result, judges are called upon 
to balance these competing.interests on a case*y-case basis. The proposed bUU. if enacted. 
wUl disiurt) die sensitive balancing of these interesu and as a result, all throe goals will be 
inhibited. Not only will authors* property and privacy interests in their works be undercut, 
but. in addition, rather tfian risk unauthorized publication, writers may choose to take the 
preemptive strike of destroying or at least censoring some of their writings. Unpublished 
worio have traditionally been afforded greater protection Uum published works for the simple 
reason that they merit greater jwotection. 
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The Copyright Clause of the ConstituHoo empowen CongitM to piDtect authors* 
"fiXfikoiyfi right to their writings/ U.S. Const Ait I, (8, d. 8 (erophasb added). When 
the Framers of Comtitutioo met lo Philadelphia, the committee piooeedings which 
conaideied the copyright clause weie conducted in lecf^ IM. Nimmer. NimmM-nn 
CflSSOight tl.OUA], at 1*3(1990). Nbnetheleis, it is known that the final fom <rf the clause 
was adopted unanimously, without debate. Madison. DAiit«[ in th^ PiAfml Convisntion of 
1282, at 512*13 (Hunt and Scott ed. 1920). Thus, even though the fiiir use doctrine had been 
developed under the laws of England almost fifty years before our Constitutiooal Convention 
ever took place/ the Framers never seriously considered compiomising an author's exclusive 
right to his or her own writings. 

2. It is indisputable that enforcement of the copyright laws is in the public 
inteiest. In MarfiTY. Sifiin, 347 U.S. 201. 219 (1954), the Supreme Court stated the primary 
purpose of the Copyright CHause as follows: 



The economic philosophy bdiind the clause empowering 
Congress to grant patents and copyrighu is the conviction that 
encouragement of individual effort by personal gain is the best 
way to advance public welfare through the talents of authors and 
inventors in ^Science and useful Arts.* 



The copyright cUuse is premised on the notioo that the public benefiU from the creative 
activities of authon and that *the copyright monopoly is a necessary condition to the full 
realization of such creative activities." Nimmer on Copyright 51.03[A) at 1-32. Copyright 
should property be regarded as bnsed upon the "natural right" concept fundamental to the 
theory of private property. The Framen regarded the private property system pcnc as being 
in the public interest. Thus, in affording property status to copyright, they •merely extended 
a recognition ofthis public interest to a new sector.** (Id.). 

3. All couru and commentators who have addressed the issue have acknowledged 
that creative labor ought to be rewarded. For example, in Har per A Row . Justice 0*Connor 
emphasized that *[t]he rights conferred by copyright are designed to assure contributors to the 
store of knowledge a fair return for th(Ax iabors." 471 U.S. at 546« Similarly, in Twentieth 
Century MuiiC Corp, V, Aiken, 422 U.S. 151, 156 (1975), Justice Stewart emphasiied the 
importance of "securling] a fair return for an *author*s* creative labor." In opting not to 
publish their creative worb, authors have chosen to temporarily forego a reward for their 
cr»uive endeavors. Thus, in order to presme their potential for monetary reward, 
unpublished words are entitled to greater protection than published works. 



' SSfi. Qvtoi V. WikQi. 26 Eii|. Rep. 489 (Wo. .JO) (1740) (hokimf thit an thndgamt wai fiir um). 
Sfifi ODeaUx* W. PMry, Tht Fiif Um Privilofle in Copyright Ltw 6*17 (19&5) (Imcms Mriy dovelopmeot of 
fur UM doctrioe «t cofumoa lew in EflfLind). 
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4. 0)pyritbllawitnaliQinteode^ In 
UllBfitiLBfiWf Jiutioe O'Ccmnor 

author's right lo i|»ik» bul alio, the copyright owner*! "right to itftaio ftom nealdiic*' 471 
U.S. at 559 citing Woofar Y. Miymnl, 430 U.S. 705, 714 (1977). la HaiperAltoZ , 
Justice 0*Coiux)raboaiticiifarted the Court's COAC^ 

in creaUve control/ 471 U.S. at 155. In reiectiM The Ntinn'i ii^^ r^it^ ^ 
Coim emphasized that the artideiQqiieitioQ"w^ hastily pitched together and contained a 
number of inaocurwlcs- 471 U.S. at 564. TTius. in Haro^ A riwi m.»rt ^ti^tty 
recognized authon'iighu to privacy and artistic integrity. The proposed amendment of 
Section 107, which is intendeu to cUmim;' ^yoonsiderstion of the unpublidied status of the 
work in evaluating the api^ication of the four Actors, undeicuU both of these personal rights. 

5« The proposed amendment would invite writers to destroy some <^ their most 
personal writings or never to commit their personal thoughU to writing if these is no 
assurance of additional piotectioo^pdnst the imtialpubl^^ For writers 

like LD. Salinger, Richard Wright and L. i<on Hubbard, the transformatioo of private letters, 
diaries and ether personal writings into unauthorized publications is a profound blow to their 
creativity and privacy, a blow of a different quality than the infringement of their already 
published writings. 

6. The failure to recognize Uie particular nature of unpublished works may have 
some further unfortunate ramificatioos. In the real world, the ur^published worit is, indeed, 
the "nugget," 'the big iton," that an infringer is most interested in. Because of this gitater 
maricet potential arid because u unpublished woric, the piece U les^ 

may have to resort to improper means to obtain the woit. Mth Salinger's writings there 
were excesses in the use of library archives, widi Hubbard's diaries theie was direct 
conversion of the writings. Widi others there may be rifling through estate papen, ok! 
warehouses and such. The point is, that without the reaction of the qjecial nature o 
unpublished worics, it becomes much more possible to infringe these works and the hunt for 
them, without regard to legal and privacy rights, will have been encouraged. 

7. The proponenu of H.R, 4263 and S.2370 have aUowed themselves to be 
penuadedthiu ♦he Copyright Uws, as they now exist, conflict with the First Amendment. 
Thu fundamental misconcqition which hu been perpetuated by the media defense bar, is a 
red herring. Copyright in a woric protects the author's particular manner of expiessioo, U 
does mtf protect UDdertying facts or ideas. IMs distinction between idea and expression 
represenu the constimtiooal accommodation of copyright hw with die First Amendment so 
the artist's property and privacy righu in his creative product do not restrict die ftee flow of 
information. HarpcrAltow, 471 U.S. at 582 ("This limitation on copyright also ensures 
consonance with our most iinportant First Amendment values.") (Brennan, J. dissenting). 

8. Proponenu of the proposed bills also argue that any piohibiticti on die 
quotation of unpublished primary source materials profoundly and adversely inhibiu historians 
from publishing biographical studies. Givoj the distinction between creative cxpressiwi, 
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ipvtich is protected, and the fkts or ideas presented in the wridng, which are not pKAMtd. 
this aiiKumeot is AmdamentaUy ^ Hie &ct that the writer stales be took atrip to 

a fmign country or that be expressed love for a particular person m brts not protected by 
(xvyright • but the wriler^'s descriptioQ of that trip or the nature of his expimioa of love are 
artistic exprmdooa protected by copyright This line between the protected and unprotected is 
entirely compatible with the First Amendment The Framers knew tfai^ copyright proteoioo 
and the First Amendment were consistent with each other. That basic pimiae still qiplies 
today. 

9. Contrary to the assertion made by some memben of the media defense bar, the 
Second Circuit has not established a sa ifi rule prohibiting the publicatioo of all unpublished 
material. In his concurring qtinion to the Second Ci xuit'stthaOfidedsionb 
FubHoitkma Intematkniai ApS v. Henry Hdlt Co.. 884 F.2d 6S9 (2d Or. 1989), which was 
joined by Judgn M^ldll, Pierce and Altimeri, Judge Minor explained that 



Horpet d Raw, FubUshm, inc. v. Narion Enterprises, 471 U.S. 539, 
105 S.a 221P,, 85 L.Ed.2d 588 (1985), rtverOng 723 F.2d 195 (2d 
Cir.1983), teachci that unpubllihed. copyrighted imteriil vi>fy rat^Jy 
will he the subject of fair uae. It recognizes that the right not to publish 
is a most in^ortant one and thai [t]he right of first pubUcatioo 
encompasses not omy the choice whether to publish aC all, but also the 
choices of when, where, and in what form first to publish a work."* Id. 
at 564, 105 S.CtiU 2232. (emphasis added). 



In noting that unpublished worics will "rarely" be the subject of foir use, the Circuit has 
acknowledged that in a limited number of instances, unpublished work Bill be the subject of 
foir use. Indeed, in their dissenting opinion to the Usst fia fia banc decision, the panel 
minority expressly noted that they "are confident [the panel opinion) has not committed the 
Circuit to the proposition that the copying of some small amounts unpublished expression 
to report facts accuratdy and iibWiy can never be fair ux^ 884 F.2d at 662-63. The 
dissenting judges then go on to accurately explain that "the distinction between copying 
expression to enliven the copier's proee and doing so where necessary to nqxMt a fiact 
accurately and tairiy has never been rejected even as to ucpublished writings in any hokling 
of the Supreme Court or of this Court." 884F.2dat663. Furthermore, as noted by Judg^t 
Oakes "[t]hough the [Supreme] Court declined to permit the copying of unpublished 
expression simply because such t^xpressioo could be deemed 'newsworthy,* 471 U.S. at SS1\ 
105 S.Ct. at 2228, the Court recognized that some brief quotes might be 'necessary 
adequately to convey the facts/ Id. at 563, 105 S.Q. at 2232." 884 P.2d at 663. 

In conclusion, perhaps the ultimate problem with the proposed vague amendment is its 
apparent intent to deny to federal judges consideiation of an indlqxitable reality * that an 
unpublished work has a different meaning and imf^t than published worics in regard to the 
creative process and the marketing of artistic works. Statutory disregard of reality will more 
likely result in some measure of havoc rather than the goals prc^iotied by the Uaited States 
Ckmstitution both in its copyright clause and in the First Amendment. 
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Senator Simon. Mr. Lubell, you are not a writer, but you rec<^- 
nize the difference between a dull book and an interesting book. 
Mr. Lubell. Oh, yes. 

S<dnator Simon. When you say you can refer—and I think Tony 
Lukas used the Ron Hubbard illustration. 
r4r. Lubell. Right. 

Senator Simon. That unfortunate statement of Mr. Hubbard 
gives an insight that no indirect reference can possibly give. If you 
pfiraphrase, you end up with something that is very, very dull. 

Mr. Lubell. I think, Senator Simon, that the issue is one that is 
peculiarly fitted for judges to decide when the expressive content is 
required to be stated so as to get the fact across. In J.D. Ssdinger's 
case. Judge Newman noted that the rewriter, or the s^nd writer 
who took Salinger's unpublished works and was quoting from 
f;hem, would have to be satisfied with a pedestrian statement 
rather than taking Salinger's creation. 

It is unique, sure. The expression that Salinger has is unique. 
The expression in the sources that Taylor Branch was looking at 
are unique expressions. That is what artistic creation is. But those 
are property rights that the creator has. Unless you cannot get 
across the fact— not the question of how exciting the fact becomes, 
but if you cannot get the fact across without using the artistic ex- 
pression as in "smoking gun," I would suggest that the first 
amendment is not involved because the fact is getting across. 

It may be less exciting, but for historians, for we of the public 
who must be informed, we kiiow the facts. 

Mr. Abrams. Senator Simon, if I may, I don't think we do know 
the facts. All we know is that an author has told us. All we know 
that an historian has told us that this is why someone did some- 
thing. All we know is that an author has reached a conclusion. 

Without any ability to quote from documents such as this, we as 
readers, we as the public, can form no judgment for ourselves 
except whether to believe an author or not, whether a book seems 
sort of persuasive or not. 

One of the mojor advantages in being able to use some modest 
amounts, at least, of quotations from works of this sort is that we, 
as readers, can make these jud^ents for ourselves. Absent that, 
absent some notion, some meanmgfiil notion of fair use of unpub- 
lished works, we will not be able to do so &tA we will not be abte to 
do so with respect to any of the sorts of work that Tony Lukas was 
talking about or Taylor Branch was talking about because if all 
they could do was simply to state facts, or even assert ideas, with- 
out any nuance, without any tone, without any proof that what 
they were saying was so, we would all be— they would lose because 
their books would be less eood, but we, as readers, would lose the 
benefit, the real message, the real persuasivenesa of the book. 

Senator Simon. Yes. What they would say would Icse credibility. 
If I may ask vou, Ms. Ringer, taking your statement and using the 
illustration that was given by either Mr. Branch or Mr. Lukas of 
the person who said, ' I wish I could give my son at his marriage a 
Negro, but I am going to give him a mule," that gives 

Ms. RiNOEK. Of course, that is fair use. I don't think we agree on 
the overall thrust of this legislation, but I can't conceive that any 
court would hold that it was not fair use to quote one sentence. 
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Senator Simon. But shouldn't we leave the flexibility to the 
judges on that. 

MB. RiKGKR. Ab I said, I think that judges can be trusted. They 
were trusted in 1976^ and I think that they have not done a bad 
job. I think that there has been a tremendous overreaction here. 

Senator Simon. Where do you draw the line between that letter 
that was written immediately after— let's just say it was written in 
1867— and one that is written in 1967? 

Ms. RmoER. I don't look on it that way. In fact, the statute of 
1976 does put a terminal date on unpublished writing. Admittedly 
that date is in the future^ but a lot of this stuff will go into the 
public domain one of these days. 

I think it is a factor for the courts to consider as to how old the 
thing is and the nature of the material— whether it was written as 
belles )tettres» or whether it was an occasional diary entry or that 
sort of thing. 

I am in the position of a mass of unpublished material right now. 
I am writing a liistory of the cop3nright law, and there is a lot of 
unpublished material that I am having to sift through. 

It is a dilemma for authors. There is no question about it. But it 
is one that they have had to face for as long as there has been 
scholarship. I'll put it this way. I think common sense should come 
into ^his somewhere along the line. 

Senator Simon. Ck>ngressman Kastenmeier? 

Representative Kastenmeier. Mr. LubeU, some of the complaints 
that authors have had» and they may be some of the complaints 
that Ms. Ringer just alluded to» have been about the chilling effect 
of the decisions. As someone who has represented the trustees of 
proprietors of this material, do you have any comment at all about 
the practice of prior editing and the limitations that the holders of 
unpublished works presume to place on writers? Do you defend 
those practices? 

Mr. LUBELL. I have two comments. One is I think, as Congress- 
man Berman and Ms. Ringer have both pointed out, there are 
chilling effects both on the writers who may be using unpublii^hed 
works, but we also have to consider whether the writers of the un- 
published works might be chilled. Here I am talking about whether 
a writer of an unpublished work will think maybe twi/^e before 
giving his writings to Princeton University archives because, if 
there they are accessible to somebody who may use them and, 
under a fair use standard that applies to published works, there is 
a bit of a chill about putting those works into the archives. 

We may never see those works unless somebody hires a second- 
story man to get it. So there is a chilling effect on the other side 
that I think we have to consider, as well. I might say. having repre- 
sented plaintiffs whose impublished works have been used iust as 
Mr. Abrams describes a process that the attomevs for the defend- 
ants, or the publishers, go through, we go through a process where 
the first question that we as^ is, is this merely taking a fact or an 
idea from an impublished woik and, is it a very close paraphrase, 
so that we try to recognize that we don^t have grotmds to, nor 
should we, I might suM^t, complain where what is involved is the 
taking of a fact or an idea. 
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So the process works at both ends. Both defendant's counsel and 
plaintiffs counsel ti^ to steer a course that gets them through the 
fair use doctrine as it applies to unpublished works. It is a d^cult 
ooursoi but, in many areas of the law, there are some complications 
in advising a client, and what we look to are the deciaionB of the 
court. 

I might suggest that we do have decisions from the second cii'cuit 
whichi when read carefully, do guide us, at least they guide me. I 
might also suggest that we might wait for some more thinking and 
decisions from the judges of the other circuits. 

Representative IUstsnmeisr. Mr. Abrams, I asked the authors 
this. I probablv should have asked you this instead. What is dUfer- 
ent about the law ' Dday? Presumably, those authors who were writ- 
ing 16 and 80 years ago, and were seeking; access to unpublished 
works, found limitations in terms of unfair use then. Is the doc- 
trine that much more narrow today than it was before 1976 or, 
let's aay, 1955? 

Historically, what has happened to cause this problem today? 

Mr, Abrams. I think at least two things; one, I think the doctrine 
is narrower than it has been. Second, and I am more confident of 
this, the law is clearer and more rigid ^an it has ever been. There 
is an enormous clarity in almost a wooden fashion of the law today. 
One can say with some level of confidence, now — one would not 
have, I think some years ago— that almost any use of unpublished 
work will be deemed a violation of the copyright law because it vnll 
not be deemed fair use. 

I don't think one could have said that as clearly some years ago, 
and if one could have said it clearly some years ago, one, at least, 
wouldn't have had cases of rather recent vintage stating it and re- 
stating it with enormous force and clarity. 

One of the greatest problems, as I see it, is that the courts have 
been deprived of the flexibility that I believe that the fair use doc- 
trine was meant to give them by importing inw the law what I 
view, at least, as this rigid near per se rule against quotations from 
unpublished material. 

Representative Kastknmkikr. Ms. Ringer— and this is my last 
question, Mr. Chairman— I take it you agree with the majority in 
the second circuit opinions and with Judge Miner, more or less. 

Ms. RiNQKR. Not really. 

Representative Kastenmbier. Not really? 

Ms. RiNGSR. But I think that they were the ones to decide, so I 
am not going to second-guess them. They had the case in front of 
them. 'Hiat's what you gave them. You gave them that job. It 
seems to me that they performed it very, very thoroughly and 
searchingly. 

I probably would have differxl with them. I'm not sure. I 
wouldn't want to say. I'm net on the bench. 

Representative Kastbnmt.ikr. If thev had ruled as the minority 
had found on thtfi case, ]^u would not nave disagreed? 

Ms. RmoKit No. I think I say in my statement that no knowl- 
edgeable copyright attorney really should have been surprised by 
the decision. But I don't think that they should have been sur- 
prised if the court had gone the other way. 
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Representative Kastenmsesr. Would you agree with Judge 
Miner's euggeetions for changes in the law 

Ms. RmoKE. I think they are constructive suggestions, but I 
wouldn't go that route. I am inclined to agree w*th senator Simon 
that thev might be too restrictive. I am not going to sit here and 
tell you how i think the bill ought to be amended^ but I would like 
to make two points: 

Firsti if you do amend section 107, you should make clear that it 
does not extend beyond the area we have been talking about. I just 
can't conceive of making this ^er the whole body of copyright 
law, where first amendment considerations-^or whatever you want 
to call them— do not apply. In my statement I quote Judge 
Newman as to what he envisioned as the scope of this issue. I 
would confine whatever you do here to that. 

The second point is that I think you should make cryi^tal clear, if 
you amend section 107^ that for all works, not just this t^rpe of 
work, thera is no per se rule. I think tliat probably is needed to be 
said in the statute, if you amend it. But I don't think you accom- 
plish that by what you have done. 

Representative Ka^ses'.ukier. Of course you have heard Judge 
Leva! say that he supports the bill and feels very comfortable, nre- 
sumablv, prospectively rendering judicial decisions based on that. 

Ms. niNOER. I think he will have a lot more decisions to render if 
this bill is pa£»ed. 

Representative Kastenmeier. That remains to be seen. Thank 
you, Mr. Chairman. 

Senator SmoN. Congressman Berman. 

Representative Herman. Thank you very much, Mr. Chairman. 

Mr. Abrams, you, essentially, subscribe to the view that these 
court decisions, essentially, have created a per se rule that, basical- 
IVf you can't quote unpublished material. 

Mr. Abrams. Yes. 

Representative Berman. Doesn't this bill, notwithstanding some 
of the things that have been said already, create a per se rule that 
there is no distinction between your abihty to quote from published 
material and unpublished material? 

Mr. Abrams. I don't think so. Congressman Berman. I read the 
bill only to mean that fair use principles are to be applied in deter- 
minuig as to both published and unpublished works whether a use 
is fair. 

Refiresentative Berman. But the key here is the nature of the 
copyrighted work. That is the second 

Mr. Abrams. That is one of the keys, yes^ 

Representative Berman. Normally, you think, "Is it published or 
is it unpublished?" Wouldn't that be part o; what you look at when 
vou e»mune the nature of the work? And I am talking here with 
having—I never even took the course. 

Mr. Abrams. I think. Congressman, that the place that the un- 
published or published nature would probably kick in most is in 
factor four, wnich is the effect on the market; that is, as a matter 
of prediction, rather than saying what I am telling you the law 
ouxrht to say 

ilepresentative Bei man. The effect on the market? As I under- 
stand it, that is the effect on the market in the context we are talk- 
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ing about» of the unpubliBhed work, that plantation owner in Geor- 
gia who, I thii^, had a low level of expectation of market for his 
work, or maybe Mr. Hubbard in his comments. 

Mr. Abrabis. I must tell you, Congre^man, that the recent deci- 
sions from the second circmt in both the Salinger and the New Era 
cases, at least, indicate that the courts are gomg very far, indeed, 
in finding a prospective market. Mr, Salinger, for example, in 
fact 

Representative Bbrman. That would be different. 

Mr. Abrams. Had not the slightest intention, so far as I know, of 
selling hih works. But the second circuit found, none the less, that 
he might have, might have changed his mind, might have wanted 
to sell his works. 

In the New Era case, the court found a potential effect on the 
market for other Hubbard works because people might buy the al- 
legedly infringing book rather than the other book. 

All I am saying is that the character of a work being published 
or unpublished might well^ matter there, that if you have an un- 
published work that is beiipg quoted from, it would tend, more 
often than not, to interfere with the market, if there is a market, if 
there is really a potential market, for the work, itself. 

I think what you say is quite right, in that in the slave example, 
no court would find that there was, reallv, a potential market that 
was interfered with. All I am saying is that the unpublished char- 
acter would be relevant in determining the alleged impact on the 
market. 

Would it still be relevant under factor two? Tm not sure. I would 
arffue that factor two ought to take account of other matters than 
published/unpublish<^. 

Representative Herman. I don't see how it could take that into 
account if you change the law this way because why else would you 
have said published or unpublished? 

Mr. Abrams. I think the reason that you are sa3dng it is to make 
clear that there can be fair use with respect to unpublished works, 
and that anything like what I referred to as the sort of near per se 
rule is not Congress' intent. That does not mean, of course, that 
every use of unpublished work is fair. 

Representative Herman. But Ms. Ringer doesn't disagree with 
that. She said, "Let's clarify, clearly, that there is no per se rule in 
the copvright law as a result of these decisions." 

Mr. Abrams. My view if> that this legislation is a very reasonable 
and well-drafted way to clarify that and to make it clear that not 
only is there no per se rule, but that each of the four factors wM 
be considered and then ruled upon by the judge in determining 
whether a particular use is fair or not. 

I believe that even if that is done, unpublished works are, prob- 
ably, more likely to be found to infringe "at the end of the day," 
ciuoting from them, than published works. I nink that is the way it 
is likely going to play out in terms of enforcement. 

But what I think is important is that the judges go through all 
the factors, analyze them, have all the scope of review that they 
can in enforcing them for unpublished as well as published work. 

If I am ri^ht, for example, in saying that the way it really works 
out in practice, now, is that we really don't allow quotations from 
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unpublished works effectively— if that is a correct statement of the 
it really works 

Representative Berman. That would be a disaster. 

Mr. Abrams. I think that that is a disaster, and I think you can 
deal with that rather simply. 

Representative Bsrman. One qiiestion« Ms. Ringer, and then I 
am done. It does sound like, Ms. Ringer, you cite that section of the 
Constitution that Judge Leval quoted for the exact opposite pur- 
pose — you view it as the primacy of, in effect, the ri|;ht of first pub- 
lication of your own work and to control and exploit it. He cites it 
for the ability to disseminate knowledge and information. 

Ms. RiNQBR. I have made a pretty thorough kitudy of this, Mr. 
Berman. I believe tl'^'it the Constitution was based on both prem- 
ises. It is a bifurcated statement. It was intended to promote au* 
thorship and creativity, and at the same time, it y^as intended to 
reward people for their creative contributions. 

But I would add that the Constitution originally diin't apply to 
this type of material. Except in certain areas the tjrpe of material 
we are talking about was not governed by the Constitution until 
1978. It was under common*law protection, and it was a common- 
law property right. The line of cases that has brought us here is 
consistent in upholding that principle. 

I think it may be time to breach the wall. I am not saying, 
''Don't do that," but I am saying to you, "Say what you mean/' 
Don't leave this to coiyecture in trying to sift through inclusive leg- 
islative history later on. 

Representative Berman. Although you ) say, "Let the courts 
decide how to deal, case-by^^ase, with the quotations from unpub- 
lished material." That sounds to me, especially in the context of 
what has happened, like publishers and people like these authors, 
are going to have a heck of a time figuring out what they can do 
and what they can't do. 

Ms. Ringer. It depends on how you word the statute, Mr. 
Berman. If you pass the wording you have now, you are in big trou- 
ble, in my opinion. 

I think you could leave it to the courte. But I think the tide is 
running toward legislation, and maybe it is justified. 

There is strong sentiment for legislation, and I am not going to 
say I disagree with it. But if you are going to legislate, I think you 
should say what you mean, and not leave your intentions this 
vague. You know, there are an awful lot of pirates and leeches out 
there. They are going to seize on this language, if they can, in 
areas that have nothing to do with what we have been talking 
about today, and use it as argumente for defending their piracy. 

Senator Simon. We thank all three of you for your testimony. 

We also have some additional stetements and letters that we will 

Kut in the record, submitted by Mr. Kenneth M. Vittor for the 
lagazine Publ'^hers; the American Association of Law Libraries; 
the American Library Association and the Association of Research 
libraries; Dr. Bruce Perrv; the Electronic Industries Association; 
Mr. A.J. Valdespino; Mr. Irwin Karp; nine Educational Testing Or- 
ganizations; and Prof Jane C. Ginsburg. 
[The above-mentioned stetemente follow:] 
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STATEMENT OF KENNETH M. VITTOR 

ON BEHALF OF THE 
MAGAZINE PUBLISHERS OF AMERICA 
BEFORE THE SUBC0131ITTES ON PATENTS, COPYRIGHTS AND TRADEMARKS 
COMMITTEE ON THE JUDICIARY 
UNITED STATES SENATE 
AND 

THE SUBCOMMITTEE ON COURTS, INTELLECTUAL PROPERTY, 
AND THE ADMINISTRATION OF JUSTICE 
COMMITTEE ON THE JUDICIARY 
UNITED STATES HOUSE OF REPRESENTATIVES 
July 11, 1990 

Mr. Chairmen and Members of the Subcommittees: 

My name is Kenneth M. Vittor. I appear here today on 
i: half of the Magazine Publishers of America (^'MPA**). I am Vice 
President and Associate General Counsel of McGraw-Hill^ Inc.^ a 
member of MPA and the publisher of numerous magazines « including 
Buainrisg Week . I am the author of an article concerning the 
subject of this hearing entitled ** Fair Use** of Unpublished 
Materia ls: "Widow Ce nsors" . Copyright and the First Amendment 
ifhich was published in the Fall 1969 issue of the American Bar 
Association*8 Communicationa Lawyer. 

As you know/ MPA is the trade association representing the 
interests of approximately 200 firms which publish more than 
1000 consumer-interest magazines annually. MPA*8 members 
publish magazines ranging from widely circulated publications 
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(such as Time . Mg w^week and Reader's Digest ^ to special interest 
magazines and journals of opinion (such as Aviation Week and 
Space TerhnoloQv . QstH,, Consumer Rpports and the Npw Republic^ . 
Over the yearsi NPA has been recognized as the voice of the 
American magazine industry on numerous issues of public policy^ 
including copyright. 

The Salinger and N ew Era Decisions 

NPA appears today before these Committees in strong 
support of S.2370 introduced by Senators Simon and Leahy and 
H.R.4263 introduced by Representative Kastenmeier. The proposed 
amendment/ designed to clarify that the fair use provisions of 
the Copyright Act (17 U.S.C. §107) apply to both published and 
unpublished copyrighted workSi has been necessitated by the 
remarkable — and deeply troubling — series of recent copyright 
decisions by the United States Court of Appeals for the Second 
Circuit in Salinger v. Random House . Inc« (J.D. Salinger 
biography) and Mew Era Publications Int'l v. Henrv Holt & 
QSU (li. Ron Hubbard biography)^ 

In Salinger . the Second Circuit ordered the District Court 
to issue a preliminary injunction barring the publication of a 
serious biography of author J. D. Salinger because of the 
biographer's unauthorized quotations from Salinger's unpublished 



(1) 650 F.Supp. 413 (S.D.N.Y. 1986), yev'd, 811 F.2d 90(2d 
Cir.)* CajLt^^jLaJOiM, 484 U.S. 890 (1987). 

(2) 695 F.Supp. 1493 (S.D.N.Y. 1988), aff' d on other aroun dg. 

873 F.2d 576 (2d cir.), rehearing denied/ 884 F.2d 659 (2d 

Cir. 1989), cart, denied . 110 S.Ct. 1168 (1990). 
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letters. In so ruling, the Court of Appeals stated unequivocally 
that unpublished works "normally enjoy complete protection 
against copying any protected expression." (811 r.2d at 97) 
Indeed^ the Second Circuit concluded in Salinger ; **it [a 
biographer] copies more than minimal amounts of (unpublished) 
expressive content, he deserves to bs enjoined." (811 r.2d at 
96)* 

In New Era^ the second Circuit held that the publisher of 
a highly critical biography about L. Ron Hubbard, the 
controversial founder of the Church of Scientology, had 
infringed copyrights in Hubbard's unpublished diaries and 
journals. The Hubbard biographer had used selected excerpts 
from these previously unpublished materials to refute the public 
image of Hubbard promoted by the Church of Scientology and to 
illustrate perceived flaws in Hubbard's character. The Second 
Circuit made it clear in Mew Era that an injunction would have 
been ordered against the publisher ot the Hubbard biography but 
for the plaintiffs unreasonable delay in coiwnencing the 
copyright infringement lawsuit. In the chilling words of the 
Second Circuit: -[Tjhe copying oif more than minimal amounts' 
of unpublished expressive material cells for an injunction 



While continuing to support the issuance of an injunction in 
SAiinofll* the author of the Second Circuit's opinion in 
Sa li nge t now concedes that; "[i]t would have been preferable 
to have said in fialinget . .he deserves to be found liable 
for infringement rather than "he deserves to be enjoined." 
fififl |eK.-£xi^Lir rttim& Jii^ V. Henry Holt kJCft., ae^ p. 2d 
659,663 n.l (2d Cir. 1989) (Newman, J., dissenting from denial 
of rehearing) . 
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barring the unauthorized use* . . (873 F.2d at 584)* 

Effect o f the Second Circuit's Decisions Upon Maff«i!inft Pnhlishprs 

In the wake of the Salinoer and New Era decisions by the 
Second Circuit / it is now clear — and publishers* lawyers have 
no choice but to advise magazine editors — that almost any 
unauthorized use by a magazine of previously unpublished 
materials which is challenged by a copyright owner will 
inexorably lead to a judicial finding of copyright infringement. 
Moreover, the Second Circuit's rulings in Saling er and New Era 
leave no doubt that such a finding of copyright infringement 
will almost always result in the automatic issuance of an 
injunction against the publisher of previously unpublished 
materials * 

The result: vast quantities of unpublished primary source 
materials — "the basic building blocks of history", as 
Representative Kastenmeier has observed — previously available 
for selective quotation by magazine publishers and journalists 
under the fair use provisions of the Copyright Act are now 
off-limits. Magazine publishers and editors, confronted on 
deadline with the inhibiting prospect of copyright litigations 



* While reiterating his support for the issuance of an 

injunction in the Mfiw JItJl case but for the lachM problem, the 
author of the Hew Era opinion has now amended the sentence 
quoted above by adding the phrase **under ordinary 
circumstances" at the beginning of this passaqe. BSA NfiMj^i^a 
EuljllfiiltiQIiax, mtll V. Henry Holt & Co. , 884 If. 2d 659,662 (2d 
Cir. 1989) (Miner, J., concurring in denial ot rehearing). 
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and automatic injunctions, will engage in self-censorship and 
simply decide to refrain from quoting from unpublished primary 
source materials such as letters, reports and memos. 



The Second Circuit's wooden application of the fair use 
provisions of the Copyright Act to unpublished materials has in 
effect rendered the Copyright Act j i official — and private — 
secrets act giving copyright owners and their heirs complete 
veto power over publishers* and journalists* quotations from 
historical source materials. The Fecond Circuit has apparently 
forgotten, as Federal District Court Judge Leva! reminds us, 
that: "Quoting is not necessarily stealing. Quotation can be 
vital to the fulfillment of the public-enriching goals of 
copyright law." (Leval, Toward a F air Use Standard . 103 Harv. 
L. Rev. 1105, 1116 (1990).)* 



* In sharp contrast to the Second Circuit*8 harsh treatment in 
Salinget and New Era of publishers* quotations from 
unpublished materials, a panel of the Second Circuit 
acknowledged recently the importance and necessity of 
quotations in a copyright decision — . the New gra v. Cjurxil 
Publishing case ~ upholding the fair use of publishftd 
materials by yet another Hubbard biographer. Thus, the Court 
of Appeals observed in Carol Publishing ; "[Tlhe use of the 
quotes here is primarily a means for illustrating the alleged 
gap between the official version of Hubbard's life and 
accomplishments « and what the author contends are the true 
facts. For that purpose, some conjuring up of the copyrighted 
work is necessary.- New Era Publications InturMJitinniil v. 
Carol Publishing Group. 1990 US App. LEXIS B726, *21 (2d Cir), 
yev'g 729 F.Supp. 992 (S.D.N.Y. 199O). we believe the same 
"conjuring up of the copyrfqhted work" is necessary and 
appropriate with respect to riublishers* quotations from 
unpublished materials. 
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Hvpotheticals 

To illustrate how the Second Circuit's recent copyright 
decisions regarding fair use of unpublished materials have 
adversely affected magazine publishing, let us pose two 
hypotheticals for your consideration. 

1. The Secret LHJ-Wixon Corre spondenc e. Suppose that 
former Presidents Lyndon Johnson and Richard ifison bad conHnenced 
a secret exchange of correspondence following President 
Johnson *s announcement in April 1968 that Johnson would not seek 
re-election. Suppose further that the secret LBJ-Nixon 
correspondence, which continued until President Johnson's death 
in 1973, is uncovered by a magazine journalist while the 
reporter is researching a retrospective article on the Vietnam 
War. Assume that the unpublished correspondence includes 
significant revelations regarding the two Presidents* 
personalities and political thinking and reveals previously 
undisclosed information about the two Presidents* conduct of the 
Vietnam War. 

The magazine journalist in our hypothetical includes a 
limited number of carefully selected verbatim excerpts from the 
secret LBJ-Nixon correspondence in the article in order to 
substantiate the reporter's critical analysis of the two 
Presidents' conduct of the Vietnam War. The journalist quotes 
from the unpublished letters because he concludes in good faith 
that he cannot separate the facts or ideas set forth in the 
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letters from the unique form in which they have been expressed 
by Presidents Nixon and Johnson. Repre mtatlves of President 
Johnson's estate and President Nixon, learning of the existence 
of the secret correspondence immediately prior to publication of 
the magazine article when approached by the journalist for 
comment/ respond by filing a copyright infringement litigation 
in New York against the magazine publisher* 

The result: under the Second Circuit's copyright 
decisions in SaJLinofiX and New Era, the magazine publisher would 
not only be held to have infringed the copyrights in the 
unpublished letters owned by the Johnson estate and President 
Nixon, but would be subjected to the issuance of an injunction 
barring the publication of the article and the magazine unless 
the infringing quotations, and all close paraphrases, from the 
Johnson-Nixon correspondence were deleted in their entirety, if 
the magazine article were already in production, the printing, 
distribution and promotion of an entire magazine would be 
disrupted, delayed or possibly cancelled, at enormous financial 
— and editorial — cost to the publisher. 

2. The Revealing Ci^jLParAlft^eiDfl , in this hypothetical, 
suppose a magazine journalist for a business magazine researching 
allegations regarding a corporation's controverr?ial financial 
practices is provided a copy of an internal employee memo from 
the corporation's files. The revealing memo substantiates an 
employee's claims to the magazine reporter that the corporation 
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has enga9ed in illegal conduct. For esample, assume that the 
internal corporate memo describes an elaborate financial scheme 
apparently designed to avoid the corporation's financial 
disclosure obligations under the federal securities and the 
foreign corrupt practices laws. As a responsible journalist, 
the reporter approaches the corporation for comment prior to 
publication of the article which will include selected but 
devastating — quotations from the damaging memo* In response, 
the corporation not only threatens to sue the magazine for libel 
but, as the owner of the copyright in the internal employee 
memo, proceeds to file a copyright infrinyement claim in New 
York prior to publication seeking to enjoin the publication of 
the article and the magazine on the grounds of copyright 
infringement « 

Again, in view of the Second Circuit's copyright decisions 
in S al inger and Mew Era^ the court would have no choice but to 
hold that the magazine had indeed infringed the corporation's 
copyright In the unpublished employee memo. Moreover, while the 
law is clear that the corporation would never be able to obtain 
a pre-publication injunction against publication of the article 
by reason of the corporation's purported libel claims against 
the magazine, the Second Circuit's recent copyright decisions 
would mandate an injunction arising from the corporation's 
copyright infringement claims. 
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S,2370/H.P.42fi3 

MPA believes S.2370 and H.R.4263 restore the Copyright 
Act's delicate balance between t:he rights of publishers and 
journalists to quote selectively from, and make fair use of, 
unpublished works and the rights of copyright owners to control 
the publication of their unpublished materials. By clarifying 
that the four fair use factors set forth in %107 of the 
Copyright Act — namely, (1) the purpose and character of the 
use; (2) the nature of the copyrighted work; (3) the amount and 
substantiality of the portion used in relation to the 
copyrighted work as a whole; and (4) the effect of the use upon 
the potential market of the copyrighted work — apply to all 
copyrighted works "whether published or unpublished," the 
proposed amendment would make it clear to courts that publishers 
should not be totally precluded from making any fair use of 
unpublished materials. The mere fact that a copyrighted work is 
unpublished should not automatically disqualify such materials 
from fair use just as the fact a work is published does not 
automatically permit a publisher to make unfettered use of these 
materials. 6.2370 and H.R.42'-i3 would mandate that each fair use 
case involving unpublished materials should be judged on its 
merits following a careful judi-ial balancing of each of the 
four fair use factors set forth in §107. 

Automatic In-jtmrti nr^^ 

MPA believes Congress should also address the problems 
engendered by the Second Circuit *s rigid rules in Salinaer and 
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Mew Efa concerning the automatic issuance of injunctions in 
copyright cases. We recognise that severiil Second Circuit 
judges have attempted in opinions issued following the Second 
Circuit's denial of a rehearing in New Era to clarify the Second 
Circuit's draconian statements regarding the automatic issuance 
of injunctions.* Unfortunately, these expressions of judicial 
opinion are nothing more than non-binding (licta . Moreover, 
Judge Miner is careful to point out in his rehearing opinion 
(884 F.2d at 661-62> that the New Era panel majority still 
maintains its prior view that an injunction wouid have been a 
proper remedy in Mew Era but for the Juftcilfifi problem. Similarly, 
Judge Newman still finds no problem with the preliminary 
injunction issued in the £AliJl5iflX case because the injunction 
did not **halt distribution of a book already in publication; the 
injunction required the defendant only to revise ga. ley proofs 
to delete infringing material prior to publication," (864 P. 2d 
at 663) Given the exceedingly tight editorial and printing 
deadlines faced by magazine publishers, a preliminary injunction 
such as that issued in Salinaer would kill the article in 
question (and possibly the entire issue of the magazine), 



* &fi£r CiflLf Judge Miner's concurring opinion, 884 F.2d at 661: 
"All now agree that injun<:tion is not the automatic 
consequence of infringement and that equitable considerations 
always are germane to the determination of whether an 
injunction is appropriate-. jal^Q Judge Newman's 

dissenting opinion, 884 F.2d at 664 : ** [B]quitable 
considerations, in this as in all fields of law, are pertinent 
to the appropriateness of injunctive relief. The public 
interest is always a relevant consideration for a court 
deciding whether to issue an injunction." 
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Accordingly / MPA believes the need for a Congressional response 
to the injunction issue remains. 

We submit that the Second Circuit*? recent c<^^yri9ht 
rulings virtually requiring the issuance o£f an iro?Anctlon 
follo«-'ing any finding of copyright inf riwgeroent aite in direct 
conflict with the discretionary language of the Copyright Act^ 
which simply provides that *any Court. . > inav . ♦ .grant 
temporary and final injunctions.** (Emphasis supplied) Courts 
in other jurisdictions have been quick to exercise such 
discretion in copyright infringement cases and have denied 
injunctive relief where damages remedies adequately compensated 
the copyright owner.* In view of Sa linge r and Mew Era ^ Congress 
should reaffirm the clear language and intent of the Copyright 
Act that injunctive remedies are discretion<iry in copyright 
infringement cases. 

MPA submits that the Second Circuit's mandatory injunction 
policy is at odds not only with the express language of the 
copyright statute but« perhaps more importantly^ with the 
underlying policies of the Copyright Act. The purposes cf the 
Copyright Clause as set forth in the Constitution — "To promote 
the Progress of Science and useful Arts. . — are ill-served 
by the automatic and permanent suppression of literary and 



* &£fl« flL.^« &bfind V. MCA. Tn<-!., 853 P. 2d 1465, 1476-80 (9th 
Cir. 1988), aff M on other grdy 110 S.Ct.l750 (1990) (Rmi 
Hindjaif case); Belushi v. Woodward . 598 F.Supp. 36# 37-39 
(D.n.C* 1964)(John Belushi biography), fifift AlAQ 3 Hinmar o n 
Copyright £14.06(8] at 14-56*2 (1988). 
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historical works utilizing selective excerpts from unpublished 
materials. As Federal District Court Judge Leval — the trial 
judge in both the Salinger and New Erq^ cases — observed in a 
recent speech: 

"When we place all unpublished private papers under lock 
and key/ immune from any fair use« for periods of 50-100 
years, we have turned our backs on the Copyright Clause* 
We are at cross-purposes with it* We are using the 
copyright to achieve secrecy and concealment instead of 
public illumination." (Leval, Fair Use or Foul ?, The 
Nineteenth Donald C Brace Memorial Lecture, Xfintiated in 
36 J. Copr. Soc'y 167, 173 (1989),) 

MPA submits that a Copyright Act truly sensitive to First 
Amendment values cannot and should not be interpreted to permit 
prior restraints to be issued routinely upon a finding of 
copyright infringement. The almost insurmountable obstacles to 
the issuance of prior restraint in areas of the law as disparate 
— and as important — as libel, national security and fair 
trial/free speech disputes render it difficult as a matter of 
constitutional law and policy to countenance such a drastic 
remedy becoming routine in copyright litigations, if the First 
Amendment barred enjoining the publication of the entire 
Pentagon Papers notwithstanding the serious national security 
issues cited by the government, why should selective quotations 
from an important public figure's unpublished letters serve as 
the basis for an automatic injunction under the Copyright Act? 
As Judge Leval concluded in his New Era ruling: "The abhorrence 
of the First Amendment to prior restraint is so powerful a force 
in shaping so many areas of our law, it would be anomalous to 
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presume casually itn appropriateness for all cases of copyright 
infringement.** (695 F.Supp. at 1525} 

MPA believes the injunctive remedy should be utilised 
against publishers and authors as the remedy of last resort 
under the Copyright Act anG only after a court has concluded 
that the monetary damages remedy already available under the 
Copyright Act is inadequate and that the infringed party has 
actually suffered, or will suffer, irreparable harm. MPA 
submits that courts in copyright infringement litigations 
against publishers and authors should be required to make a 
finding of irreparable harm rather than simply ritualistical ly 
presuming irreparable harm in the event copyright infringement 
has been found. Courts should also determine whether **great 
public injury would be worked by an injunction" <3 M immer on 
Copyright S14.06[Q] at 14-56.2 (1988)} and if so, whether 
monetary daroages would be a preferable alternative. As Second 
Circuit Judge Oakes explained in dissenting from the Court of 
Appeals*s decision in Wew Era ; **Enjoining publication. . .is 
not to be done lightly. The power to enjoin. . .must be 
exercised with a delicate consideration of all the consequences.** 
(873 F.2d at 596} 

Proposed Copyright Qflice Study 

MPA is hopeful that passage of S.2370 and H.R.4263 will 
substantially reduce the number of infringement claims and 
findings against publishers and authors who make selective use 
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Of previously unpublished materials, thereby reducing the number 
of infringement cases where the i?«sue of injunctive relief will 
need to be raised. We a also hopeful that the legislativo 
history of these proceedings together %7ith the favorably 
clarifying ilicJai regarding injunctive relief in the Second 
Circuit's Me w E ra rehearing opinions will quickly translate Into 
judicial decisions in the Second Circuit and elsewhere refusing 
to issue automatic injunctions following infringement findings 
against putlishers and authors, 

MPA believes, however, that the injunction issue is so 
fundamental to the proper operation of the Copyright Act -- and 
the First Amendp\ant — that Congress needs to monitor the 
situation closely to determine whether further legislative 
intervention is required. Accordingly, mpa proposes that 
Congress formally request the Copyright Office to undertake a 
study of copyright litigations to determine whether federal 
courts continue to issue injunctions against publishers and 
authors in copyright infringement cases and, if so, under what 
circumstances. MPA believes Congress should ask the Copyright 
Office to determine specifically whether the Second Circuit, or 
any of the other federal courts, follow the automatic injunction 
rules set forth in th Salinger and New Erg decisions or whether 
courts in copyright cases adopt the equitable, public interest 
approaches followed by the federal courts prior to thc» 
fialinge x/fifiW-EXii cases and apparently endorsed by several Second 
Circuit judges in the New Era rehearing opinions. fjpA proposes 




ERIC 



262 

- 15 - 

that Congress ask the Copyright office to submit the results of 
this iwiportant ctudy to Congress by January 1992. Congress 
should review the Copyjright Office's findings to determine 
whether further remedial legislation is required to address the 
important injunction question. 

Rasft gonse t o Safcantiai-Conr ^.una 

Several potential concerns have surfaced with respect to 
the proposed amendrrient which MPA would like to address briefly. 

1. Pxi va CY 

One of the concer .s cited with respect to use of 
unpublished raaterials under the feir use provisions of the 
Copyright Act relates to the privacy rights of the copyright 
owner. In contrast to our antecedent common law jurisdiction, 
the United Kingdom — which, to this day, does not recognise the 
right of privacy — privacy is a fundantental right of all 
Americans. Both ths United States Constitution* and our comnujn 
law of torts'** protect privacy rights. Additionally, the 



» CxO^o Mtiyer V, jSfibrjsi!^/ 262 u.s. 390 (1923), fixia)sald 

V, CCJlimCtimt. 381 U-S. <79 (IPSS), and KatS v. Unilftfi 
Si&iflft. 389 U.S. 347 (1967). 

** The 8ftiLt«i;^tiaM.tJt6!SCaadl ot ToztH* adopted by most of toe 
ctfttes 5s th^Jir own corrmKjn liiw of privacy, recognises 
protection of privacy interests from (i) intrusion, (ii) 
•false light" publicity, (lii) public disclosure of intimate 
embarrassing facts^ and (Iv) rnisappropriafcion. 
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collection and use of personally identifiable information in 
government and private sector databases are regulated by 
statutes such as the Federal Privacy Act* and the Fair Credit 
Reporting Act.** 

m light of these significant and developing sources of 
privacy law, MPA believes that the Copyright Act is an 
unnecessary vehicle for the further protection of privacy 
rights. Indeed, we believe that the Copyright Act, which is 
expressly designed to encourage the broadest possible public 
dissemination of information, is plainly ill-suited to protect 
privacy rights. For example, the Copyright Act provides no 
protection against the dissemination of facts — regardless of 
how intrusive or offensive such facts might be — because only 
the literal form of ^sxpression is protected by copyright. 

Moreover, the Copyright Act's expansive protection of 
copyright for 50 years after the death of the copyright owner is 
in direct conflict with the general rule under privacy law that 
privacy rights terminate at death. The Second Circuit*8 
application of the Copyright Act*s 50-year rule to protect the 
privacy interests of decedents represents a dramatic — and we 
believe unwise — expansion of current privacy law. This 
problem — which has been referred to as the "widow censor" 



* 5 U.S.C. S552a. 
*• 15 U.S.C. §1681 fit. fiM. 
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problem - underscorea the dangers inherent in utilising the 
Copyright Act to protect privacy rights. 

2. Berne Convention 

Another issue which has been raised with respect to S.2370 
and H.R.4263 is the effect of the recent adherence by the United 
States to the Berne Convention for the Protection of Literary 
and Artistic Works. mpA does not believe the Berne Convention 
poses any obstacles to passage of the proposed amendment. 

To the extent questions have been raised as to whether the 
proposed amendment might conflict with the so-called "moral 
rights" provisions of the Berne Convention, MPA responds by 
observing that Congress was extremely careful to refrain from 
incorporating a new "moral rights" doctrine into federal law at 
the time of United states adherence to the Berne Convention. 
Thus, S2(3) ("Declarations") of the Berne Convention 
Implementation Act of 1988 expressly states: -The amendments 
made by this Act, together with the law as it exists on the date 
of the enactment of this Act, satisfy the obligation, of the 
United States in adhering to the Berne Convention and nQ_fiixtllffx 
r i ghts flr )n^fl^ft«^ H nhnUjM_rfl£Oflni Bed or f^ r r f hnf 

Putppse . " (Emphasis supplied) 

Moreover, Congress made it clear in §2(2) of the Berne 
Convention Implementation Act that the Berne Convention is not 
self-executing in the United states and that "[tlhe obligations 
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of the United States under the Berne Convention may be performed 
only pursuant to appropriate domestic law." 

The Senate Judiciary Committee Report concerning The Berne 
Convention Implementation Act, after noting that ''moral rights" 
are not provided under federal law and that federal and state 
courts have rejected "moral rights** claims, clearly states that 
**the 'moral rights' rtoctrine in not incorpoyated into the U.S. 
law bv fthe Berne implementinal statute ." (Emphasis supplied) 
(Senate Judiciary Committee/ Berne Convention Implementation Act 
of 1968, S. Rep. No. 352; 100th Cong., 2d. Sess. 9-10.) 

Similarly, the House Judiciary Committee Report regarding 
The Berne Convention implementation Act observes "that the 
implementing legislation is absolutely neutral on the issue of 
the rights of paternity and integrity [moral rights]" and 
concludes that " adherence to Berne will have no effort 
whatsoever on the state of moral rights protecti ons in thlA 
country . ** (Emphasis supplied) (House Judiciary Committee, 
Berne Convention Implementation Act of 1988, H. Rep. No. 609, 
100th Cong., 2d Sess. 38). 

Accordingly, the legislative history and express language 
of the Berne Convention Implementation Act make it clear that 
Congress did not incorporate a new "moral rights" doctrine into 
federal law by agreeing to United States adherence to the Berne 
Convention. MPA believes the "moral rights" doctrine should not 
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now be permitted to be utilized by opponents to passage of 
S,2370 and H.R«4263 to deny publishers and authors the right 
under the Copyright Act to make fair use of unpublished 
materials • 

Moreover, mPA submits that the language of the Berne 
Convention does not bar the proposed air , Thus, while 

Article 10(1) of the Convention appear imit quotations to 

portions taken from a work "which has already been lawfully made 
available to the public," Article 9(2) expressly provides that 
"[i]t shall be a matter for legisl/^tion in the countries of the 
union to permit the reproduction of [literary and artistic] 
works in certain special cases, provided that such reproduction 
does not conflict with a normal exploitation of the work and 
does not unreasonably prejudice the legitimate interests of the 
authox • " 

MPA submits that the four fair use tests set forth in §107 
of the Copyright Act — which tests mirror the concerns 
addressed in Article 9(2) of the Berne Convention provide 
ample protection to copyright owners of unpublished materials to 
avoid prejudicing such owners' "legitimate interests". We do 
not believe Congress intended in adhering to the Berne 
Convention to preclude fair use of unpublished materials, it 
Ht id be surprising, indeed, if United States adherence to the 
Berne Convention resulted without any debate regarding this 
iftAportant issue in the elimination or restriction of magazine 
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publishers* and journalists* rights under the fair use 
provisions of the Copyright Act and under the First Amendment to 
quote from previously unpublished information. 

Conclusion 

NPA applauds the timely efforts by Senators Simon and 
Leahy and Representative Kastenmeier to address the serious 
editorial proolems engendered by the Second Circuit's recent 
copyright jurisprudence. MPA believes remedial legislation is 
clearly necessary to correct the Salinoer and Hew Era 
decisions. v;e do not believe — as Second Circuit Judge Newman 
has recommended in a recent article (J. Newman, Not the End of 

History; Ibfi^Sefiand circuit Struoa les with Fair Use , 37 J. 

Copr. Soc'y 12, 17-16 (1990)) — that magazine and other 
publishers should be required to attempt to litigate piecemeal 
"solutions** to the real and immediate editorial problems caused 
by the Second Circuit *s copyright decisions. Moreover, such 
pre-publication litigation **solutions" to the Second Circuit's 
rulings are not a practical alternative for magazine publishers 
and journalists who are inextricably tied to tight editorial and 
printing deadlines. 

NPA submits that the public interest will be best served 
by a Copyright Act and a fair use doctrine that both permit 
magazine publishers and journalists to make selective quotations 
from unpublished works and respects the rights of copyright 
owners to control the publication of their unpublished materials. 
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we submit that S.2370 and H.R,4763 would restore the delicate 
balance of the fair use provisions of the Copyright Act which 
has been destroyed by the Second Circuit's decisions in S aling er 
and New Era . 



Kenneth M. Vittor 
Magazine Publishers 
of America 
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WKITTEN STATEMENT ON BEHALF OF THE 
AMERICAN ASSOCIATION UF LAW LIBRARIES 
Before the SUBCOMMITTEE ON PATENTS, COPYRIGHTS, ft TRADEMARKS OF THE 
SENATE COMMITTEE ON THE JUDICIARY 
and th« 

Subcommittee on Courts, Intellectual Property 
and the Administration of Justice of the 
House Committee of the Judiciary 
on 

H.R. 4263 and S. 2370 
101st Congress, 2nd session 
Wednesday, July ii, 1990 

INTRODUCTION 

The American Association of Law Libraries (AALL) is a national 
organization of more than 4,700 professionals who are committed to 
developing and increasing the usefulness of law libraries and the 
cultivation of the science of law librarianship. In the 
Association's legislative policy adopted in 1990, the Association 
states its belief **that an equitable balance between the rights of 
users of information and the rights of copyright holders is 
essential to the free flow of inforaation. The Association urges 
that all proposed revisions, guidelines, procedures, or 
interpretations relating to the Copyright Law maintain this balance 
by interposing a minimum of obstu^les to the free and open 
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distribution of ideas in all nedia and formats." AALL is 
interested in H.R. *263 and S.2370 because many of our libraries, 
particularly those in the academic sector, are repositories for 
unpublished works, including manuscripts, letters, and other 
papers. The purpose of these bills is to apply fair use equally to 
published and unpublished works. Like published materials, the 
value of these materials in our libraries would decline if 
researchers did not have the right to copy from these works in 
situations covered by section 107 of the Copyright Law. 



BISTORICAL FAIR USB 



The main thrust of Article 1, Section 8, is to advance public 
welfare by encouraging the expression and dissemination of creative 
ideas . 

Subject to certain exceptions, copyright legislation gives 
exclusive rights to the copyright owner. The quoting of reasonable 
excerpts has long been considered fair use, a judicially created 
exception to the exclusive rights held by a copyright owner. The 
rationale for the doctrine and the criteria for its application are 
discarnable from case law. These judicial decisions detei-mine the 
balance between the public's right of access and the creator's 
right to benefit from his or her creation. 

The 1909 Act was silent on the question of fair use. until 
the 19-76 Act, there had been no statutory provision dealing with 
the issue, under the 1909 Act, unpublished works were protected 
under the common law of the individual states and authors had 
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property rights in their works. Until general publication of the 
workf the author had the exclusive right to copy or to authorize 
copying. Upon publicationi copyright protection continued only if 
the work contained a notice of copyright and was registered with 
the United States Copyright Office* Reproduction of limited 
sections of published materials under copyright was subject to the 
fair use doctrine and other statutory and common law exceptions to 
the author's exclusive right to copy. 

All this has chinged with the enactment of the 1976 Act. Now 
copyright protection is attached the minute the independent work Is 
fixed in any tangible medium of expression. Both published and 
unpublished works are protected once expressed in a tangible form* 
Unpublished works created before January 1, 1978 are now protected 
from unauthorized use until 50 years after the death of the author 
or at least until December 31. 2002. Congress made a consciouo 
decision to include unpublished works in the 1976 Act. Congress 
also made a conscious decision to include two important exceptions 
in the 1976 Act to insure the public's right of access to the wide 
variety of works now covered by the copyright law: fair use and 
reproduction by libraries and archives. The fair use exception of 
the 1976 Act incorporates the judicially created doctrine of fair 
use «- the quotation or paraphrase without the specific permission 
of limited sections of the document for purposes such as teaching i 
news reporting I and research. 
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XECBIIT count DKCXSZOHfl ON FJUR UBB 

Several recent decisions including Harper & Row . I nc > v . 
N ation Enters. . Salinger jr« JRandoa House^ ino> . and New Era 
Publicationa TnwJJL* v,^ Henrv Jiolt & Co. have emphasized the 
unpublished n ture of the work in their analysis of the fair use 
doctrine. 1 1 1985, in Harper & R ow, ttic Supreme Court focused 
attention on the unpublished nature of the copied work by ruling 
that The Nation had exceeded fair use when it printed excerpts fron 
a purloined copy of as yet unpublished xaemoirs of Gerald Ford« 
Even though the 1976 Aot eliminates the distinction between 
puiaished and unpub'' shed works and does not mention publication as 
omi of the factors to be considered under section 1U7^ the court 
insisted that a work's published status is one criterion to 
consider in determining whether use is fair and that use of 
unpublished works is fair only in extraordinary cases. Four 
meiibers of the court agreed that there could be virtually no 
unauthorized use of unpublished materials **even if the work is a 
natter of . . . high public concern The court's interpretation 
narrows the scope of fair use for ail unpublished works. 

The Second Circuit in Salinger and Ne w Era Publications 
limited the **fair use** exception as applied to a biographer's use 
of unpublished materials, holding that the fair use doctrine was 
virtutxlly inapplicable to unpublished materials. The Salinger 
decision appears to all but eliminate the fair use exemption even 
for research purposes where the copied work is unpublished* 
SflJltinggr arose tzom a biographer's use of unpublished letters 
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housed in Mvoral research libraries. Helying on Harper & Row ^ the 
Second circuit found that the biographer's use of unpublished 
letters was not a fair use even though the biography clearly fit 
within several of the fair use purposes specifically mentioned by 
§ 107 and only slightly more than 200 words were directly quoted 
tr<m the letters. In its discussion of the effect of the 
unpublished nature of the work on the application of the fair use 
doctrine, the Saling er opinion i&aK^s two statements t^iat place 
significant limitations on the public's right x.o access to 
scholarly research. First, the court states "Salinger's letters 
are unpublished, and they have not lost that attribute by placement 
in libraries where access has been explicitly made subject to the 
obsexvance of at least the protection of the copyright law." 811 
F.2d at 97. While it is true that deposit of an unpublished work 
in a research library dce« not reduce the amount of copyright 
protection for a work, the placement of this statement in the 
opinion seems to imply major restrictions on the use of unpublished 
works in libraries while § 108 clearly contemplates the copying of 
vinpublished works housed in libraries for purposes of scholarly 
rtsearch. Second, the court's statement that "we think that the 
tenor of the Court's entire discussion of unpublished works conveys 
the idaa that such works normally enjoy complete protection against 
copying any protected expression," 811 F.2d at 97, seoms to 
prohibit all fair use copying from unpublished works. Taken 
together these two statements imply major restrictions on the use 
of unpublished works in research libraries that we believe are 
contrary to the intent of Congress, the public benefit spirit of 
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the Copyright clause of the Constitution, and the best interests of 
the public. The language in Salinger which prohibits close 
paraphrasing as equivalent to copying places even acre severe 
restrictions on the use of unpublished works for research purposes. 

The Second Circuit reiterated its extremely narrow 
interpretation of the application of the fair use doctrine to 
unpublished works in New Era Publicatlpna int>l v, Henrv Holt 4 
fiflU.* another biography cane in which the court recognized the 
legitimate purpose of the ui^e. 

The Supreme Courtis refusal to review either Salinoer or Hsm 
B2Ca now makes it virtually ispossible for scholars to practice 
their croft without running a high risk of having an injunction 
prevent publication of their works. Authors also are faced with a 
possibility of monetary damages. These very narrow interpretations 
of the fair use doctrine stifle the incentive to produce new 
creative works that the Copyright Law was designed to insure. 

Polloving these decisions, writers and scholars turned to 
Congress to seek legislative action to correct the chilling affect 
of these decisions on the creation of new works. As a result of 
these appeals, H.R. 4263 and S. 2370 have been introduced. Most 
recently in New Era Publlcatlona mt'l v, r^rol Publishlnry r.yry wxf^ 
the Second Circuit has reaffirmed its interpretation that the 
unpublished nature of a work precludes most uses that would be fair 
if the work had been published making the passage of one of these 
bills even more impo£i;ant. 
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BinCT ox JiIBRAKIBS 



The8« dttcisiona placa severe liaits on the value of inportant 
poxrtions of the coll€(<:^tion8 of nany research libraries. Since all 
works created before January i, i978 that had not been previously 
published wer^ grantdd copyright protection by the 1976 Act until 
at least the year 2003, and copyright in works created after 
January X, 1978 exists until at least the year 2028, all 
unpubliffhtod works now in library collection.! are covered by 
copyright. Libraries nust presume that every work donated is 
copyri9Ut«(^ unless it was produced by the federal government. 
Furthermore, a library cannot presume that the person donating the 
worka to the library owns the copyright in the works nor can a 
library presume that all rights are transferred even when a donor 
is the copyright holder* In many cases it may be impossible to 
track down the heirs of long dead unpublished authors to obtain the 
release of literary rights. The administrative burdens may prevent 
some libraries from accepting donations of unpublished materials 
that contain valuable research material. 

If the narrow interpretations in the recent cases concerning 
unpublished works are allowed to stand, society will lose the 
benefit of much valuable research. Nany of today's scholars would 
be dead before they could publish their own research which may 
require the use of quotations or close paraphrasing of unpublished 
works. Even if the scholars could publish their own research 
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b^fortt thoy dimd, the d«lay caus«d by thm inabilitv to quote or 
paraphrase previously unpublished works could nake nuch of their 
research out«-of«date l^fore it could be communicated to the public* 

There is some danger of libraries being exposed to liability 
for contributory infringement if scholarly use of unpublished 
material is not considered to be a fair use under the same 
circumstances as scholarly use of published works* 

Those who favor the recent dscisicns on unpublished works may 
argue that the prohibition against quotation or close paraphrasing 
does not reduce the ressarch value of unpublished material because 
researchers still have the right to use facts from unpublished 
materials* Tn the field of laui as in the fields of history^ 
biography, and journalism, accuracy and interpretation of precise 
wording is critical* In these and other instances, it is important 
to recognize that accurate rscording and analysis justifies the use 
of direct quotation even where the source may be an unpublished 
work* 



The apparent conilict between recent decisions narrowly 
interpreting the application of the fair use doctrine to 
unpublished works and the legislative history the 1976 Act which 
clearly indicates Congress* intention to apply the Copyright Law to 
unpublished works has created confusion and is likely to chill the 
use of unpublished materials for research purposes* In light of 
the importance of surh materials to research, the American 
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Association of Law Libraries supports an ansndnent to the Copyright 
Lav to clarify that the fair use doctrine should be applied to 
published and unpublished works in the sane manner. Clarification 
will benefit legal researchers as well as historians, biographers , 
journalists and other researchers by permitting the maximum use of 
unpublished materials. For these reasons^ AALL supports H.R. 4263 
and S. 2370. 
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StatMMnt of ths 
toerican Library AosoclatloR 
and tha 

Aaaoclailon of Raaearch Libraries 



to the 



Subcosnlttaa on Courts, Intallactual Proparty, 
and tha Adainlatrotlon of Justlca 
Housa Judiciary Cooaiittea 



and tha 



Subcoomlttaa on Patanta, Copyrighta, and Tradanarks 
Sanata Judiciary Coanlttoa 



for tha Hearing Racord of July 11, 1990 
on 



HH 4263 and S. 2370 



Tha American Library Association and tha Association of Research 
Libraries believe a strong need exists for clarification regarding copyright 
of unpublished materials* Recant decisions of the United States Court of 
Appeals for the Second Circuit have made It legally difficult to quote even 
limited amounts of unpublished materials without obtaining authc. ^.atlon or 
conaant . 

The Association of Research Libraries is an organisation representing the 
Interests of 119 major research Xlbr&.ries In the United States and Canada. 
The American Library Association it a nonprofit educational organisation of 
51,000 librarians, library trustees, and friends of libraries dedicated to the 
developnent and Improvement of library and In forma tlo.i service for aXX the 
AsMrioan people » 

.\LA has expressed Its support for KR 4263 and 3370 in a Resolution on 
**7alr Use** of Unpublished Sources paaaed by the ALA Connil, its policy-making 




ERIC 



269 

2 

body, on Jun* 26, 1990, The raiolwtion, which urges enactMnt of legislation 
to tliHlnate the diatinction between publiehed end unpubliehad Mteriali with 
regard to the fair uee of quotatione, ie attached to thie etatwwnt, HR 4263 
and S. 2370 would clarify that eection 107, title 17, ur-ited states Coda, 
applies to both publ'sKed and unpublished copyrighted works by adding the 
words -wheth'jr published or unpublished," after "fair use of a copyrighted 
work, " . 



Nearly all unpublished naterials created at any tine before 1978 are now 
protected by copyright at least through 2002, Tracking down penission for 
limited quotations frott older matsrial will be exceedingly difficult and time 
consuming. Obtaining pemission from authors or heira for more recent mate- 
rial, especially for critical biographies and histories, may entail a heavy 
price. The distinct possibility of a finding of copyright infringement, of an 
Injunction barring publication, and of monetary damages for even limited 
quotations will change the character of most nonfiction work, disturbing the 
balance betw^n protection for the original author and encouragement of 
subsequent authors to build upon their work. Advances in many fields are 
crafted from the work of those who came before. 



The traditional scholarly practice of limited quotation or paraphrase 
from unpublished sourcss has worked reasonably well for many years—under the 
common law doctrine of fair use, and under fair use as incorporated In the 
Copyright Act of 1976, Kany of the unpublished materiale which have been 
quoted by authors and scholars are housed in libraries and archives. ThsS4 
Institutions collect, preserve, organise, and make available such materials 
for use* The recent judicial rulings, as responsibly interpreted by 
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pobliS'iitrs and lavyorii would t«ver«ly restrict thu ftir use of unpublishsd 
flourci s« 



Ziibraries rsceivs public funds to foster legitisiate research. As 
Mancy Marshall, University Librarian at the College of Villiaa and Mary# and a 
Mttber of ALA^s Ad Hoc Subcowilttee on Copyright » has conMntedt 

As the second oldest college in the United States, the College of 
Williaa and Mary has a unig^ie obligation to ttie scholarly world. 
The weslth of aaterial in our collections is a national resource and 
is researched by scholars frcsi all regions of the United States 'ts 
well as foreign countries. Because of the age and history of our 
collection^ it is ii^wssible for us or researchers to accurately 
determine copyright ownership for much of the unpublished naterial. 
A strict interpretation of copyright which does not allow for 
quotation of reasonable portions of unpublished materials will 
therefore drastically inhibit scholarship* 

There has to be a balance between ease of use of unpublished 
materials %nd protecting the copyright of the original authors. The 
flow of scholarship would be drastically imj;)eded by limitations on 
fair use, and chat should not be the intent of copyright doctrine. 
An interpretation which allows for quotation of reasonable porticis 
of unpublished material:^ without the explicit consent of copyright 
holders is necessary to preserve the right of scholarly research. 



It has been suggested that donations to libraries of unpublished material 
might decline if HR 4263 and S. 2370 were passed. However, we believe that 
these bills, designed to eliminate a recent judicial presuaption against a 
finding of fair use of unpublished material, would have a minimal effect, if 
any, on donations. 



He do suggest that without legislative clarification, donations may 
decline for another reason. The recent rulings nay cause researchers to look 
to libraries and archives for information on the copyright provenance of their 
unpublished ^'JldiVlgs. The problems for libraries) are enoraous. The donor may 
not own all or any of the rights in the materials. Hei^s «ay be difficult to 
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identify And locat«. LlbrarU* my thus h«ilt«t« to aocapt som donations of 
unpubllmad Mt«rlal«« avan thoia of convldarabla raiaarch valua, bacauaa of 
tha adftinlitrativa burdani ot Idantlfylng copyright holdari» 

Tho rlghtn of authors of unpubllihad Mtarlali iiuit ba lafaguardad, but 
not at tha axpania of iv^iaquant lagitlvata racearch naadi. Ltglilatlva 
raasiuranca that fulr usa appliai to unpi>bllshad Mitarlali li naadad* Fair 
uaa la not unllnltad uaa, and tha unpubliahad natura of a work can ba a factor 
In dataxninlng fhlr uaa. Sactlon 107 of tha Copyright Act of 1976 itataix 

In datarBinlng vhathar tha uia Mda of a vork In any particular 
caaa li a fair uia, tha factors to ba conaldcrad shall includa-* 

(X) tha purposa and charactar of tha usa, lAclu<^lng vhathar auch 
uaa Is of a ccywiarclal natura or Is for nonprofit aducatlonal 
purposasi 

(2) tha natura ot tha copyrlghtad work? 

(3) tha aaount and substantiality of tha portion usad In ralatlon 
to tha copyrlghtad work as a vholar and 

(4) tha affact of tha uaa upon the potential narkat for or value 
of tha copyrlghtad work. 

Ha believe that all four fair usa factors listed In section 107 should be 

applied In determining whether the use made of an^ work subject to copyright 

protection Is fair. 

In suBnary, MA and ABL agree with witness Floyd Abrans, who concluded 
(on p. 5 of hla testlawny at the July 11 hearing) t "Enacting thla bill into 
law will elisdnate tha*; nearly insurmountable presumption against a finding of 
fair uaa while still leaving the courts free to engage in a detailed examina- 
tion of what use is and is not fair." As noted in the attached resolution 
passed by the ALA Council on June 26, 1990, the American Library Association 
supports the passage of W( 4263 end s, 2370, as does the Association of 
Research Libraries. 

Attachaient 
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AHUICAN UMAt% AUOCUTION 
EMtUllVE OffKll 

Executive djrictoh 



RESOLD mON 




90 East HuioN Strut Chicago. lufMMs606U UM. 

ExHCLtuiDmJECtot 3l2-2eo-)205 DcrotvDiMCTOH 
C(XJNCiUDautD StCiiETAiiut 3U.2W)-3203 Fax 3U-9440iW7 



UNPUBLISMED SOURCES 



WHEREAS, Libraries and their users we beneliciaries of the scholarship ol biographers, 
literary critk:s, historians and others; and 

WHEREAS, The canons ol scholarly research require that ser iou:; and responsible 

researchers draw upon and quote Irom unpublished primary source materials; 
and 

WHEREAS, The constitutional mandate to create copyriglit laws represents a carelul 
balance between the rights ol authors, publishers, and the public; and 

WHEREAS, That maiKlate and those laws encourage free and open expression and the 
fullest possible public access to that expression; and 

WHEREAS, The freedom of scholars to use quotations from unpublished primary sources 
is in serious jeopardy} and 

WHEREAS, Recent rulings of the U.S. Second Circuit Court have had an inhibiting effect 
on many forms, of research which are of ultimate benefit to libraries and 
their patrons and have made it legally diff icuit to qiiote even limited amounts 
of unpublished materials without obtaining authorization or consent) and 

WHEREAS, A "fair use*' doctrine for unpublished materials is needed to balance both the 
protection ol copyright for authors and the encouragement of research by 
scholars; and 

WHEREAS, Representative Robert Kastenmeier and Senator Paul Simon have introduced 
legislation 'HHR (i263 and S. 2370) that would clarify the ^air use" of 
quotations of unpublished materials; now, therefore be it 

RESOLVED, That the American Libra y Association express its support and urge Congre^ts 
to enact legislation which would eliminate the distinction between published 
and unpvi>lished materials with regard to the fair use of quotations; and, be it 
further 

LVED,That copies of this resolution be transmitted ?o the Judiciary Committees of 
both houses of Congress. 



PTED BY THF. 

COUNCIL OF THE AMERICAN LIBRARY ASSOCIATION (ALA) 
June, 199Q, Chicago, Illinois 

xinda F. Cnsmond 
Secretary of ALA Council 
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Perry, Kancnbl, and Associates 



BRUCE PERRY XTO swedcsforo road 

MALVERN, PCNNfYtVANlA 19MS 



(2 IS) 2M^99 



July 4, 1990 



Senator Dennis D«Conclnl, Chairaan 
8ubcouiitt«tt on tt Constitution 
CoBiiitt«tt on th« 1. 4di clary 
524 DlrkBen Genato Office Building 
Washington, D«C. 205X0 

Daar Sunator D«Conolnl: 

I am writing to •xpr«as support for s. 2370, which 1> designed to 
circuMvent the court decisions that have enabled the heirs of Ayn Rand, 
Ja&es Joyce, Sylvia Plath, and others to censor books they oppose by 
threatening to sue for copyright infringement « Linda Hagnor-Hartin's 
biography of Sylvia Plath is a revealing case in point. The original 
Ranuscript was highly critical of Plath- s British widower, poet-laureate 
Ted Hughes. Nr. Hughes, who owned the copyright to Plath*s unpublished 
letters, journals, and manuscripts, sent a single-spaced, fifteen-page 
list of prescribed changes to the editor of the British edition of the 
book. "S.P. 's [Sylvia Plath*s] life is only half S.P.,** he wrote in his 
covering letter. "The other half is me.** 

Follov-up letters were penned by Ted*s sister Olwyn, whom he had 
appointed administrator of Sylvia's estate. Olwyn accused Ms. 
Wagiier-Kartin of blackening Ted*s reputation. She objected to 
Hagner-Hartin*s disclosure of Ted* a hiibit of consulting his horoscope 
before he submitted p^^ems for publication. 01%ryn demanded that l^nda 
delete the part of the book describing the discord that had pervadisl his 
marriage to Sylvia. She seemed particularly incensed ahout the thesis 
that Ted*s eictra-marital affair with Assia ffevill had trigaered the 
depression that had apparently induced Sylvia to commit suicide. This 
thesis was based on the contents of the original manuscripts of Sylvia's 
Ariel Poems, many of which had been written in October, 1962, after Ted 
had deserted her. Unlike the published versions of the poems, which 
sphered after Sylvia's death, the unpublished ones emphasised the impact 
of the failed marriage on Sylvia, who ended her life in February, 1963. 

01%ryn threatened to sue for copyright infringement if the 
offending material was not excise(^ from the "dreadful little book." "We 
decided to cut rather than fights ^ Linda recalls: 

"We removed about 150 
pages from the 425-* 
page manuscipt. olwyn 
said she knew the cuts 
would impoverish the 
book." 
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Olwyn filnc tJbreiat«iv«K3 to ijmtt^Qt Hei-p«r & Row ai Joubleday tc withhold 
pomiibii.lon for LinAa to quote PI«th'« pubXiehed « Itingio. 8h« d«ni«d she 
vaib hx^itnq to duXiiiy publioation until a coiqiatiki^, autTno^fri^ft^ biography 
ocuX^ ba publii^hodt Vat^ baoeuso off hvtr thraatsi publication mm dalayed 
i:ift%«m ^Aonthe* Faaring an attamt to blooX publicaiiLi>ny siaon and 
8<3hu&i;9K ralaaisad tha Asarioan aditlon of tha book without advanca 
pronotion^ No axoarpta vara publiahad in U«8. literary journal*. 
AMvitmn roviawara took Linda to tnaK for faiiin? to analyze tha literary 
BiatiiriAlc ah<d had baan forced to expunge ^roa booko 

1, too, have bean forced to delete a gr«at deal of aaterial from a 
biography X have been working on for mont^ than a decade. The deleted 
parte of the nanuacript are ba^d rn lettera that Malcolm the book ^ a 
subject^ vi-ota while he was in priaon* Soae were %rritten i:^ an effort to 
win new reoruita to the «o*-called Nation of lalaOf Sosoe were love lettera 
to Gloria Strother, whon Malcolm wanted to »arry. Qthera were lettera he 
wrote during tha Korean War in a two-pronged att«apt to perauade the penal 
«uthoritie» to parole hia and the ailitary author! tiea not to draft hia. 
He si^id his draft board wouldn't induct hln even if he begged it to: 



Unlcao I can quote from Kalcol»*a lettera, I cannot adequately convey 
how he palMtfid hia advaroariec with brush atrokea that betrayed hia own 
real and imagined inad«<;^acie«. Nor vill X be able to ehow how he often 
acted, toward the women h& lova<l and the aen ha hated, the oppoaibe of the 
way he felt. 

For inetenoe, in June, 1950 < Male m la eent & letter to priaon warden 
John O^Brien- He thanked hia and hia t.taft for their **friendline8a,*< 
**kindn«tta,^ and willingneaa to anawer the quaationa of tha inaatea ^uith a 
aaile.** Each official, HalcoliB aai?ertad, ia •«in a aenne a awell guy.** 
The undertone of sarcaaa belied hia honoyed worda. **Aa for you and tha 
deputies, air,** Malcola declared, **every man hero refer a to thaa aa a man 
with a heart. The exaggerated praiae cloaKad hidden criticise, aa did 
the axaggerated praise ha lut^r nhowered on '^black auslin** leader Elijah 
Huhaamad . 

Malcola concluded the letter to Warden 0*5rion with the aaaurance it 
waa solely designed to aay, »'K« ere glad to e under the rule of auch a 
lAtaff.^ o* Brian recaived It exACtly or>e year before Halcola became 
eligible for parole. 

Half a year later, he wrote tha Maaaachusetta Coaaiss loner of 
corraction. Ha apologized for the way he had bean bothering hia about 
numaroua "iaagined wrongs.** ♦'The injustice,** Malcola declared in language 
that was both highly ironic and highly revealing, **ia all within ay own 
aind**: 



^Z*ve alwaya been a coaauniat . 
Hhen X tried to enliat in the 
Japaneae aray during the laat 
war, it put ae in a position 
where they would never drcft 
or accept ae in the U.S. Mrmy. 



"Mr, Dacey, at Norfolk [Prison], onoe 
askod ae if T had a p^rssoution conplex. 
I now fear that he vasi correct. * * X 
have been too busy thinking everyone is 
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ag«in«t m to that I wyeelf havs 
b««n against syself." 

Ths Sscond Circuit's rulings havs forced m to deists aost of this 

5iS2f?^ii i"^,*?^**^^!!}* ^"^^ "^"^ cowpsllsd ss to sxciss isttsrs that 

rsvsal Kalools's aabivslsncs about being in prison, "i want to get out," 

brother Wilfred. Yet he described hi* incarceration as a 
llMrating experience. "Don't ever think of jsg as being in prison," he 
wrote: 

"I was in prison before entering here, , , 
The solitude, the long Moments of 
eeditative contenplation, have given 
■e the key to «y freedoa, ... I 
doubt if I could have found it any 
other way." 

He said he felt wore peace and contentment In jail than those outside 
prison walls who "mistakenly think they possess freedom," Despite his 

Jr?"^ assertions that his lengthy prison sentence had been due mainly to 
white bigotry, he wrote: 

"People who strew the kind of seeds 
that I did should reap the fruit of 
what they strew," 

Later, he put it more bluntly and said, "When one commits a cr;lme, he 
should be put in jail," 

one way l could circumvent the restrictive court rulings would be to 
obtain the copyright holder's permission to use the letters. But 
Malcolm's estate is unlikely to grant it. According to a letter I 
received in rtisponse to a request for a transcript of a speech, Ma.^ coin's 
widow is "quite concerned" that I have written a biography of her husband 
without her permission. The letter nays there may be "legal 
repercussions" if the book is published without her consent. 

Another way to circumvent the couxrt decisions la to try to separate 
the factual aspects of the unpublished letters from their expressive 
aspects. But, as judge Level has observed, it can't be done when the 
letter-writer's state of mind is th* fact in question. His choice of 
words is what indicates his state of mind. For instance, in a letter that 

?2 Gloria after she failed to visit him, he wrote, "i died 

ins ids i" There is no way I can accurately convey the pain he felt without 
quoting the passage^ 

4.U 4 Malcolm »o prison letters contain other pattsages that lose most of 
their biographical significance and impact if they cannot be quoted: 

"Four years ajo, I was fortunate 
enough to receive a ten y«i«r 
term in prison* it was the 
b<^st thing that could ever 
have happened to me, I say 
'fortunate' because Allah 
allowed me to enter prison 
before Satan had the opportunity 
to p> ^rce my hands with hia 
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'nailii of d^Ath. * Thus, todayf 
I a«k abl« to lift th« crovn of 
thornii fro% »y hoad andl the 
head« of tty brothftrs.*^ 

''If I fall, I hav« no on« to 
hata but mysAlf 

<"lt my 2&oth6tr wa« wa&rlng tb^ 
[white] devil < a [alllttiry] 
unifor»r she would have to die 
too." 

**You are alwaye on ay mind and 
forever In my heart. 

Because of the second circuit <e Interpretation of the copyright Act, 
I uU)>t d«;lete Boet or all of ^hle material. Other acade^tiiuiane face 
siinilttr dileioRas. in order to save their autrmecrlpte, they rusit gut theif^i 
soiue have to destroy \fhole chapters. Thoae who ur.«arth evldftnco are 
unable to share it with their colleagues or the genaral public <^ Since 
they can publish only a fraction of the new aat«iriaX, it A» difficult or 
iiipossible for thaTa to establish its significance* K«search is penaXixed 
rather than encouraged. I hope Congress will x'^jsedy the situation by 
passing S. 2370. 



Snxce Perry, Ph.jD. 
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Dr, SMms mm qoit^ coftotr a td tiw^ ym would eonoUor vritis^ 
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I ^iMtM and did Mt portuo four r«suift nqr furthor« 

! vrno yctt to attowt.t^ coniutet Dr* Ohabats tt iMgor i^%ts 
Collo(« li) Hsm York thoiad you wifh to jxirtuo thit Mtt«r« 



JQC/liO 




284 



278 



STATENKKT OF tHB KLBCTSCWIC IMDOSXRIKS ASSOCIATION 
JOINT HBMmiG rOR B.R* 4263 AMD S. 2370 



Tha Electronic Industries Association (EIA) provides these 
coBmentR on H.R. 4263 and S« 2370 anehUing the fair use section 
of the Copyright Act. 

The Eloctronlo industries Association Is a trade association 
representing sone 1«000 aanufacturers of electronics products « 
EIA MMbers create a large aaount of copyrightable Material, both 
published and unpublished. Our coapanles therefore have a strong 
Interest In protecting their Intellectual effort — particularly 
the unpublished saterlal. 

The EIA opposes these bills because they significantly expand the 
potential for the fair use of unpublished works. The net result 
Is to impact adversely the ability to protect unpublished 
confidential business or technical .Intomation. 

The proposed legislation could result in an expanded right to 
copy parts of confidential unpublished works and could result in 
jeopardizing any trade secrets contained in those works. EIA 
aeAbers flmly believe that the author coapany should continue to 
have the right to detenlne whether a confidential business or 
technical work, or any portions of thea, will be published, and 
under what circuiostances • Under normal clrcuMstances, the 
author's right to control the first public appearince of an 
unpublished work should outweigh a claim of fair use. 

If continued protection is not afforded unpublished works, then 
the ability to proceed against ''pirates'* of copyrighted works is 
severely undermined. Our Industry must be able to prevent 
misappropriation of its trade secret information. On the other 
hand, this legislation would have the unsavory effect of 
supporting "pirates" who copy instead of originating their own 
copyrightable material. Such a policy is not conducive to strong 
electronics industries. 



Furthermore, state law trade secret protection cannot always 
effectively prevent dissemination of unpublished works. If the 
party who Improperly disclosed the confidential material cannot 
be identified, and the party who ultimately publishes it did not 
know that it was obtained through Improper means, there is no 
effective state remedy. On the other hand, unauthorized 
reproduction of a copyrighted work by anyone can be protected. 



By undermining protection for unpublished works, the proposed 
legislation will force; Industry to place greater reliance on 
contractH to secure effective protection. Increased costs of 
doing business will result. These increased costs will Impose 
significant burdens on our members particularly large busln. 



We urge that you nflt expana fair use of an unpublished work. 

The lair use doctrine has served ably in common law and then in 
statutory form for several years. We see no compellinq 
justification to change it now. 
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STATBMINT OF ANDRBS J» VALDESPINO 
TO JOINT HOUSB AND 8BNATB CONMITTBB CX)NSIDBRING 
H.R> 4263 AND S. 2370 TO AMEND 17 U.S>C> 107 



I thsnk the neiobers of the House Subcommittee on Courte, 



Intellectual Property end the Aebniniatration of Justice and the 
Senate Subcomittee on Patents, Copyrights and Trademarks for the 
opportunity to submit a statement addressing the important 
question of application of the '*fair use** doctrine to unpublished 
works. I am, hoi^ever, disappointed that because of objections 
based on my role as counsel to a plaintiff in a pending 
litigation, I will not have the opportunity to personally answer 
questions from the Committee or amplify my statement. 
Nevortheless, I have been urged to submit this statement to 
apprise the Committee of the concerns which authors may have 
about the pending legislation. I hope my observations will be 
helpful . 

The legislation being considered by this Committee stems 
from two decisions of the Second Circuit Court of Appeals, which 
have created what I believe is unfounded hysteria. ( New Bra 
Publications International ApS v. HenrsL Holt a Company, Inc. , 073 
F.2d 576 (2nd Cir.), rehearing en banc denied, 884 F.2d 650 (2nd 
Cir. 1989); Salinger v. Random House , 811 F.2d 90 (2nd Cir. 
1Q87). To the extent the legislation seeks to larify that 
section 107 (the "fair use section") applies to unpublished 
works, the legislation is unnecessary since there is little 
dispute on that Issue. To the extent the legislation attempts to 
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oliminate the distinction between published and unpublished 
works, it is illogical, has no foundation In fact and would, in 
effect, allow the taking of private property by allowing 
biographers and scholars to decide when, where and how 
unpublished material belonging to an author will first be 
published. 

The Legislation is Unnacesaary 

Neither of the decisions which have created the present 

controversy suggest that a fair use analysis should not, let 

alone may not, be applied to unpublished works. Indeed, both 

decisions engaged in extensive analysis of all four fair use 

factors in reaching their conclusions. Yet the preamble to the 

bills presented to both the House and the Senate states that the 

bills are being introduced: 

to clarify that such section [fair use] 
applies to both published and unpublished 
works . 

No court has suggested that fair use can never be applied to 
unpublished works. Nevertheless, the proponents of this 
legislation suggest that the two decisions in question, in their 
application of the fair use factors, have created a 25£ M ruX* 
that copying of unpublished works can never be considered fair 
use. Such a rule does not exist, has not been adopted by either 
of the two decisions in question and is supported only by an 
unwarranted obsession with the results rather than the analysis 
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in Salinger and New Era > An analogy to the national pastime is 
perhaps appropriate: just bacause the first two batters in the 
new post- Harper & Row v. The Nation ballpark hit home runs is no 
reason to move back the fences* 

Although some commentators insist that the decisions have 
created a per se rule, there is no language in ei^ r<r decision 
supporting that suggestion. Indeed, those who suggest that the 
Second Circuit has created a per se rule point not to the 
reasoning of the decisions, but rather to the results. Floyd 
Abrems, in a column in the New York Law Journal written shortly 
after the New Era decision candidly acknowledges that: 



One significant question left open by Judge 
Miner * s [majority] opinion [ in New Era ] is 
whether it establishes a per se rule that any 
use of expression from any unpublished work 
is necessarily unfair. 



(N.Y. Law Journal, 5/19/89 page 1). Yet Mr. Abrams concludes 
that the results in both Salinger and New Era point to the 
creation of a per se rule. A finding of no "fair use" in two 
decisions hardly constitutes the establishment of a per se rule 
or the monolithic treatment of unpuulished works. 

The Court in both Salinger and New Era engaged in detailed 
analyses of all four of the "fair use" factors outlined in 
section 107. Each of the four factors was considered by both 
courts. Each court found that since the copied material was 
unpublished an analysis of the second fair use factor (the nature 
of the copied work) haavlly favored the plaintiff. The existence 
of a per se rule would have obviated the need for analysis of the 
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remaining throe factors. If a per se rule did, In fact, exist, 
all a plaintiff would need to do would be to present the Court 
with proof that the materials copied were unpublished und look 
forward to a victory celebration* As counsel for a plaintiff In 
an action dealing with the copving of unpublished works, I can 
assure this Committee that a per ae rule does not exists 

The litigation over the use of the unpublished works of 
Rlchfird Wright is presently before the court on motions, by both 
parties, for summary Judgment. The legal analysis that has been 
presented to the court by both plaintiff and defendants on this 
Issue deals almost exclusively with whether the use by the 
defendants was **falr use** under section 107. Plaintiff has 
presented to the court an analysis of all four factors enumerated 
In section 107 and has urged the court to find no "fair use**. 
Defendants have presented the court with an analysis under the 
same four factors and urge the court to find "fair use*. 
Plaintiff has neither argued nor urged the court to find that the 
mere publication of unpublished works is per se not fair use. 
Similarly, it is difficult to believe, considering the amount of 
copying of unpublished works contained in the Richard Wright 
biography which is the subject of that action, that counsel for 
defendants believed, prior to approving the manuscript for 
publication, that a per ee rule existed. 

What Salinger and Wew Era did is simply follow the rational 
and important observation of the United States Supreme Court in 
Ha rper & Row v. The Nation , 471 U.S«539 (1985), that unpublished 
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works are different than published works and that the difference 
should be taken into consideration in applying feir use. 

The simple fact is that neither Salinger nor New Era has 
created the dieastrous scenario described by thoQe who support 
the legislation in question. In the same column referred to 
earlier, Mr. Abrama suggested that these decisions might create 
difficulty for a biographer who discovered a "letter from Colonel 
Oliver North to an admirer observing, in particularly pithy 
language, Just how neat it felt to shred documents." I suggest 
that an analysis of all four fair use factors would result 1- 
threa of the four weighing heavily in favor of the biographer and 
only one. the unpublished nature of the work favoring the author. 
Under such circumstances, fair use should permit publication of 
that letter. Mr. Abrams * suggestion to the contrary is based on 
the erroneous reasoning that the results , rather than the legal 
analysis, of Salinger and New Era will dictate the holding in 
such a case. 

Thus, the legislation being considered by the Committees 
requires a court to do no more than apply an analysis of all four 
fair use factors in determining whether copying of unpublished 
works constitutes infringement. Since the court in both Salinger 

N ew Era engaged in precisely that analysij, and neither 
suggested that such an analysis is r.ot required^ the legislation 
is unnecessary. 
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The Legislation Attempts to Extinguish 
the Cruciel Distinction between 
Published and Unpublished Works 

The more troublesome aspect ot the legislation, however, is 
thf" appearance of an attempt to legislatively extinguish the 
difference between published and unpublished works. > the 
extent this is the legislation's objective, it is dangerous and 
unwarranted. The Supren^e Court recognized the crucial 
distinction between what an author has decided to make public and 
what an author has decided not to disseroinato to the world at 
large. Most significantly, the Court recognized the valuable 
right of an autnor to decide when, where and how those words will 
be made public. The legislation being considered by the 
Committees suggests that there iu no difference between 
unpublished works and published works. It is difficult ^o 
imagine a more seriously flawed "legal fiction". 

The proposed legislation suggests that there is no 
difference between "Catcher in the Rye" and J.D. Salinger's 
personal letter to Learned Hand; that there is no difference 
betwe<5n "Native Son" or "Black Boy" and Richard Wright's personal 
journal. Yet the difference could not be more obvious. The 
former were written expressly for public consumption; the latter 
for a far more limited purpose. To ignore the difference is to 
deprive an author of the ability to control the most important 
elp^nent of an author's work: the ability to decide when, where 
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and how those words will be made public. Unpublished works do 
not belong to biographers, scholars or the public; they belong to 
the author* That unpublished works are words, rather than 
chattels, does not make them any less the property of their 
rightful owner - the author* 

Critics of the Salinger and New Era decisions suggest a 
chilling of biographers' First Amendment rights. There can only 
be a "chilling effect" if the First Amendment is read to permit 
the taking of another's property. Yet, nothing in either 
decision suggested that the respective biographers could not use 
the material or report the facts express**'' in the unpublished 
works; only that they could not copy it. There is nothing in the 
Constitution that gives © biographer a First Amendment right to 
copy "primary sources" verbatim when such material belongs to 
someone ?lse. The lessons of Salinger and New Era to biographers 
are clear: use it, cite it, carefully paraphrase it - Just do not 
copy it! 



In short, the legislation being considered by this Committee 
is unnecessary and redundant of existing law. Additionally it 
attempts to extinguish a difference between classes of work which 
is at the core of an author's ability to control the publication 
of a ^'ork. l urge the Committee to rejec/b the legislation. 
Dated: July 9, 1990 
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Julor 9, 1990 

SuDMTjr of Ixvin Itrp Letter to Ghainien DeConoini nod 
iagteonqlT On BiXli to Aiw<> S<o. 107 IS. 2370/H,R, 

1» Tbt Billf vould r«wf« Juttioe O'Connor's btiio ruling in Harper I 
Row T> Mat loo . Th^ would require that fair uee 'applj oqualX/" to unpub- 
lished and published vprks* In Hnrper i :jy>t . the 3upreM Court flatl/ 
rejected that contention, wde Iqt the Ibtion, And it ruled Seo, 107 did not 
aUndoo the "traditional distinction" as to fair use| crdlnarll^^ it doos 
not applor until tn author "chooses to disclose" his preTicuol^ undlBseai- 
nated etxpression. (pp«1»2) 

2, (a) The 2d Cirouit decisions In Salinge r and 3ev ftra do not warrant 
aaending Sec. 107, Thtgr cannot sake nev ocpjrright lav; and the Supreae 
Court's refusal to reyiev does not connote approval of thea^ as its CCMV 
Rsid and Stevart t» Abend decisions deaonstrate. (p*2) 

(b) Harper I Row does not proTent historians and biographers froa 
using unpublished Baterials) oopyright only protects "ejcpressicn"i aow the 
ideas I facts I and Infcraation In the aaterialsi which th^ are free to use; 
scae ccpTlng of expression is peraiesible regardless of flair use; and the 
aacunt of ccpjlng allowed under published fair use standards has been 
grossly exaggerated. (pp«2-4) 

3« The Salinger opinion iaposed aore serious restraints on historians 
and bicgmphersi but the Bills ignore thea. (a) Salinger refused to 
recognise the propsr line of deaaroatioo for fair use is net "publication" ^ 
but "dlsseain^ticn"! as Ba rpf ^ r t Row Indicated. The Salinger letters were 
"dieseainated" - legally aade arailable to biographers and others in li«- 
braries aod therefore subject to the full aoasure of fair use« (pp«5»6) 
(b) Salinger iaposed a broad conception of "expression", holding various 
passages in the bicgra];^y copied Mr. 8aling«r's "expression"; under the 
aarrovar Hoehling concept , ecae would be held not to do so, and therefore 
not to have infringed, (p. 6) 

4. The Bills would deprive authors of their existing protect^ on against 
unauthorised quoting of drafts, and other preparatory aaterials* The Bills 
would perait «q/ nuaber of critics and Journalists to quote an author's 
"charvoaan" drafts to the fullest extent of fair use; and the copying 
■aohine ^/ndroae can give thea access to these earlier versions which the 
author never intended to disclose publicly. The Bills thus would place a 
chilliog effect on the creative process, (pp. 6,7) 

5« The Bills wou^i destr<^ the protection now given to diaries, Jour- 
nals and other aaterials whose creators chose not to disolose thea. Justice 
Black "insisted be was going to tmm every davi psp«r of his", and scae 
were destroyed, to preveu^ disclosure of his private not«s; aany other 
public figurec also hava ohoseo this alternative. If the Bills are enacted, 
■ore will do so, rather than deposit their private ptpers in libraries for 
uee ty historians and biographers now (without quotation), after a pariod 
of years, or when copyright expires. Koreover, allowing ftOLl fkir use of 
such aaterials violates their authors' first Aaendaent ri^^ts. (pp. 7,8) 

6. The Bills would change the Fair Use Ouidellnes for Olaasrooa Copy- 
ing* (p*B) 
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Irwin karp 

ATTOHNCy AT LAW 
4D WOODLAND DRIVC 
RYC BMOOK. N.Y. 1DS73 



Ronomble D«nnl8 D^Conoini 
Ohslxmnt ftibooiMlttae on 

Patdntai Gop/rlghta and TradesarlcB 
U*S. Sonata 

Honorabla Robert V» Kastomieler 

Ohalraani Subooiialtt«« on GourtSf Xat«lleotual 

Property i Adalnistratlon of Justice 
U«S» House of Repreaentatlvea 

Ret S. 2370 and H.R. A263 

Dear Senator DeConolnl and Representative HCaetenaeler; 

I respeotfully eubnlt the follovlng ooaaents on the Bills to revise 
the Copyright AotU "fair use" provision (Sec. lOV), and ask that this 
letter be Included In the record of your hearings. 

ify conoem about the Bills stens fro« ^y extensive Involveient with 
the Issues they affect* I filed an aMlous <mrla<* brief for several Mogra- 
raphers supportlxig Randoa House *s petition for certiorari in Sallmter ▼> 
Randoa House i I have submitted May briefs for authors' groups In appeals 
involving fair uae/rirst Aaendient Issues; I testified on these issues 
during the Copyright Revision bearings; and I helped prepare the fair use 
guidelines for olaasrooa oopylng 

1. The Bills V '^"'*^ ny-^mnf^ The Bxistlng Law 

on Fair Use and Reverse~JuBtloe O'Connor's 
Analysis In "Harper > Raw>" 

(a) The Bills' Language p On their face the bills accoipllah 
nothing. They alaply add the worda "whether jwbllshed and unpubllahed" 
to the opening olause of Sec 107, eo that it would read: "Hotwltbstanding 
the provisions of Seo 106, the fair uas of a copyrighted work whether 
published or unpublished is not an Infringeient of copyright," 

That does not change the present law. The Supreme Ccirti in 
Harper i Row v> Ration &>ter prises ("Harper It Row"), A71 U*3. 539 (198A), 
■ade It clear that section 107 now applies to all oopyrlghtrd works, both 
published aal unpublished. It salu the right of first publication, in- 
fringed )7 unauthorised quoting of expression froa an unpublished work, 
"like all other rights enuwerated iJi Seo. IO6, U expressly aade subject to 
the fair use provision of Sec. 107..." (at 552). It aloe wde clear that 
the unpublished status of a work, while a factor, Is "n)t necessarily 
(the) determinative factor" in deciding under Sec. 107 whether quotetlon 
froa an unpublished woric was a fair use (at 5540 

Standing alone, in ita preaent for«, the bill would not change the 
law or reaolve ai^ of the queationa ralaed in Chairman Kaatenneier^a floor 
atatement (the "floor atateient"), However — 
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(b) Th6 Bllle' Ihirpoae le to Chan£6 Rxleting Uw> Tht lat#nUoo of 
the Bills is to change the law govtrxxlxig f%ir utt vlth rt«p«ot to unpuln 
liahed worka. CbairMUi Kaateniaiar*a floor atateient 9470 Ma bill "would 
clarify that aactioQ 107 appliaa oquaJJbr to unpubliahad as vail as pub- 
lished works** and that the guidelinea set forth In aeotioa 107 "vill appl/ 
to published and unpubliahed vorka, and that thaaa factors apply equally to 
all ouch worka." (p*6| typed statement) (enphaals added) 

Thie clear Ijr-ata ted purpose is not a"clariflo''* Ion" of 
existing law. On the contrarji it is a drastic change Ij long- 
established Judicial law of fair uaoi aa it xs explicatf<i in Juatioe 
O'Connor 'a sajorlty opinion in Harj>er t Row — which waa reatated in eao- 
tioD 107| and not changedi narrowed or enlarged Ij the aaotion (at 5^(9). 
In Harper ft RoV i the Suprese Court rejected the rery interp*^etation of 
"fair use" that the Bill Intenda to iapoae on the exietlng law; that iS| it 
rejected the Tiey that fair uae and its basic criteria "apply equally" to 
unpublished and unpubliahed works — the theory which waa advanced by the 
Nation's counaeli who ia teatifying before your aubcossitteea in eupport of 
the Billa. The najority opinion rejeoted hie claia that section 107 
"intended that fair uae would apply in pari uteria to published and unpub- 
liahed vorka. The Copyright Act does not. support this propoeition." (at 
552) The Court aaid (at 554) there was no intent to abandon the "tradi- 
tional distinction between the fair use of publiehed and unpubliahed 
works." 

The Court noted that under ccanou law, which protected unpublished 
worka before 1978| "fair uae traditionally waa not recognised ae a defenae 
to charges of copying froa an author's yet unpublished works", azcept in 
cases where the work waa sade available to the public through perforoance 
or diaseslnation (at 551)* The Court said those who prepared tiie 1976 
Revision Bill recognized "overbalancing reaaone" to preaarre that protec- 
tion until author a or their successors "ohoose(s) to disclose" the undis- 
seainated work. (at 553*) It also noted the Senate Report confirss the Con* 
gresBional intent that the "unpublished nature of the work figure proai- 
nently in the fair use analysis." 

Justice O'Comior concluded that "the unpubliahed nature of a work is 
"[[a] key though not necessarily deteminative factor" tondlng to negate a 
defenae of fair use. (citing Senate Report) (at 554) — - and that ""Under 
ordinary circuustances, the author's right to control the firet public 
appearance of hia undiaseainated expression will outweigh a olaia of fair 
use. (at 555) 

If the Bille are aaended to add the "equality" dedaratione froa Mr. 
Kastenaeior's floor statesenti or if their addition of redundant words to 
Sec. 107 is Interpreted Iqt courts to have that effect 1 the present law of 
fair uae will be drastically changed ^ with severe adveree coneequencea for 
authora and publiaherai and for biographere and historians 1 that are not 
analyzed or even aentioned lu Mr. Kastenseier's statsaect. These are dis- 
cussed in Pare. 4 &nd 5i below. 
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Z. Th> "^aiiy^yr" and 'Nw Kr^" Dgo^y^Oft? 

Do Mot Warrant An A—adaent That Riy>ri»a ■Han>6r 
» Row* a* Corraot Intarpratatloo of 8»o> 107 

(a) Tw) 2d Clrcttlt d^olaiona Po lot Maka lav Coarright Lav. 
Tba floor atatasant aajra \im BiUa ara proaptad tor tha 2^ Circuit*! daoi- 
•ioni in Salingar Vt Handoa Houaa and Ikw Ira Publioationa qolt . in 
vhioh that Court "appaara" to hata adoptad "a Tirtual par aa rula ^;ainst 
fair Ufa of unpubliahad vorki..." (p« 2). Bovatari what tba BiUa propota 
is a ohanga in tha baaio ruling of Harpar t Row that fair uaa doai not 
applgr equally to unpubliahad and publiahad vorkii and tha Billa do not daal 
with tha aarioua shortooainga of Salingar, laa Par* 3* 

Tha floor stataaant rafara to aoholari and publishara **oonoara** that 
tha Supraaa Court **failad to diaapproro languaga" in Hw Bra t But tha 
publishing ooaaunitor haa laamad loy nov that tha Supraas Court* a rafuaal to 
raviav a 2d Circuit oopgrright daolsion doaa not oonnota approval of its 
languaga^ or ita holding. In Aldon Aooaaaoriaa t* Spiagal. tha 2iS Circuit 
incorraotl^ dafined 'vorka-aada-for-hira'* Tba Supraaa Court daniad raviav. 
But aftar othar Circuits x'andarad daciaious on tiia isflua, tha flupraaa Court 
decided CCWV v* Raid last year and flatly rajaotad tha Sacond Circuit *s 
intarpratation* Again» in Rohauar t* lillian Shows , tha Supraaa Court 
rsfuaad to raviav a 2d Circuit dacision intarprating tha Ranawal Clausa 
advarsaljr to authors* But aftar tha 9th Cirouit rajaotad tha Rohauar viav 
in Stevart v. Aband , tha Supraaa Court grantad oartiorari and this jaar 
again flatly rajactad tha 2d Circuit *s ruling and intarpratad tha Olauaa 
favorably to aut^hora• 

Thaaa daoiaions illustrate how tha procass of Judicial raviav 
functional tba Supraaa Court of tan and proparly vaits for aora than ona 
Cirouit to addraas an isaua and than takas it up for raviav* Aftar Aldon 
Aooassorias and Rohauar naithar tha Housa nor Sanata copyright subcoanit* 
teas conaidarad billa to ravaraa tha 2d Cirouit *s rulings; thay proparly 
recognisad that tha Supraaa Court should and ultiaataly vould parfora that 
function* 



(b) "Harper > Rov* Doaa Mov Pravant Historians 
or Biographers Froa Using Unwblishad 
Materials In Creating their Worke* 

The target of tha Bills is tha long-astabliahad principle that fair 
use doaa not a^ply equally to unpublished and publiahad vorks^ vhich Harper 
> Rov raaffiraad in a vall-raasonad opinion that the floor stataaant does 
not contradict* But tba stataaant rationalises t>ia propoaad reversal of 
that principle bgr suggesting that vithout equal ff>pplioatioQ cf the fair use 
guidelines to unpublished works i historians and biographers ara prevented 
fro« using essential xmpublished aatarials* This siaply ifj not so* 

The priaary uae historians and bicgrajp^ers isake of unpublished 
diaries^ Journals and othar souroa aatarials ia to obtain facta i ideas ^ 
info mat ion and other data for use their vorks* Copyrighta in the unpub- 
lished aatarials do not bar this* As Justice 0* Connor eaphaaiiad in 
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BarpT k Rov i "... copyright does net prevent eubs^quent luero froi copy- 
ing" these •leaentB (ut 548) j "no author aay copyright hie Ideas or th« 
faot0 he narrates (at 556)* 

Copyright only prevents the copying of the author's "express Ion" , 
and this dlstlnotlon betveen protected ttxpreaslon and unprotected facts. 
Ideas » Information and other aaterlals constitutes the "definitional bal- 
ance between the j^irst Aiendient. and the Copyright Act." Prohibitions 
against the copying of copyrighted expression, Including a narrower appli- 
cation of fair use to unpublished materials, "are not restrictions on 
freedoa of spoech as copyright protects only forma of expreselon and not 
Ideas expressed." (at 556) 

Actually, the only effect of Harper k Row^s afflraatlon of the 
principle that fair use does not apply equally to unpublished works Is to 
Halt the aaount of unauthorised quoting of expression In copyrighted 
unpublished materials — not to Halt the far more laportant use of facts. 
Ideas and inforaatlon, etc. that those materials Bake ayallable to the 
historian or biographer for use In his/her book. And tho lapact of the 
llaltatloo Is grossly exaggerated. 

yirst i even If fair use standards were applied equally to unpub- 
lished works, only a United amount of expression could be quoted or close- 
ly paraphrased. A Vashlcgton Post article (Feb. 12, 1990) by J. Tardly 
reports that author Jaaes Reston Jr* was told by his publisher (Harper & 
Row) that his forthcoaing biography of John Connally could quote no acre 
than '/X of Connelly's unpublished letters, based on advice f^oi "an outside 
counsel" that this much was acceptable as "fair uee" of the "unpublished" 
■aterlal. But even If fair use applied as it does to publishei works, 
maqy copyright experts would not approve anywhere near that vuch quot-ation. 
for exaaple. In Meeropol Kiser . the 2d Circuit held that use of 2.4% of 
published letters aight not be a fair uae; In other cases. Courts of Appeal 
have h Id that copying of even saaller percentages of published works were 
not fair use. But, as noted below, even a fair uae of 2% can be daoaglng 
In the circumstances dealt with in Pars. A and 5, alnce an accumulation of 
various fair uee quotations of expression by different writers and Journal- 
ists could disclose a auoh greater proportion of a work whose author chose 
not to disseainate it to the public. 

Secon d I fair use Is not the only recourse for biographers and h5.sto- 
rl&ns who wish to quote froa unpublished works. If the quotiiig does no^ 
constitute substantial copying, it would not be infringeaent regardless of 
fair use. In addition, quotation of expression is not infringdsent when it 
is necessary to express facts, e.g. when facts and the expression of thea 
caanot be effectively separated, (at 563). Of course, there is no Unit on 
quotation from unpublished works whose copyrights have expired; nor on 
quotation done ty peralsslon of the copyright owner. 

Third I Buch quoting froi impublished works Is done pri:arily to make 
the book acre readable, sensational or otherwise attractive to a wider 
audience, and not because it is necessary to achieve the prieary purposes 
of a biography or history. While this Is not an issue that should dictate 
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5. 

d«oi0iona at to fiir ua«i it It imleTtnt lo tpprftlnlof the XtfitlMOj of 
tbo lOlog^d orielf vhicfa bM iMd goM publiihttri to r^Ttrio th«lr ifgooiA- 
tion* • po0ition in Bsrp^r How tuoA whioh tb^jr oit« «r juitlf ioaticn to'c 
th« pD!:^cipitoiu0 offoz^ to r«Ttr0o tht SnprtM Court rullDf th&t fair 
do«B not Applor oqtuuUy to pibllfhtd tnd unpubllfhed vorka* 

ViJMkT Xyt tht Boro jwnrtilTt wftraluti UpoBtd tht aallagtr 
deoition arito trou tspaot* of It that tht BUJj Ifnoro* lor ^o th^ Bille 
In 9sy allotlftta tb« problM of tt^oinlns origiatl vor\t that oont&ln a 
prepond^ranoo of original aattrlal but copy totte erprtaaion f^oa a prior 
work* 

3. Tha Rtatrainta Wiicb "aalingT* Lipoatd 
on Blographarg and Hiatoriang 

(a) ■Publioatlott* ii Wot tha Corraot Una 
of Df Baroation for Fair Uao Purpoaai 

In 3aHr<ttr> tha 2d Ciroult rul«d that baoauaa the lottara Inyolyad 
va?a not "publiahad*' i.a.i oopiaa vara not dietributad to th« publio 
(Site. 101) — tha dafandanta ware not ontitlad to tha aaaaura of »falr uoa" 
quotation that would havo appliad bad thay baan publlabad. I and othar 
copyright attomays baliara tha 2d Court aiaappliad Harpar t Row, Aa tha 
1976 Bouaa Raport aaphaaisadi tha oonoapt of "publication" was 'tha aoat 
•ariouB dafaot" of tha 1909 Ict^ baoauaa worxa ara dlaaamioatcd to the 
public bcT "tana othar than the diatributioa of printed oopiaat tor perform- 
ance , broadcaatingi etc* Dieaealnation ^ not publloationi is the proper 
line of deaar cation for deterainlni; vheoti vorka ara aubject to the full 
application of fair uae criteria. Harper I Hov recogniied thia. And tiiia 
Tiew la ooipatible with Article 10(1} of the Berne Conrention, which allowa 
for quotation of worka that have "already been lawful^or aade available to 
the public." 

Juatlce O^Connor'a opindon rocogniied that dlaaeaination of a work 
aeana other than publication could :?eniit the full aeaeure of fair uae. 
She noted fair uae waa "predicated on the author* a laplled oosaent to (fair 
uae) when he releaaed bin work for fAiblic conauaption" (at $50); that 
laplled oonaent aay be baaed on "de faoto publioation on perforaanca or 
dlaaeaination of a work" (551) J a»^ that fair uae olaiaa aa to undiaaeni- 
nated worka on^inarilor were outweighed ler the author** "right to control 
the flrat public appearance of hla undiaoeBinated expreaaion." (at 555) 

I argued In a brief aupportlng the publisher* a petition for certio- 
rari In Salinger that tha author* a lettera varr rolunUrily diaaaalnated 
and lawfully Mde aTailable fcr fair uae Moiraphera. The recipienta 
were lawfully entitled to dlacloae the lettera' contenta to othera, and to 
place thei in librariea where (under Sec* 109(o)) they could bo "dieplayed 
publicly" — i.e. br read Igr biographera and hlatorlana. Bo reatrictlona 
againat auch diaaeaination were placed on tha lettera ^ Mr. Salinger when 
he aent thea to hia f rienda who gave thea tu the librariea where the de- 
fendant biographer read thea. 
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Other cop/right aiitorne/i c^ea with tMi Tiewp m dooi Judge Miner 
in hlB recent article in the Copyright Society Journal (October 1989| Vol 
37, a'v p. 111.) The eaae contideratione, 1 beliere, apply when the author 
or other o«>er of copyright in a Journal, diaiy or eiiilar Material placoa 
it in a library vitHout restrictione that prevent ite "dieplay" to the 
public* It hae been dieeeninated, aM is aubjeot to the full Heaourv of 
fair use. 

The "Salinger" Opinion's Conception of "Bxpreaaion* 
Sharplj Reatricted Biographera an3 Hlatoriana Legitiaate 
Ude of Dlaaealnated and Undiasaalnated Copyrighted Worke* 

I nHarper k Rov . Juatice O'Connor eaphaaix^d that, eapeoiallgr in the 
caae of non-fiction worka, the "law la currently unsettled" regarding 
the standard for deteiainlng what la ^expreaalon"* As aha noted, It la 
particularly unsettled In the 2d Circuit. Judge Meraan, In Salinger , 
applie(^ a broad conception <»f "eJcpreaalon"t eaaentlally following the 2d 
Circuit decialon in Wainrlght Securitiea Wall Street Tranacript Corp> 
(where "protection (waa) accorded author'a analyaia, structuring of aateri- 
al and larahaling of fact«" (at 548).) Thla lead hln to hold that varioua 
paaaagea frca the Randoa House biography copied Salinger' a nxpreaalon. But 
if he had followed the 2d Circuit decialon i.i Hoehling y. Uniyereal City 
Studios , which adopted a narrower conceptio^4 of "expreaaion", many of thoae 
eane paaaagea aight have been held not to jopy "expreaaion", luid therefore 
would not have Infringed Salinger'a copyrights — regardlesa of fair use, 

« « « 

The opportunltiea of biographera and hiatoriana to aake appropriate 
use of "linpubliahed" copyrighted lateriala are far aore greatly restrictfcd 
by a overly-protective conception of "expreaaion" (and by the failure to 
recc^lse "dlaaeminatlon" aa the appropriate line of d'^narcatlon of fair 
use) than they are by Harper ft Row' a veil-reasoned affirmation of the rule 
that when an author has not yet "releaaed bla work for public conaunption" , 
thuc xapliedly consenting to fair uaea of It, that factor ^ under ordinary 
clrcucatancea — will "outweigh a claia of fair uae" with reapect to his 
yet "undiaseBlnated expresaion." (at 550, 555) 

4* The Bllla Would Deprive Authore of Exlatlng 

Protection Against Pnautwior lied Disclosure of Drafta A 
And Other yVeparatory Mate rials j And Of Vorka They 
Decide Not To Disseainate To The Public > 

As Justice O'Connor eaphaaixed, a priaary purpoae of ahielding 
undxssealnated copyrighted aanuacrlpta and other Materials la to protect 
the author's creative freedoa (at 555), sa well aa to enforce his h^slc 
right to decide iibether, aa veil as when, to diaaeainate a given work or 
version of it (at 551, 553, 56^ J 

Many authors would never vlih any portion of their first or second 
or other draft aanuscripts of a woric to be publicly disclosed. Under 
present law, no one can quote any expression froa those undlssealnated 
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7. 



vorki. If th« Bills ur« •nAot#d| tkM0# Mmuioripti vould U txpoMd to 
oonslderabl* dliclo«ur« quoUttioo imdtr th« "•quallj spplloabXt" fair 
UM oriUrla that nov t]>pljr only to pubUfM vorki. AnA tb« ntMit of 
divolofuro voold bt MgDifi«d| ■lno« MTtral orltloi, JottmAliit^i «M 
biofrtphori oould •aob quote difforent portionf oS tb« unAiiMiliiAttd 
■anuBorlpttt 

Thli vould sorlouiljr iflhlbit tho or#«tiTo proo«ii| lod do oocuildor%<» 
bit. duAg* to th« work «nd r«put«tioiui of •■inent and hlghlj-talantad 
authora and draaatiata. Jaaai Thurbar iald tha firit or aeoond draft 
of 9\ XTthlAg I vrita r«ada aa if it varo turaad out a oXtarvoaan"; 
and '<;hat for bia vritinf 'ii aoat a quaition of ravritiof aoMtiaa 
raqairing u inaagr m 1$ eoaplata rtvritai. [VRITXRS AI VORXi Tba ?arii 
RoTiav iBtanriawi, Viking Prtiii 1956| Pw 36] Thii ii a workinc aathod 
aharad tgr oountleii authori and draaatista (aaa alio Malooa GovlayU intro- 
duction! ibidi at 9-12.) 



Draft aanuioriptfl ar« lont U> aditors for raviiion, and oftan to one 
or a few oolle«€uee for coaaent and ■UMoetiona (prefaoae to oountleea 
books acknovledga euoh aeeietapoe*) Their authore bare no intention 
of diaoloelBf tbea to the publioi nor do thoir editors or oollea^ea breaoh 
that underetandinc* But in the ege of Zeroxi the axi«tlng lav on fair uaOf 
ao eat out in Bnrper k R9V i ie often the oni^ eff eotiTe protection authore 
poaeeoe againet haTing their "oharvoaMn^ drafte vldel/ quoted by other 
authore and Joumallete not tyeree to profiting froa eudi dieoloeurei. In 
the preface to her book JTJST XMOUOH ROPE (Villard Bookei 1989} 1 JcMi Braden 
rocounte hov excerpta froa an unpubliehed propoaal for her yet-umaltten 
booki lent only to proepeotire publiehere, were published vlthout authori- 
t/ in the Vteblngton Poet and eevtral other nevepapere. She eaid ' I 
failed to take account oopflng laohinee* I had not realiied that every- 
bodj in eter/ publiihev^e offiooi oould If th^ ohoee Mke oopiee of the 
propoeal and dietribu'i«e thee to their frienda or that eo nanj of then 
vould eo ohoee** 

If the Bille are eoaoted, thue requiring that fair uee epplj equall/ 
to vritere* and draaatiete* and ooapoaera* undiaeeainatad drafte^ countleee 
authore oould be ecTerely daaegad, and Congreee vould have placed a fil- 
ing effect on the oreatiTe proceee aaq/ authore use in vritlng booke, ple/e 
and aueio. Many euthorei in eddition^ vould be eiebarraoeed vldeepraad 
fair-uea dieoloeure of aaterial froa aanuecripta thef hed cboeen not to 
publish beoauee they vsre not aatiefiad vith their vork. 

5* Th^ m\f itrmid Deatror the yroteotion 
Ajtalnet l;ie oloeiira lov QiTen to Diariee, 
Joumala and SiaiXar Mat#rU la Ifeoea Creatore 
laver Intend ed V> PieefitimVr Thit 

I»aoD Kdel, the biographer of Banrsr Jaaeei telle ue that Jaaee 
"burned his pepere In a great bonfire in hie gerden" (WITIVO UYK3| 
W«V. lor ton, 198^i at. 22.) Be did not vant the« diecloeed to the public. 
Man/ other fanous publio figuree or their vidova end children have taken 
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the flaw *'pr«CAutlon*» agalnat dlaclosure of vrltln^a tha> did not wish to 
b© dlBBeainatod. According to Justice WllllaD: Brennan, Juatlca Huge Black 
"Insiatod he wae going to lum evaxy datm paper of hio ... (and) aoia of 
hla papera were deatroj.^." (PROFIIXS (JUSTICE WIUIAM BREHMAN), Hat 
Bentoff, THE KEW lORKT' March 20, 1990, at 69.) Justice Black vaa furloua'w^ 
a bi igrepher of Chief Ouatlce Stone had uaad Stone' a "private notea" in the 
biograplyr, and wanted to sake certain that hie private notoa wore not 
diadoaed in the aaxoe way. 

While the Billa p*arport to help biOjs:raphara and hlatorlana, any 
instant gratification these writers get free being able to quote fron 
undiaaeBinated aanuscripta under the "equal application" of fair use aay 
well be greatly outweighed by the increaaed deatruction of auch nateriala 
as ths ODly veans of protecting then) against unwanted disaealnation — or 
as with great paintings, the sale of the oanuacrlpts to vealtb/ collect or a 
who have no inter eat In allowing biographer a or hlatorlana to read them to 
obtain facta, ideas and other unprotected infon&ation. 

Exiating lav, which doe a not allow "equal application" of fair uae 
doea protect the righta of thoa« who write Joumala, diariea aid similar 
aateriala sufficient^ to induce uny of thei to preserve theae aaterit^la, 
and often to place thea in librariea under reatrictlona againat any diaclo- 
Bure for specified periods,, or against quotation. Far better than bonfires 
is the existing law, aa stated In Harper k Row , which encouragea these 
authors and their heirs to preserve such materials for ultinate use by 
biographers and historians, which frequently irakes the facts and Inforsa- 
tloc they contain currently available, and which eliminates all rostric- 
tiona when copyright expires. 

Finally, and perhaps most iaportantly, the existing law respects the 
First Aiendment right of authors of such undiasealnated naterials not to 
"apeak publicly" — i.e. not to diaclcae and disseolnato those materials — 
as Justice O'Connor emphasized (at 559)* The Bills , by changing the present 
law to require equal application of fair use standards to undlasominated 
works, would permit violation of those First AnondDont rights. 

6. The Bills Would Change tJie Fair Use 

Guidelinea for Claaaroom Copying. 

Aa Juatice 0* Connor noted, the Senate Report on the 197^ Revision 
Bill (p.^) said that under ordinary circusatancea fair uaa would not apply 
to reproduction of unpubliahed copyrighted naterial for claaaroom purpcaea. 
(at 553 •) Tbe Guidellnaa for ClatsarooB Copying of copyrighted worka, adopt-- 
ed by educational, publiahlng and author organizntiona — and included in 
the Bouaa Report (at pp. 6S-70} — were generally thought to ipply only to 
publlahed worka. But there ia no reason why they would not alao apply to 
unpvrbliahed and uhdiaaeBinited worka. If the Billa are enacted. 

7 . The Floor Stateaent Doea not Indicate 
Whether the Billa Would Apply Retroactively 

If the Bille are enacted, they will diainlah the property righta in 
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9. 

UDpttbliah^d works Mour^d tQT •xiiting 1mm th« OopQrrlf)it Aot wtA th% 
Judloial lnt«rpr«UtioD of fMdr uio whloh dtUrmineB tb« •ff*ot of 8«o« 
107* If tht ntv protliloa li appliod ratroaotivel/ to works «lm47 
•xitUnos whsD It iaksi tffsoti th«ir owntm would bo dojxrlTttd of ri^ts 
thigr obt«inod wh«n t^oM works wort oreatid* Tbftt rotroaotlY* «ppUo«tloD 
Bight woU TiolAto tho mtb Anoodaont. If it dooi» or if tho lot <n37 
appliot prosptotiToljt it would not soIto tho probloa of a handful of 
oongloaorato publiahora vho havo a fow books in preparation whioh quota 
froa unpublishad lattarsi and who support tha Bills. Had ona or aora of 
ihaa followed Mr. Aband'a axaapla (Stowart y« Abaiy^ > and taatad tha quas- 
tions raiaad in Salimrar in a daolaratDxy Judgaant aotion in auothar 
Cirouiti tha ioaua aight hava raaohad t}*.a Supraia Court Iv ttow» and tha 
subooaaittaes would hava tha banaf it of ita intarprat«itioQ of tha law 
rather than onl/ the two inoonoluaiva 2d Circuit opinions* That oouraa is 
BtiU open^ and aora affaotiTS than tha pi'oposad aaendaant of Se% 107 
whioh will hara aany acre authors » Inoluding biographara and historians ^ 
than it will help. 

Sinoeral7 yours, 



Irwin Karp 
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GcorQC* Borchaidt 
Robert F. Drtnwi 
ftuik D. QUoy 
Itowry F. Cf»ff 
)ohn Ikmy 

Pwy H Kno^lloo 
lltfrtci F hipct 
Rii>g«r 
Robert Wfdgcwcfth 



* CounMl August 1990 



Bonorftblo Dennie DoConoini 
ChairMD, SubcoHittee on Pattntei 

Copyrigbta and TradaaarkB 
tJnltad States Senate 

Honorable Robert W* KaBtonaeler 

Chalr«&n, Subcouittee on Courts, Intellectual 

Property and Adiinlatration of Justice 
House of Representatives 



Dear Senator DeConoinl and Representative KaotenHeieri 

Our Coialttee respectfully subalts the attached aeHorandui on the 
pending Bills to revise the Pair Use provision (Sec. 1C7) of the Copyright 
Act with respect to unpublished works. Por the reasons indicated, we be- 
lieve the proposed change would violate 

(1) the Pirst Anendsent rights of authors and others who create and 
choose not to publish diaries i Journals , preparatory drafts of literary 
works, and other undisseHinated copyrighted Materiels) and 

(2) the Pifth Aaendsent righte of authors and other copyright pro- 
prietors of unpublished vor' « created before the effective date of the 
proposed revision, If the revision is applied retroactively. 



rei Pirst and Pifth Aaendaent laplicatione 
of Bills to Expand Pair Use Taking 
of Expression froH Qhpublished Vorks 
(S. 2370 and H.R. 59^8, Seo. 201) 



Sincerely yours. 



Irwin Karp 
Counsel, Cossittee for Literary 
Property Studies 




cc: Mesbers of the Subcoasittees 
Ralph Osan, K»<)., Register 
of Copyrights 



40 WoodUnd Drive, Rye Brook, NY 10573 (914)939-5386 
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CoMMirrEE FOR Literary Property Studies 

Aug. 24, 1990 

To I SubooBiltta« on Pat«ntB, Copyrights k TrmdoMirks 
CoMiltte« on the Judiciary, Ualt«d States Senate 

Subooulttee on Courts, Intelleotual Property It 

the Adiilnlstratlon of Juetloe 
Conlttee on the Judiciary i Bouse of Representatives 

Re I First and Fifth Asendaent Iiplloatlone of Bills to Expand 
Fair Use Taking of depression froi Unpublished Works 
S. 2370 and H.R. 5%Bt Seo. 201 



The Coulttee For Literary Property Studies respectfullo^ subnlts the 
following Qoiaenta on the pending Bills to revise the Fair Use provision 
(Sao. 107) of the Copryrlght Aot with respeot to unpublished works. For the 
reaeons Indioated, we believe the proposed ohange would violate 

(1) the First Aaendaent rlghte of authors and others who create and 
ohooee not to publish diaries. Journals , preparatory drafts of literary 
vorke, and other undlsseslnated copyrighted Materials; and 

(2) the Fifth Aiendient rights of authors and other copiyrlght pro- 
prietors of unpublished works created before the effective date of the 
i/roposed revision, if the revision le applied retroactively. 



A. The Effect of the Bills on Existing 
Rights of Authors of Unpublished Works 

The Bills add the words **whether published or unpublished" to Sec. 
107, which deals with fair use of copyrighted works. On their face the 
BlUe do not ohange the Section, or the present law of fair usei since the 
Supreae Court in Harper t Row v. Hat ion ftiterprises . A71 U.S. 539 (198A) 
held that the section applies to all copyrighted works, both published and 
unpublished. But in floor atateients the sponsors of the Bills indicated 
that the Int mded purpose was to permit a degree of fair use taking of 
expression froa unpublished works which is greater than that peraltted under 
the present law ^ ao it was jjaterpr«ted biy Justice O'Connor's opinion In 
Harper t Row. 

In Harper I Row , tha Supreae Court concluded that "tl^ unpublished 
nature of a work is *[a] key, though not necessaril/ deteraiuitive, factor' 
tending to negate a defense of fair use. (oiUtions omitted)" (at 55i) 
iTie Court held that "Under ordinary oiroumstanoes, the author's right to 
control the first public appearance of his undlssealnated expression out- 
weighs a olaia of fair use." (at 555) Some proponents of the Bills support 
thea as a leans of ohanglng these principles. 

If the proposed Bills would perait a greater degree of fair use taking 
of expression froe undlssealnated works thw is allowed under existing law, 
they would violate the First Amendaent ri^nts of authors of those works. It 
should be noted that the aroa of concern is the author's "expression," 
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HtrpT k Row aakes It plain that subsequent vrltera and ncholara say una the 
fact8» 5dea0» and other InforaatioD coDtained in unpublished or otherwise 
undisseainatttd vorki» since copyright does not prevent use of these elozonts 
(at 540»556, 559-60), 

Horaovert the Supreae Court aade it clear that this "dichotoay" be- 
tween ' expression" t proteotad by copyright — and facts, inforaatlon, and 
ideas, which oopyright doat not protect strikes a "definitional balance" 
between the Copyright Act an^ the First Aaend«ent.(555) The present protec- 
tion of axpreaslon In unpublished works against any fair use taking "under 
ordinary eircuastancas" does not violate the First Aaendaent for, Justice 
O'Connor aai^aised, "Copyright laws are not restrictions on freedoa of 
spoech as copyright only protects forns of expression and not the ideas 
expressed. 1 Nlaaer Sec. 1.10[B][2]." (at 556.) 

On the other hand, a statute that peraitted aore fair use taking of 
undisseainatad expression than is peraitted under present law would violate 
the First Anendaent's protection of "the right to refrain froa speaking at 
all." 

B. The First Aaendaent Protects en Author's 
Right To Withhold Disseaination of 
Expression in Hls/Her Onpublished Work. 

In Harpar I Row , the Supreae Court eaphaoixed that the narrower appli- 
cation of fair use to unpublished works serves a pris&ry First Aaendaent 
purpose. It said (at 559) " Moreover, freedoa of thought and expression 
includes the both the right to speak freely and the rig] : t to refrain fron 
speaking at all .' Wooley v. Maynard . OO U.S. 705, 7U (1977) (Burger, 
C.J.) " (eaphasia added The Court cited Chief Judgr Fuld's covaent in 
Estate of Heaingwav v. Randoa House that the First Aaendaent "prohibits 
iaproper restraints on the voluntary public expression of deas" and also 
protects tJie "concoaitant freedoa not to speak jwblicly, one which ecrves 
the Mie ultiaate end as freedoa of speech in Its affiraative aspect." 23 
N.T. 2d 30, 348 (1968). 

"Courts and coaaentators" , as Justice O'Connor reainds us, ''have recog- 
Diied that cop/right and the right of first publication in particular, serve 
this countervailing First Aaendaent value, (citations oaltted)" 
(at 560). And the Supreae Court freque^itly has upheld the First Aaendsent 
right npi to epeak pibllcly. In Wooley v. Maynard, protecting that right, 
it said'T^30 U.S., at 7U) the First Aaendaent "right to epeak end to re- 
frain froa speaking are coapleaentary coaponents of the 'broader concept of 
•individual freedoa of aind.»", ttlting Bo ard of Education v . Barnette, 319 
U.S. 62;, 633-635,637 (190). Thie concept, said Wooley. is "illustrated 
by" j<ia^i_Hexalirubli8hln>; Co. v. Tornillo, 418 U.S. 2-41 (197-4). There the 
Court held'unconfltltutiona). a Florida statute vhich required newspapers to 
publish stateaenta they did not wish to publish. 

More recently, the Court flsphatically reaffiraed the constitutional 
right not to speak publicly. In Riliy„v^fttional Federation of the^Bjind 
of N.C7, 108 S.Ct. 2667 (19B8), it eaidi "the First Aaendaent guarantees 
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*freodoi of ipeeoh* , a ten neoaiiarily ooapriaing the deoiaion of both what 
to Mgr «nd yh^t to laj." (at 2677). It pointed out that the "oonetitu- 
tlonal equivalenoe of ooapeUed ipeeoh and coapalled eilenoe in the qontext 
of fully protected expreeeion waa eatabllihed In Miani Herald Publlehing Co. 
Y» Tomillo. and that a statuta ooapaXXlng publication waa ai auoh prohibit^ 
•d faor the ririt Anendaent aa one prohibiting publioation. Significantly, 
aaong the prior cociaiona it cited vaa Harper t Rov . referring to the page 
(559) containing the atateaanta quoted in the firit paragraph of thia aec- 
tion [BJ« 

C. Aiendaent of Sec. 107 to Allow Greater Taking of 
fixpreaaion froa Unpubliahed Worka la QoyamaertAl 
Action Which Xnvokee the Firat Aaendaent'a (h^j^ation 

Aaendaent of Sec. 107 to perait aore fair uae taking of expreaaion froa 
unpubliahed vorka than ia permitted preaent lav under Earper k Row would 
not, in itaelf, coapel authora of thoae worka to publiah aaterial they ohoae 
not to dieaeainate. But it would perait unauthorised publioation of por- 
tiona of their expreaaion fay other Individuala acting under color of right 
^ an expanded fair uae privilege — granted fay Congreae through anactaent 
of the pending Bill. The reatrictive effect on the Firat Aaendaent right not 
to publiah ia juat aa adverae In thia circuaatanoe aa it would be if Con- 
greee lad directly required the authora of unpubliahed vorka to publiah 
their expreaaion. Abood v. Detroit Board of Ed - ation . 431 U.S. 209. (1976) 

In Abood » the Court pointed out that where private action which de- 
prived Individuala of Firat Aaendaent righta waa aade poaaible by euaotaent 
of a Federal et&tute, that anactaent waa "govemaental action" that invoked 
the protect of the Aaendaent, becauae the legialature wide poaaible the 
deprivation of thoae righta; at p. 218 (fn. 12), 226-227, citing Railway 
Eaployeea Dept. v. Hanaon . 351 U.S. 225 (1956) and Hachiniota v. Street . 367 
U.S. UO (1967). 

Mr. Juatice Stewart 'a opinion In Abood quoted with approval Juatioo 
Dougla8*8 atateaent In Street : 



"Since neither Congreaa nor the atate legialaturea can 
abridge [Firat Aaendnent] righta, they cannot grant the 
power to private groups to abridge thea. Aa I read the 
Firat Aaendaent, it forbida any abridgeaent ty govemaent 
whether directly or indirectly." 367 U.S., at 777 



We aubait that by reviaing Sec. 107 to perait individuala to take and 
publiah acre froa unpubliahed worka than ia peraittad under the copyright 
and Firat Aaendaent atandarda aet forth in gyper k Row . Congreaa would be 
violating the Firat Aaendaent righta of authora of thoae worka, and auoh 
taking by private individuala alao would riolate their righta. [It alao 
ahould be noted that fair uae of a given work ia not liaited to one aubae- 
quent aoholar or writer. If Congreaa diluted the protection of an unpub- 
lished work under the Harper * Row atandarda, aeveral individuala could, 
through the the aggregation of their quotatioiie, publicly diaoloHe auoh of 
ita author' a expreaaion.) 




ERIC 



300 



CONIMITTEF FOK LiTERARY PROPERTY StUDJES 



D, Th« Fifth AnendDjent Prohibits Retroactive 

Application of An Act That Increases Fair Use 
Takinf; of ExpreflBion from Unpublished Worka. 

Justice O'Connor noted In Harper It Row that the riflht of first publi- 
cation granted In Sec, 106(3) is a separate property right (552) — under 
Sec, 201(d) — that entitles the author to deteraine "whether and in what 
fori to release his work" (553). That rieht vested In authors of existing 
unpublished works when they are created; or vested on January 1 , 1978 in the 
case of unpublished works created before that date; Sees. 302, 303, It ip 
that property right which prohibits other writers, froa taking expresaion 
froB an unpublished work under olains cf fair use. 

In Roth y. Pritikin . 710 F, 2d, 934 (2d Cir, 1983. cert, denied, 464 
U»S, 961 (1983), the Court eaid "an Interest in a copyright is a property 
right protected >y the due process and Just coapensation claused of the 
Constitution (citations oaitted). The diaensions of the right of first 
publication of existing works, including the limitations on the extent to 
which others aay take expression froo thea under the privilege of fair use 
prior to publication, are explicated In Harper $t Row , The Court vaa not 
Baking new law, it was applying the lav which governed when these unpub- 
lished worko were created — i,e,, the law on which authors based their 
expectation as to the extent of protection they would have against unauthor- 
ized use of their expression until tney chose to publish their works,* 

If the Congress now expands the scope of fair use to perait taking of 
expression fro* unpublished works beyond the extent permitted under the 
present law, retroactive application of that Act to a work already In exist- 
ence would constitute a taking *:.f thb author's property right of first 
publication, and a taking for the benefit of any nuaber of other vritera a^d 
Journalists who copied expression froa it by virtue of the revision. The 
retroactive application of such a provision could well violate the Fifth 
Affl^ndoent rights of authors and other owners of existing unpublished works. 



• In its 1984 biicf to the Supreae Court, supporting R&iper & Row, the 
ilSSOOIATION or AMKRICAK KUBLISHERS, after reviewing the legislative history 
of the 1976 Copyright Revision Act, said "it is clear that Congrens intended 
a 'narrowly liaited' application of the fair use doctrine to unpublished 
works, and that-other than in extraordinary circuastoncea-rair use should 
not justify an unaithorixed first publication", rc'^ irfng to the Nation's 
publication of 300 words froa the Ford aeaoirs. The A^P brief went on to 
say " The prin cip le that fair use aue t be narr ody rest yicted to extra ordi- 
nary circumstances ii^ the case of u npublished works Is not ngw^ to the 1976 
Cop/right Act« It derives froa u similar principle under the reglae of 
cottBon law prior to its preeaption by the 197C law", citing cases and au- 
thorities, 9 Coluabift Journal of Art h The Uv (19S5), 263, 286, 272-3* 



Irwin Karp 

Counsel, Cocalttoe for Literary 
Property Studies 
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STATIFMENT OF AMERICAN COiyEGE TESTMG PROGRAM. COLLEQE ErmW'CE 
EXAMINATION BOARD, EDUCATIONAL TESTINQ SERVICE, 
GRADUATE MANAGEMETiT ADMISSION COUNCIU GRADUATE RECORD 
EXAMINATK}NS BOARD, LAW SCHOOL ADMISSION COUNCtt , 
NAllONAL COUNCIL OF ARCHTTEGTURAL REGISTRATION BOARDS, 
NATIONAL COUNCa. OF EXAMINERS FOR ENGINEERING AND SURVEYING, 
AND TEST OF ENGLISH AS A FOREIGN LANGUAGE POLICY COUNCIL 
CONCERNING KR. 4263 AND & 2370 

The following testing organizations, American College Testing Program 
(ACT), College Entrance Examination Board (College Board), Educational Testing 
Service (ETS), Graduate Management Admission Council (GMAC), Graduate Record 
Examinations Board (GRE Board), Law School Admission Council (LSAC), National 
Council of Architectural Registration Boards (NCARB), National Coundl of Examiners 
for Engineering and Sun/eying (NCEES), and Test of English as a Foreign Language 
Policy Council (TOEFL Policy CounciO, welcome this opportunity to express our 
views about H.R. 4263 and S. 2370, which would amend Section 107 of the 
Copyright Act with regard to the fair use of unpublished works. 

We acknowledge the need to ensure that the fair use doctrine is not 
applied in a way that will deter scholars from quoting unpublished letters, diaries, 
and the like, since such materials constitute the basic building blocks of history and 
biography." Cong. Rec. H806 (March 14, 1990) (remarks of Chairman Kastenmeier). 
We are concerned, however, that the enactn>ent of this legislatkxi — designed to , 
address certain specific concerns arising out of the Second Circuit's decisions in 
Salinger v. Random House. Inc.. 811 F. 2d 90 (2d Cir.). cgrt denied. 484 U.S. 890 
(1987), and New Era Publications Int1 AdS v. Henrv Hon & Co, . 873 F. 2d 576 
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(2d Clr), ifilVfl denied. 884 F. 2d 659 (2d Clr. 1989). ^ denied. 110 S. Ct. 1168 
(1990) f New Era D — could send an unintended "signaP to the courts with regard 
to the application of fair use in other contexts. In other words, the proposed 
legislation could have effects that are whoDy unrelated to the concerns that prompted 
its sponsors (Representative Kastenmeier and Senators Simon and Leahy) to 
introduce it. 

In particular, we are concerned that this legislation might be construed 
by the courts as suggesting some change in existing law concerning copyright 
protection for secure tests. As we discuss more fully below, under settled case law 
decided before the Second Circuit's decisions in Salinger or New Era, the courts 
have effectively found that secure tests are not subject to fair use. The strong 
protection given to secure tests does not impede the work of scholars, but does 
play an essentiai role in pr^sen/ing the integrity of the testing process. If H.R. 4263 
and S. 2370 continue to progress through the legislatlvo process, therefore, it is vital 
that the Committee Reports make clear that there Is no intention to d'sturb existing 
law concerning fair use of secure test materials. 

Background 

Hie testing organizations submitting this statement colI'9ctively sponsor, * 
develop, or administer a wide range of secure tests. Many of these tests, such as 
the Scholastic Aptit^ide Test (SAT), the American College Testing (ACT) Assessment, 
the Law School Admission Test (LSAT), the Graduate Management Admission Test 
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(GMAT), tho Graduata Record Examinations (GaE), and the Test of English as a 
Foreign Language (TOEFL), are used in the process of admission to educational 
institutions. Other tests, such as the National Council of Archltactural Refiistration 
Board (NCARB) examination, and the National Council of Examiners for Engineering 
and Sun^eylng (NCEES) examination, are used in the process of professional 
licensure or accreditation. All of these tests are protected by copyright upon 
creation. 

Although these tests vary in their subject matter, they have many 
features in common. £iKl, security and other concerns require testing agencies to 
develop a number of different forms of eadt test. Development of test questions 
and test forn^ is necessarily a lengthy and costly process. A new SAT fonm, for 
example, costs hundreds of thousands of dollars and typically takes more than 18 
months to develop, during which each question (and the fonm as a whole) is put 
through a lengthy series of quality control checks. 

Second, it is routine for test questions and test forms to be reused 
(subject to appropriate guidelines) in all of these testing programs. Reuse of test 
questions and forms is fundamental to standardized testing for a variety of reasons. 
For example, testing organizations often reuse test questions in order to "equate" ^ 
different test fonns — that is, to ensure that scores on a particular test form are 
comparable to those on other forms of the same test Testing organizations also 
reuse test questions as part of the process of "pretesting," trying out questions 
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to assess their validity and statistical properties before they are used In a scored 
section of an examination. Reuse of test questions and forms also permits testing 
agencies to reduce the costs and administrative burdens of developing tests. 

Third , ail of these tests are "secure" - that Is, their sponsors take 
extensive security precautions designed to ensure that test-tal<ers do not have the 
opportunity to see the actual test questions in advance and do not retain copies of 
test forms after the administration is completed.-^ The tests are administered at 
specified centers on specified dates; each test book and answer sheet is separately 
numbered; and test books are collected at the end of each administration and 
returned to the test administrator, where they are counted to ensure that all have 
been accounted for. Although no set of security procedures is absolutely foolproof 
in the context of examinations that are administered to hundreds of thousands of 
candidates in test centers around the nation (and often throughout the world), these 
and other precautions play a crudai role in ensuring the integrity of secure testing. 

Fair Use and Secure Testa 

Although fair use issues are often subtle and complex, fair use analysis 
of copying of secure test materials is st'aightfofward: as the Third Circuit obsen/ed 
in a 1986 dedslon, "the unique nature of secure tests mearw that any use is 

^ In some instances, testing organi^auons disdose some test questkDns 

to test-takers sfisf the tests have k>een administered. Questions that have been 
disdosed through this process are not reused. 
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destmctiva of ft he tftstinq aoencv^si ftahts." EtfvQ^ttonal Tegtinq Service V. Katzmap. 
793 F. 2d 533, 543 (3d Cir 1986) (emphasis added). The reason is obvious: if 
students see test questions in advance, they will have an unfair advantage over 
those who do not have that opportunity. Disclosure of secure test questions to the 
public thus "renders the materials worthless*" to the testing agency, ETS v. Katzman. 
793 F. 2d at 543, since testing agendes cannot use questions on which some 
students would enjoy an unfair advantage. As a district court explained in rejecting 
a coaching school's purported fair use defense, '[t]he very purpose of copyrighting 
the . . . questions is to prevent their use as teaching aids, since such use would 
confer an unfair advantage to those taking a test preparation course." Association of 
A merican Medical Coneaes fAAMO v. Mikaelian. 571 K. Supp. 144, 153 (E.D. Pa. 
1983), sffdi 734 F. 2d 6 (3d CIr. 1984).2/ 

In addition to destroying the valua of secure tests and test questions, 
unauthorized copying of secure test materials can have still further harmful 
consequences: when test candidates have advance access to pirated copies of test 
questions before the actual administration, testing agendes have been forced - In 
the interests of fairness to all test candidates - to cancel the scores of those with 
advance knowledge. Score cancellations have been an unpleasant necessity both in ^ 

A leading American commentator on copyright law (and now high-level 
Copyright Offk:e offMaQ has made the same point: "in order to nukintain the intc/grrty 
of the admi88k)n8 process to ensure that all examinees have an equal 
opportur)tty to succeed based on abWty, It is essential that [secure] tests not be 
copied.- W. Patry, The Fair Use PrivHeQe in Coovrioht Law 429 (1985). 
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Infrlngement cases that have resulted in pubBshed decisions. j^IL ETS v. Kateman> 
793 F. 2d at 536 (College Board Achievement Tests); AAMC v, Mikaelten. 571 F. 
Supp. at 154 (MCAT), and in a number of other cases. The risk of massive 
disruption of the testing process thus provides another important ground fbr 
rejecting the application of fair use to secure tests. 



been based not on any rigid rule that there can be no fair use of unpublished viorks, 
but on the application of the statutory fair use factors to a type of copyrighted work 
that Is uniquely vulnerable to copying. As the Third Circuit explained in ETS v. 
Kgtzman. the most important fair use factor - effect on the potential market - 
"seems dispositive In favor of [the testing agency]," 793 F. 2d at 543, since extensive 
distribution of secure test materials "renders [them] v^rthless." \s^. The distrtet court 
in Mit<9gliQn rnade the same obsen/ation: *^ use of the protected work which 
destroys the value of the protected work to the copyright holder can hardly be 
considered fair." 571 F. Supp. at 153.3/ 

The actions of the Copyright Office provide further support for the 
conclusion that secure tests are not subject to fair use. In tight of the unique 



vulnerability of secure test materials, the Offtoe has created special procedures to 
allow them to be registered without disclosing them to the public. Sfifi 37 C.F.R. 

3/ A recen* decision to the sanrw effect is Association of American Medical 

Collefles V. Cuomo. v%o. 79-CV-730 (N.D.N.Y. Jan. 12, 1990). 



The courts' rejection of the applteatk)n of fair use to secure tests has 




ERIC 



807 



-7- 

S 202.20(c}(2)(vO. (Th6 adoption of those regulations In 1978 niade k possB^la. for 
the first time, for testing organizations to enjoy the benefits of copyright registration 
for their secure tests.) The Copyright Office regulations have been upheld against a 
statutory and constitutional challenge. National Conference of Bar Examiners v. 
Multistats Legal Studies. Inc.. 692 F. 2d 478. 482-87 {7th Cir. 1982), afl denied. 464 
U.S. 814 (1983).4^ Since secure tests must be protected even from Inspection by 
potential test-takers at the Copyright Office, it follows fi fortiori that unauthorized 
copyinq of secure tests cannot be a fair use. 

Similarly, the Guidelines for Classroom Copying In ^tot-for-Proflt 
Educational Institutions, which were Incorporated as part of the legislative history of 
Section 107, explicitly forbid copying of \vorkbool<s, exerdses. standaidczed tests 
and test booklets and answer sheets and like consumable material.'* KR. Rep. No. 
1476, 94th Cong., 2d Sess. 68, 69 (1976) (reprinting Guidelines). This prohibition on 
copying applies not merely to secure tests but to sH starxiardized tests. 

In short, secure tests - whether they are regarded as "published" or 
"unpublished" works - represent a unique type of copyrighted work that Is not 
eligible for fair use under existing law. We stand ready to work vv*ih the Committees 
and their staffs to develop appropriate language to ensure that nothing In the 
present legislation will jeopardize this vital protectk)n. 

^/ The Seventli Circurt recognized that "the benefk:ial purpose" of 

copyright protection for a secure test "woukl be defeated" by requiring secure tests 
to be placed on public file in the Copyright Office as a condrtkxi of registration. 692 
F. 2d at 484 n.6. 
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Columbia Univenity in the City of New York | New York, N, Y, 10027 

SCHOOL Of LAW W*** * ^^'••^ 



Hon. Robert Kastenmeler 

Chairman, House Judiciary Coamittee 

Subconnlttee on Courts, Intellectual Property 

And the Administration of Justice 
2137 Rayburn House Office Building 
Washington P.C. ^0515 

June 25, 1990 

re: H.R. 4263 

Dear Representative Kastenmeler: 

I write concerning the recently proposed bill that would amend the fair 
use provision of the copyrlcht act. 17 U.S.C, S 107, so as explicitly to 
include unpublished works. As a teacher and author In the domestic and 
International copyright fields, 1 strongly believe that this bUl Is 
unnecessary. Is Incompatible with the Berne Convention, and could cause far 
more mischief than the problen to which it responds. Because I will be out of 
the country on the July 11 hearings date for this bill, but hope ray views may 
be of assistance to the Subcommittee, 1 respectfully request that this letter 
be made part of the record of delate on the bill. 

I will address the following Issues: 

1. What is the problea to which this bill responds? 

2. Why legislative prescription, rathe than continued judicial 
elaboration, of the application of fair use to unpublished works is 
premature and undesirable; 

3. Why this bill Is inconpatlble with the Berne Convention; 

U. Why enacting this bill would be self-defeating because it would 
create more uncertainty (and litigation) than currently exists. 

1. What Iff tb« prpblent? 

Recent pronouncements fron the United States Court of Appcalt for the 
Second Circuit In gflHn g**^ v- Ra^-tdba House ^ and fiftJLlTA-VxJklllDLli^* have 



8U .\2d 90. cert, denie d. 108 S.Ct. 213 (1907). 
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provoked concern that no unauthorized quotetlons of unpublished materiel will 
escape liability for copyright Infringement. Some publlsheri and biographers 
fear that the threat of opyrlght Injunctions will stifle research Into and 
disclosure of facts of public Interest when unpublished works, such as letters 
and diaries, are the source of the information. On closer examination, 
however, these fears are unfounded; they misapprehend both substantive 
copyright law, and the Second Clrcuic's own Jurisprudence. 

Researchers and blographera remain fully entitled to learn, And to 
disclose, facts from any copyrighted source, be it published or unpublished. 
Copyright does not extend Its protection to the facts themselves.' Although 
copyright does protect the manner In which the prior author expressed the 
facts, the fair use doctrine* permits a second-comer engaged In an enterprise 
such as a history or a biography to appropriate ''minimal amounts*" * of 
'expression''. IndeedT^^thm-SuprMie Court has held ,that i a 'letQTTS'^utVior^U^ 
''take more than ■iTil»jiil *«d<Wiri'*'bf ' express Ion so long'as^the <ju*ntwtj)!fififjoo.t..^ 
.*exceed() that necesftary t^) disseminate thV TaFCin^' ^aYO^r'^i Row v. Nation - 
E nts. * 'This declBlon"dld"malte* clear that approprlatloh'^of 'unpublished * ■ *■ 
expression is less susceptible to excuse under the fair use doctrine, but 
nothing in the Court's opinion holds that such appropriations can never be 
excused. 

Nor has the Second Circuit so held. It is worth recalling that the 
current clamor over fair use of unpublished works reacts primarily to dict^ in 
a case in which the defendant disclosing the unpublished expression 
prevailed .^ The court's elaboration of a fair use analysis, whether of 



* 873 F.2d 576 (2d. Cir.), r ch. en banc denied . 884 F.2d 650, cerC. 
denied . 58 USLU 3528 (U.S. Feb. 20, 1990). 

^ 17 U.S.C. sec. 102(b). AfiA^itd. Haroer & Row v. Nation Ent«. Ull 

U.S. 539 (1985); Newman, Not the End of Histor y : The Second Ci rcuit Str ^ gle^ 
yith Fair Us^ , 37 J, Copyr. Soc 12, 14 (1989) ("No decision of oar Court casts 
even the slightest doubt upon the fulndamental principle of copyright law that 
factual content may be copied, oven though the facts are unearthed in 
unpublished writings. ) (emphasis ^ original); Miner. Exploltinft Stolen Text: 
Fair Use or Foul PUy?. 37 J. Cop,-. Soc. 1, 10 (1989). 

* 17 U.S.C. sec. 107. 

* New Era . supr<| ncte 3, 884 F.2d at 662. 

* £ucifl note 3, 471 U.S. at 563-64. 

' ^ The 'author dr^the BfiWjSrji panel majority opinion has himself^ 
^ char acte'rltedth** excoriated pronoMmic:mcnte as ^certaitT nondlaposltlve ••^^ 
r—languAge , * j^fiL'^'li reh. denied. 884 F.2d «t 660, ar/d as "dictum,* Miner, 
fupr^ note 3, 3/ J, Copyr. Soc. at 6. 

2 
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takings fro* worki publlshea or unpublished. Is quite evidently evolving. 
Careful analysis of the Second Circuit's docCrine reveals neither concensus 
nor even waiority Inclination to foreclose fair usa of unpublished 
quotations.' Koreovar, fill tha Second Circuit opinion authors have clearly 
declined to adopt a rigid rula regarding the »ost important practical issue 
affecting unauthorised publication of unpublished expression: even vera tha 
second author to exceed fair use standards (arid therefore to Incurr liability 
for copyright infrlngeoent) . it would not follow autonatically that an 
Injunction should issue 



2 , L?Bl?U ttv Di-escr^ ptlon. rather than continued ju dicial elabpiatipn. of 
^ ppiicat-io n yf fal^tr use to unpubllshgd vprHs is prefpatv»r ^ an<J 
undesirable 

As the previous remarks indicate, the perceived problem for fair use of 
unpublished works stems fron tha dicta of one federal appellate Judge rilftAne<*-«^^K . 
by three of twelve active Judges), on one federal appellate.court,„, Qicher 
federal appellate courts have yet to consider the question, and the court at 
Issue has, rather obviously, yet to consolidate Its ovn position on the 
matter. To enact a statute "overruling* this dicta would be a prodigal and 
counterproductive expenditure of legislative effort to regulate in an area 
particularly resistant to detailed legislative specification. It remains true 
that, despite Its partial codification In the 1976 Copyright Act, fair use 
calls for a qulntlssentially fact-dependent, equity sensitive Judicial 
determination. Given these characteristics of fair use determinations, there 
is no force in the argument that even in the absence of a genlune problem in 



• Compa re. SliitlEeX. tupra note I, 811 F.2d at 96-97 (Newman. J. for 
unanimous panel Including Miner, J.) (first fair use factor gives second-comer 
no special license to enliven account )y copying "vividness" jf expression), 
Slth New Era. &yaiA note 2, 873 F.2d at 583 (Miner, J. for panel majority) 
(regarding the first fair use factor, rejecting distinction between uses "to 
display . . . writing style* and uses *to make a point about . . . 
character"). StUh tkiL^^LY^nrQll Ps^b,. 1990 U.S. App. LEXIS 8726 (2d Cir. 
May 24, 1990) (Feinberg, J. for unanimous panel Including Pratt and Walker, 
J.J., none of whom Joined either opinion in HitwJ^ rehearing denial) (finding 
fair use of passages from published h. Ron Hubbard works, and in analysing the 
first fair use factor, emphasized defendant's use of quotations for the 
purpose of criticizing Hubbard's character). 

♦ The entire October 1989 issue of the iljguiDfllJlC the^o]?y.r.Uto 
Socie ty is devoted to Second Circuit pronouncements, on and off the bench, 
Concerning fair use of unpublished works. In the opening sentence of his 
article contributing to this issue. Judge Miner acknowledges that quotations 
from unpublished works fifin be fair usa, see 37 J. Copyr, Soc. I, 1. 

See tifiVJL£tt. r eh. denied , pupra note 2, 88A F.2d at 66M2 (Miner. 
J.) ("All now agree that injunction Is not the autonatlc consequence of 
infringement* and modifying panel majority opinion to reflect that agreement); 
Newman, supra note 3, 37 J. Copyr. Soc. at 16-17. 

3 
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th« courta, Congrasa should freight the fair use doctrina with additional 
explicit rules, suidelines or criteria. Congress certainly can in thia Banner 
attempt to extend special reassurance to timorous publishers, ftut, thi$ bill 
will not in fact assist the Interests that seek it, nor will it promote sound 
results in the copyright system generally. 



3. The bill is incompatible with t hft Borne Convention 

As the United States' recent adherence to the Berne Convention 
demonstrates, it has become increasingly important to us aa a nation of 
creatora of copyrighted works to be part of the international copyright 
community. In Joining the Berne Convention we acknowledged the need to secure 
and maintain Kirmony between our domestic copyright law and the standards that 
guide the wider International community. As we also acknowledged, these 
standarda are high. We have had in isome respects to modify our domestic law 
to afford the greater, or less cumbersome, protections our new international 
obligations demand." In addition, our Berne membership underlies at least 
In part our continued exploration of legislation affording greater protections 
to creatora, such as visual artists,'* and architects.^' Yet this bill 
would undercut our progress by Introducing a gloss on the fair use doctrine 
that Is at least In part incompatible wich the Berne Convention. 

The Berne Convention mandates protection of the reproduction right. ^* 
Article 10.1 of the treaty, however, allows member countries to qualify the 
reproduction ''Ight by permitting 

quotations from a work which has already been lawfully made available to 
the public, provided that their making is compatible with fair practice, 
and their extent dots not exceed that Justified by the purpose . . . 

Thla provision corresponds closely to our current fair use doctrine. But fair 
use under Berne la limited to worka ''lawfully made available to the public." 
This criterion it broader than 'publication," but It does not encompass all 
unpubllahed worka. Profest^or Rlcketson has explained that a work which has 
been publicly performed, albeit "unpublished'* (copiea have not been publicly 



" See, e.g., Berne Convention Implementation Act of 1986, Pub. L. 
No. 100-568, 102 Stat. 2853 (1988), sees. A(a)(4) (replacing Jukebox 
compulsory license with negotiated license); 7 (rendering notice of copyright 
optional) . 

IS Ste, e.g.. Visual Artists Rights Act of 1990. H.R. Rep. Ho. 2690, 
101st Cong. 2d Sess. (1990). 

Sea, e.g.. Architectural Works Copyright Protection Act of 19990, 
H.R. R«p. Ho. 3990, lOlut Cong., 2d sess. (1990). 

^* See art. 9.1. 

4 
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dlstrlbf id., would qiullfy ior th« •ttlcla 10. 1 •xceptlon.** But th« work 
•uflt nonetheleif havw been publicly dlicloied. Thua. at the authoritative 
WlPO Cuirta to thm Ktrnt Cgnvantlon enphaslxei In axplalnlns the phrase 
-lawfully nade available to the public/ 'unpublished nanuicripta or tven 
works printed for a private circle not, it la felt, be freely quoted from; 
the quotation May only be »ade from » vork Intftnrtftd fgr th» p\i<>lU in 
iftD«*l«'" T^u*. private paper* kept in private hands, bn thay the author* a^ 
or a private recipient's, are not works "Intended tor the public In l^eneral." 
A fair use exception reaching these klnda of works would therefor* exceed the 
scope of the Berne article 10 exception. 

Another queatlon concerna private papers deposited In Hbrarlaa to which 
the public pay obUln acceaa (fiLu SAlinjflr) . Are these "lawfully made 
available to the public* within the aieanlns of the treaty? The problea with 
library deposit concerns not so aiuch the "lawfully" criterion of article 10.1, 
as the elewent of "making available to the public* The Berne Convention 
concept of "Mklng available/ albeit broader than the distribution of copies, 
still addresses affirisative dissemination of the work to "the public in 
general." When papers are deposited In libraries they are not dlsse»lnated; 
the public must come to the papers. This kind of access may be too passive to 
Meet the orticle 10. I standard. In effect, it would recast the^article 10. I 
requisite that the work have been 'made available to the public" as a 
requirement that the work merely be "accessible" to the public. This may be a 
rather bold relnterpretatlon of the treaty. 

Moreover, even assuming that the unpublished work need merely be 
accessible to the public, the additional article 10. 1 concept that the work 
have been "intended for the general public* still would not be met. A 
recipient'* or third party's deposit of papers does not supply an authorial 
intent to disclose that was lacking at the time t'oe work was created. Of 
course, the author may subsequently develop such an intent, but in that case, 
the author should deposit the works herself, or they should be deposited with 
evidence of her consent that the works be aade publicly accessible. Aa a 
result, unlese the etatutory Incorporation of unpublished works into^the fair 
use excuse were rtVtrlcted to works technically unpubllahed, but publicly 
divulged by their authors, the U.S. vould no longer be In compliance with the 
Barne Convention. 

To the extent that « U.S. court may today apply a careful equitable 
analysla to particular facta to find fair use either of private papere, or of 
papers deposited in libraries without tha authora' consent, our fair uae 
doctrine may arguably already exceed Bern* bounda. But anacting thla bill 
would exacerbate our lack of compliance. It la one thing to leave room for 



» S. RICKETSON, THE BWNE CONVENTION FOR THE PROTECTION OF LITERARY 

AND ARTISTIC WORKS: 1886-19B6 419 (1987). 

MASOUYt, GUIDE TO THE BERNE CONVENTIOK 58 (WIPO 1978) (eaphaala 
supplied). I1ie WIPO Guide also specifies that worka public pursuant to a 

compulsory license would meet the article 10 standard oi worka "lawfully" made 
available to the public. liL 
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fact-aenaltlvt Judicial dlacretlon, «nd qulta another to enact a statute which 
on its faca Invltei conflict with our international obllgcitlons . Ue achieve 
Che flrat objective by leavlni^ the current aection 107 uniimtnd«d> Ue rlak the 
second result by adopting the propoaad amendBfint. 

Arguably, Conf^ress could detemine that passage of the proposed 
anendjient would so advance domestic copyright objectives, that it Is worth 
flouting our Berntt obligetions. While I believe such o deteraination would be 
ill*eonsidered and short* sighted, it is not necessary to debate the principle 
of trading off International good will against achiovaaont of an equal or 
superior dosMstlc benefit. Thie bill will achieve no doMestic anMlioration 
that could Justify coapronising our international copyright credibility. 

4. Enar-ttn g this bill wou ld defeat its own purooct bv creating aorft 
uncertainty ^an d litigation^ than currently extfctt 

Congress should not amend the fair use provision cf the Copyright Act 
unless : 

1. The current uncerteinty regarding unpublished works exceeds the 
uncertainty endemic any fact -intensive test that is by nature "an 
equitable rule of reason; and 

2. The proposed amendment would create substintlal certainty, thus 
affording interested parties Lhe guidance thny currently lack. 

As discussed above, the first criterion has not been net. Nor can this 
bill neet the second. As amended, the fair use provision's application to 
unpublished works permits such a variety of Interpretations, it is .Impossible 
to conclude that uiKertainty will be alleviated. On the contrary, ^urther 
uncertainty will probably be spawned. Koreover, becausa the interests of 
affected groups vary so widely. It is unlikely that Congress will be able to 
agree upon any ono of the myriad Intarpretatlons . Ii.deed, the legislative 
history so far accumulated already leads to conflicting conclusions regarding 
the seaning of the amendment. 

The key uncertainty concerna what, if any, weight a work's unpublished 
status should receive under the amended fair use doctrine. The floor 
statements by Senator Simon and Repreaentatlve KastenMler yield dlsperate 
interpretatioDi. Where Senator Simon states that the bill is not 'Intended to 
render the unpublished nature of a work irrelevant to M fair use analyais 
under the four statutory factors, (and that] Courts would still consider tM 
unpublished nature of a work,"'* Representative Kastenmeier declares that the 
amendment ""would clarify chat section 107 applies equally to unpublished as 
well as published works."^* While the latter statement may not be Intended 



See H.K. Rep, Ho. 94a<i76, 94th Cong. 2d sess. at 63 (1976). 
Cony. Rec. S 3549 (Kerch 29, 1990). 



Cony. Rec , H.906 (March 14, 1990). 

i 
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to ••an that court* ahould Ignore a work'a unpublished natura» such a reidlng 
plausibly •■arfct, Evan aasunlng that chata two floor stateiaents can be 
haraonlxad, and that a work'a unpublished status is partinent to the fair usa 
balanca, tha statemanta. and the bill» nonethelafs leave a plethora of 
questions: 

1. If a work'a unpublished status weighs In the fair use balance, in 
which direction, and how »uch, should It weigh? As a general natter: 

a. Should unauthorized publication be presumptively unfair 
(with defendant Incurring a heavy burden to overcome the 
presumption)? 

b. Should unauthorized publication weigh slightly, but not 
strongly against fair usa? 

c. Should unauthorized publication weigh In favor of fair use 
(on the ground that the public gains access to works It would 
otherwise be denied)? 

2. With respect to each fair use factor, what is the impact of the 
work's unpublished status: 

a. Concerning the first factor (nature and purpose of 
defendant's use), should defendant be required to have made a more 
''productive'' use of the unpublished material than defendant would 
have been required to nake had the material been published? 

b. Concerning the second factor (nature of plaintiffs work), 
does the work's unpublished status automatically weight this 
factor In plaintiff's favor? 

c. Concerning the third factor (amount and substantiality of 
the taking), is defendant entitled to copy less when the work Is 
unubllshed? 

Concerning the fourth f-ctor (economic harm), defendant has 
deprived plaintiff of the right of first publication of her work 
(or portions of It): 



3. Should courts distinguish betwaen unpublished works which thalr 
authors Intend to divulge, and thoaa to ba f *: private? 

a. If there is to ba euch a distinction, should to-be-dlvulged 
uorka b« more or less susceptible to fair use? How much more or 
leee susceptible? 



i, f plaintiff Intended to publish tha work, Is economic 

hana thereby conclusively established? 



II. If plaintiff did not Intend to publish the work, does 
It follow that there can be no economic harm? 
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b. If ther« It Co ht such a distinction, how Initintnt should 
th« divulgation b«7 

4. Respactlng works not intended for divuljaton, should couk'ts weigh 
in tha fair ufa balanca tha privacy intarasts of tha author? Of the 
persons •antioned in the work (a.R. . in letters or diaries)? 

a. If privacy is not pert of tha fair use balance, is a 
separate state right of privacy clai» available? Would such a 
clai» be pree«pted?^* 

5 Should courts take into account the Banner in which defendant caae 
into possession of the unpublished work (e.g.. if defendant obtained a 
^purloined aianuscript"?') 

6. Should courts take into account plaintiff's intention to 
"suppress* discussion of his life or activities? 

Granted, all these questions already underlie the application of the 
unaaended fair use doctrine to unpublished works. Hy point Is that the bill 
vill not wake these questions go away. If anything, it will raise even more 
questions. It will raise more questions because litigants will argue, and 
c<ftirts oey agree, that if Congress acted in this domain. Congress must have 
■eant to change something. But. given the fluidity of Judicial 
interpretation, and the wide range of potential problems, just what Congress 
MMant to chaivge will not be clear, nuch less how Congress want to change It. 
Moreover, even If all Congress Intended to do was to »ake clear that a work's 
m.publlahed status does not absolutaly foreclose Its fair use. confusion about 
the bill's BMianlng would still persist, beceuse no court, nor even eny 
Individual Judge, ever declared that such foreclosure existed. As e result, 
one could conclude either that the bill Is gratuitous, or that Congress »ust 
have oeant something more than to restate a proposition with which no one 
disagreed. But then, what sure was meant? These questions and the others 
catalogued above should demonstrate that, at this time at laest. the 
development of a fair use doctrine respecting unpublished works is best left 
to maturation In the courts. 

Sincerely. 

^ Jane C. Clnsburg 0> 
Associate Professor of taw 



^'nder the prevailing approach^to preemption under section 301 of 
the_ l976 Copyright. Act, privacy claims might well b«> preempted because they 
address copyright. subject matter (letters; etc.). and seek to enforce a right 
equivalent to right*. under copyright < the rights to prevent reproduction and 
distribution pf the^rk). See, e.y. Ehat v. Tanner. ItO F.2d 876 <lOth Cir 
1915). p ^rt. denie d. 107 S.Ct 66 (1966). H aror & Ro w v. Hatlon Entt.. 723 
r.2d 195 (2d Cir. 1983), rev^d on other f rouiuit. 471 U.S. 539 (1985). 



See Harpar & Row . UUSIA note 3. 
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Senator Simon. Our final panel is Mr. A.G.W. Biddle, the presi- 
dent of Computer and Communications Industry Associated and 
Mr. James M. Burger, the chief counsel of Apple Cotnputer. 

We are very pleased to have both of you here. Mr. Biddle, we will 
start with you. 

PANEL CONSISTING OF A.G.W. BIDDLE, PRESIDENT, COMPUTER 
AND COMMUNICATIONS INDUSTRY ASSOCIATION [CCIAl; AND 
JAMES M. BURGER, CHIEF COUNSEL. GOVERNMENT, APPLE 
COMPUTER, INC., ON BEHALF OF THE COMPUTER AND BUSI- 
NESS EQUIPMENT MANUFACTURERS ASSOCIATION [CBEMAl 
AND THE SOFTWARE PUBLISHERS ASSOCIATION [SPA] 
Mr. Biddle. Thank you, Mr. Chairman. Working on the premise 
that you earlier announced that our prepared statement will be en- 
tered in the record 

Senator Simon. That is correct. - r 

Mr. Biddle. I would like to step back as probably one of the tew 
non-lawyers in this room and address this issue more, if I could, 
from the pergpective of a businessman. I represent some 61 compa- 
nies in the computer and communications industries that are in- 
volved with both hardware and software As I look at the constitu- 
tional and congressional efforts to stimulate innovation, to advance 
knowledge in this country, we have, basically, come down to three 

First, the patent law, which, in return for monopoly rents earned 
from an innovation, the innovator would disclose to the public 
what that innovation was and, in that process, encourage others to 
find new and better ways to accomplish a similar end result with- 
out violating the patent. 

In the copyright arena, we protect the expression of ideas and 
first publication. But, in return, we acknowledge that if we are to 
advance knowledge, the underlying ideas and principles in the 
copyrighted work are in the public domain. 

Third, you have trade secret where a corporation, under State 
law, can protect customer lists and other material of commercial 
value. Our industry really became involved with software copjTight 
in 1980, as you well know. Since that time, we have seen an evolu- 
tion of commercial practice in this industry. 

If I can digress for moment to the edge of the technology, not 
the body of it, in the early days of the industry, a computer pro- 
grammer har to write instructions to the computer in a language 
that the mac nine could understand, a very costly, burdensome and 
time^onsuir ing process. , , . i i % 

Since tha time, we have developed what are called higher \e\tl 
languages vMch are much mv,re like English and you can instruct 
the computer to add this, store thin, print that. However, the nia- 
chine cannot understand that, so we have come up with an interim 
step called "object code,'' which is merely zeros and ones and is 
used as an intermediary between the instructions the programmer 
wrote and the instructions the machine can understand. 

Clauically, a software developer, manufacturer rrepenng soft- 
ware, would prepare it using the higher level English languagelike 
codes. But he would not distribute that to a customer. Rather, he 
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would distribute a compiled version consisting of zeros and ones, 
something that even the most astute programmer would find ex- 
ceedingly difficult to read and understand; the underlying prind- 
plee of that "published work." 

Where this becomes a problem is that as our industry develops, 
the consumer has begun to realize that he can no longer exist in a 
Tower of Babel where one vendor's product will not talk to or com- 
municate with another vendor's product. Rather, he must have a 
means of being able to buy a word processing package from you, a 
data-base package from him, and have the belief and the hope that 
your mformation can be stored in his product and your information 
can be extracted from his product. 

That has led to a very dynamic period in this industry where 
companies are developing products that compete with products al- 
ready on the marketplace and developing products that interopor- 
ate with products in the marketplace. 

So it is market-driven and customer-driven to bring about this in- 
terconnectivity and interopei'ability. However, the rub is that you 
can t glean the underlying principles and features and functions 
from the zeros and ones. To glean that information, you must first 
translate from the hieroglyphics back into a language ycu can read 
as a human being. 

Some contend that that copying process, to translate from the 
zeros and ones to English language, is a copyright violation. Others 
would contend that it is not because it is not a published work. 

The second circuit decision has raised some questions in our in- 
dustry which could stifle the ability to employ the fair use doctrine 
in order to understand underlying principles and operating fea- 
tures and functions. To be able to understand them, we think, is 
key. Without the ability to understand how this product does what 
it does— not to copy it; not for piracy— but to understand the intel- 
lectual process involved, you must go through what is called re- 
verse eni^ineering. 

If we do not permit that under copyright law, we create a situa- 
tion where we have granted a monopoly to the copyright holder for 
this product and all adjacent products to it, because if I cannot find 
out how to talk to his product, if I don't know his area code, then I 
am isolated from being able to offer a product that works with his. 

We think that would be devastating, both for our industry and 
for the consumer at large. 

Thank you, Mr. Chairman. 

Senator Simon. Thank you. 

[The prepared statement of A.G.W. Biddle follows:] 
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Mr. aiAlzwn, XMtem of tte 8m«U md fkmm OocmittMSi m wirmoiattt 
this cnw c tu ft l t y to pemrnDt cur vIm vitii vMs»ot to H.1I. 4363 ml 8. 2370. 
Dm Oavutw: ft OQHunloitiom zntatty AMoaUtion (OCXA) Is ^-»^nyit^ of 
BftniifaoturwB and prcNiOmru of ooaputer, infoiMtion proossning, mnd 
oomnioatloM«««l«tod produgts and ••rvioM, Ranging froa young 
t i lL^um gial tixm to wuny of tte iargaat in tte industry, ocjx^m 6X 
Mite ocMipiniM oQlIactiv«ly gmrato am»l intatiy-^ivtd rtvwoM in 
tMomm of 91S5 billion imd <mr 1,000,000 ptofO*. 

mm IsgitlsBto protaotkn of intoUftotual pcqpicty, ptttkularly ocvyrig^itKl 
0(ai|sut«r MftiMrB, ixxu outri^ oopying for onaiToial gain is a botton 
lint isnia of critical ivpoctma to our induatzy Mid our iiiiw, ocaiwniaa. 
m this our yimm ara not unliJoa tteaa of motion piotura and raoord 
ocavania». m do not, boMavar, biliava ttet tte oopyriglbt lava iibould te 
axtmlad in a unnsr «bicb pKmmtm tte lagitiaata atud^ md analyala of tte 
undarlyingr idaeai, princdplM, funoUoiB and prooaduraa of tte oopyrightad 
i#ok)c* * 

Jxi prixxdiOa, OdA atCTorto H.R« 4263 and S. 2370 baoauaa m baliava ttet 
tte yaxpo aa d lagialBtion will aarva to clarify aaotion X07*a covaraga of 
ta y itoli rtt aa, aa nail, aa fftfclte i ad vorta. Uhtil Saotlon 107 ia olarif iad 
acaa on a pm iaa will axgua ttet ooiiyriglbt law not only protaoto axpraaaion 
but can te uaad to hida tte idaaa and prinoiplaa undarlyingr a ooaputar 
prograa. iSkia ia baoauaa thty baliava ttet ooq^utar aoftvara can te 
piOic^y distributed wltteut trua ••piU^^ Aaoant oaaas whica hava 
praptad this tearing bava auggistad ttet tte fair uaa dootrina tea liAitad 
flqpplioQbility to urpUi«ted wocte. 

te M a s a im of ttesa Ooadttaaa know, coaputar prograsa dif far f rw otter 
oiyriglxtid wocks, not only in tbair ■aa«itia3. functionality, but alao in 
ite aanmr by lidch tte prtKfciot is diOivaKad to tte cuabcaar. Althou^ tte 
softuara is criminally wrlttm in acuKoa oodi ( a higM>^ UmI Imguagpa lite 
••aaaio", «Cab61" or it is gmrally sada wailihU in tte mrtetplaoa 
in a ocapllad aachlna laogua^a varaion ttet oonsisto of Is and 0a« Ihia is 
ooMixy rafnad to as •^cfcjaot oods^. quote pilblishad*^ cbjaot ooda 
vnsion is gmtcally inogqpratenaibia end auat te oonvartad into a higbar 
languaga bafora study and analysis is possibla. And terain liaa tha 
problaa« A <>ai ]ifi a d aoftaaia atqpoct can **raadP' aouroa ooda and glaan froat 
it tte xntelying idaas and p±fx:dplaa balng partesad. Ha or ate can than 
indiVandantly davakp a hasdaara or aoftaara pecOMt tbat is ccaaatlbla with 
anVor can intaroparato with tte original. Bowavar tte angliah-*liJca 
languaga vacsion of tte original aoftwaza, aouroa coda, is dawad by aoBM to 
te an unpiAOJated viock to Oikh fair uaa princsiplaa do not apply. It ia tte 
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dtiimdt ooOm vmmim that im publighad and oopyrlghtAd — a varsion that 
dafiaa tha studty and analyala raquirad to aavaiop a ooBpatibla or 
intaxqpartttola offarlng. 

BotL ^ ccfWMr and ocaiMtition mxCUr it tha undarlying prinoiplaa and 
idm in n ooisyri^txtMi aotaiaM KKoduob ara innilatad trm iMbUo xaadi. If 
tbi prodtot of om oc^putar or aoftwara »anuf aoturar la to work with tha 
producst of anothar Munufacturari than tha produota muat ba abla to 
ocHunicata* Ohia t^irm^^^^ batvaan tha "inatallad product" and tha 
ooa|>atibla product raquiraa that tha ooaipatlncr ■anufaoturar Jcnow tha 
fiBiotlcna apaoiflcatlcm govaxninsr tha polnta of «itry to tha Minstanad** 
hazxtara or aoftwaxa, juvt aa an indlvidoal luat torn tte area cxxSa if ha or 
viihia to raadti aoaMcm ly tal^EiK^ fUrthanarai 
a ■Bnufaaturar of ocn>atlbla ooaputar produota wat know tha funotlonal 
ipioif icatlom of tha Inatallad proAwt If ttat vmte wlAaa to craata ita 
own wMiinfringlng ooaputar prograa. Aa ona axampla, oonauMara hava 
bmfltad team tte availability of lEN oo^patlUa paraonal oovutara (PCa) • 
Sducaa have droivad avan tkm^ parfcaaan oa beai i^3Kovad. Thia aituotion ia 
drivan in larga part by ti» fiaronly oonjatitivai natura of tha PC buainaaa. 
ttMWvari without tha typa of atudy and analyaia va ara nov atta^pting to 
praaarvai tha craatlcn of tte ccapatibla PC wuM hova baan mxii aoca ooaUy 
and diffioixlt, if not iipoaaibla. If aoftirara copyright protaotion ia 
allowad to tito on th» charactariatioa of patant protaotioni i*a will not 
only ba granting ■onopoly powar war tha product of tht ocpyrl^t boldar — 
wa will alao ba granting hla ■ow^y powar ovar aU adjacant hardwara and 
Mottuara produota ainoa tha aara achiavaaant of coapatibility would 
alMoat ba prl»-faoit avidtanoa of a ocsyri^ violation, I do not baliava 
that thia ia tha int«nt of tha txemtru of our iittallactual piqparty laMB. 

Ihraa bodiaa of Intallactual proparty law aza acvailabla to protact cc^tar 
pcogrw ~ oopyri^, patant and trada aacrata. Each body of law haa 
twditionally anaorad fraa acoaaii to idaaa by balancing tha inoantivaa 
madad to wto a product againit tha publio'a ovarriding intaraat in aooaaa 
to idaaa. Oopyri^t law allowa — indaad anoouragaa — ooapatitora to 
analyxa aarJcatad wccka auch aa taxtbooka and fabric daaigna in ordar to 
txtmst tha w^awtaotabla idaaa and prinoiplta and to inoorporata thaaa 
■Iwwrira in noninfringing i»oA»ta of thalr o«u Patant law ra<;piiraa full 
d^acOoaura of a proAwt'a cparativa alaamta aa a omJitlofi of tha granting 
ofapatMtt. itada aacrat law allowa tha "ravaraa anginwln^ 
pcocfejota to <tatamim tfaiir undarlying, flmtioral idaaa. 

Uhtil tha ^>acial ooniidarationa ralating to ooaputar aoftwara aroaa, 
oopyri^ and trada aacrat l«w ooasdatad In ralativa haraony. axt canputar 
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Uctmlogy, takm to^ather wltli tte MU?» of mm vmnkn to manapbl*^ tte 
uiAuUuUbU idMB flnd prlnolplMi cMtftlngA in a oraputor progxm to Mki» 
it WM di ffi cul t iter ottMM to uttnch oauMtiWf produoto to ooap^to irith 
or lUSPMitt am oiiiinoft tbm tmduoU of tbn original mnafaotumr, im In 
dngv of altoring ttiiB oanfUUy stmdc toaUnoa, Otmthtit Im aliould not 
to tumad on Ito liaad 00 that it not only oaaraotly pcotooto aqpraaaion tout 
alao laxvltea a nay to hlAa ttm unHrlylng prinoi^laa and idaaa nhioh ara 
not {cotactflbla* 

Aa Mttlonatl «bov«, oaqputer Mnutteobnm* and aofttmra vandors ganatally 
rllMMilnalia ttelr ptognna on^ In tte foot of oqpyriglbtod dojaot ooday ttMy 
atrongily guard aouioa ooda aa a tzada aacrat. 9d undnstand tiba funotional 
igac Af loa t ionu hiddta in toa aouroa ooda, a umt idll oftv? t»m to oopy tha 
oiajaot ooda aa an Iritial atap toaard daoiyhiring tha prograa^a funotional 
ipacAfiDBtiona, Bat if oopyrigbt lav pzoniDlta wOclng a co|)y for thia 
linitad purpoaa, tha progras^a funotional apaoifioationa — ita 
unprotaotifcla Idiaa would rwaln aaomti pcmnting tha intzoduotion of 
noninfringing ccapuUr produuta and ultiaattly radioing oonauatr ctoioa. 

Odk baliavaa i^wt tha zac3M± 0.8. Court of J^v^mO* <^ tha Baoond circuit 
diolaiani vhlch bava piuyt a d thla lagialation do not, in f^, natriot our 
Ability to dicdjpbir a prognai'a fimotional ^padflcatlona for tao raaaoni. 
rirat, no agraa with tha viaw artioulatad fay tha ona of tha foraaoat 
nitSxdLtin on oapyright, tha lato MilvilXa MiMwr, that tha publication of 
a darivativa vorSc in thia oaaa, tha objaot ooda oonatitutaa a 
pubUoKtion of tha undarlylng aode^ in thla aainplai tha aouroa ooda. ^ 
aouroa ooda, ftaa a lagil pic^paotivai la a publiMiad weak and, acmedlngly, 
tha Saoand dcoult holdinga alivly d9 not apply* Saoondi In tht prooaaa of 
daoipharing tha funotional iq;)aoifioati«m, a ocpy ia not aada of tha 
origiml aouroa ooda, bat oidy of tha pifcliabad objact ooda. Althou^, om 
■ay ba ragjlrad to Manfaplla^ tha cfcjaot ooda back into aouroa ooda, thia 
nm aouroa ooda la a darivativa of tha publiahad objaot ooda, and oftan 
looloa qoito diffacant ftoa tha orlgiml aouroa ooda. If, hoaavar, alavlah 
cx^ylng vara to raault In a aubatantlally alailar oTaanilnl praduot than a 
oopyriglbt InfrlngpMRt iimld oartalnly ba found. 

Although oirtain ooqpaniaa whkh aaak to pravant othara txm umvaring tha 
Aratknal a paoi f io at iona of tlMir ptograaa oontand ttot tha Saoond drouit 
daoiaiona awpport thalr afforto to oonoaal unprotaotabla idaaa, m do not 
baiiaw thi^ tha oaaa and your p ixyoaad XagialKtlon ahould olarify thia 
aiaintorpratation. 
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CCXh b^LivvM thert oc^ut«r MmfACturtni mmt hm frM unctor tlMi fair um 
doctrliMi to «to an lnt«i»adlat«, trnmitary oopy ctf tha objaot ooda — not 
Sat tba purpOMS of piracy but rathar to diaoovar tha unoopyrl^htabla, 
functixml apaoif ioatlona ointalnKl in tha aouxoa ooda aa tha first stap in 
pcoauDlng ccaiptar yxoyxxm that t jMaalvaa violata naithar copyright nor 
txttdi aacMt law. Sactlon X07 wrXa a dalicata balanoa undar va 
baliava that tha atudy and analyaia of what Might ba oor* ^a^ad 
"uiuUIiated** aouLxai coda ia aubjact to fair uaa dafanaa lika ai 
litarazy voEka. lha parqpoaad lagialatifln will halp anaiza that thia . 
ia not diatuited and that XBiprobaotaihla idaaa zwHdn «haza ovar 100 yaaza of 
oopyriglht Iw hava placed thaa in tha public dcaain, 

Aa Important aa H.R, 4263 and S, 2370 ara, Mr, Chairman^ va faal 
oorwtraiiMid to obaarva that avanta ooourrlng outaida tha imadiata piirviav 
of your subooHaittaoB My aoGn undo tha oarafully craftad saaaura that you 
pccpoaa and, intead, »v signifioeintly altar tha 1!air uaa dootrina itsalf « 
Aa you )axw, intalXactual psnparty law Im cna of tha subjaota of tte r:urrant 
Uruguay Bound of GATT negotiationa. Aa X am aura Nawbara of thaaa 
Cc«ittai« ara alao auara, Ite VnLt&H Stataa Trnda RBpreaicitativa (OSIR) haa 
tacoTtly introduMd ita Icng-acwaitad prcpoaal cn Ticada-Ralatad-Aapaota-of- 
intallactual-Proparty, Articie 6 of that prcfyjaal raada aa toUxmt 

"Contraotingr partiMi ihall oonfina any li»itationa or aaccaptiona 
to aonlualva rig^ (Including ary liaitatiana or assxptlona that 
zaatrict auch righta to "public** activity) to clearly and 
oarafully daflrad qpaoial caaaa vhich do not Ijqpair an aotual or 
potential mdoat for or valua of a protected work^ ** 

Artiola 6, if aoo^ptad undar tha GATT and enacted into U.S« lav, vould 
aignifioantly change aection 107 of tha U,S, Cqpyriglht Act, and the century 
of judicial daciaioi» that it aitodiw, by aaitting the other three f actora 
in the fair uaa eqiiation: tba purpose of the uae, the nature of the 
ccpyri^ited vatic, and tba aubstantiality of tte portion uaed in relation to 
the copyrighted work aa a whole. Thue, the XJSTR proposal would 
aignifioanUy narrow the aoopa of the fair uae exoeptlon. Indeed, if 
inaotad into D,S, lav, Article 6 would undo the many carefully-tailored 
mam^tlxxm ti»t you and your SitoaMitteaa crafted in eectiona 108-119 to 
anauxe tAtftt ttm 1976 Oopyri^ Act pctperly balanoaa the oof^i^t Monopoly 
agfainat tlia public intnmt. 
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Od^ im aaeicmtwX tkmt tto xmR pcqpOMl im novlngr vny quickly «nl \m would 
bqpe that ^cur OcaiittMM wiU snsur* that Oongrawi' oondtiMnt to fast-* 
track l«9^ation lnr^wMiiting tiada dadfliana raacted in tha Cniguay Round 
will not ovwmilA lonopitanding prinoiplaa of V,B. ooij^right lav am wall aa 
tha othar corafully-wxoi^ eacqpa rm l a a a otoiiad in tte 1976 Ooiiyrl;^ tot. 

Xh ocncauaion, Mr. chaiiam, OCIA halUNm nhat tha laglalatlon bafozv you 
rapcwNnta an iivoctant ^tmp in tha diraotio of mmxrixvj that tadawlogiqal 
and mrkatinsr conatrainta vrdx^jm to tha ocafictar aoftwara will not iapair 
publig acx)aaa to u njp(rot#otabla ftinotional idaaa. Ha would ba happy to 
ansmr any quootiGna ycu any hotva. 
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Senator Simon. Mr. Burger. 

STATEMENT OF JABIES M. BURGER 

Mr. Burger. Mr. Chairman, Chairman Kastenmeier, my name is 
Jim Burger. I am chief counsel^ Government, for Apple Computer. 
I am here representing the Computer itod Business Equipment 
Manufacturers Association, CBEMA, and the Software Publisher's 
Association, SPA. 

CBEMA has some 28 members who do both hardware and soft- 
ware manufacturing and publishing. The 1989 sales of CBEMA 
were $250 billion, or 4.8 percent of the U.S. gross national product. 
SPA has some 675 members %vho really comprise the PC software 
industry in this country. In 1989, their estimated sales were some- 
thing like $3.1 billion. 

Between our two organizations, we really represent the spectrum 
of the computer industry from the very tmy software publisher to 
the large computer mainframe manufacturer. CBEMA and SPA 
are very concerned about this l^islation as» frankly, we would be 
about any legislation that would alter the current fair use balance. 

This legislation undermines copyright protection for unpublished 
business and technical works. This is particularly true of those 
works while they are in a developmental stage and have not been 
published in any format. Personally, we don't think the legislation 
is necessary. We don't read a per se rule in the second circuit deci- 
sion or, frankly, anywhere else against the use of unpublished ma- 
terial. 

As Ms. Rinjzer put far better than I ever could, section 107 is a 
codification of centuries of case law. I really pause to think we are 
going to reformulate that merely on the nondispositive statements 
of some very learned judges in the second circuit. Those were not 
rulings, as was alleged earlier. They are mostly dicta. 

I want to emphasize, though, here, very importantly, that we, in 
no way, want to suppress facts or ideas. It is clear the copjndght 
does not protect facts or ideas. The issue, here, is the free-talung of 
unpublished expression, that which copyright does protect. 

Assuming that the supporters' concerns are valid, and we have 
heard a lot of concerns today, they are very narrow concerns. The 
bill is far broader. As Ms. Ringer said, it affects all intellectual 
property under the cop3nright law, and we feel the bills obscure a 
vei^ important distinction between published and unpublished raa- 
tenal. 

The legislation on its face, at least in our internretation, appears 
to make them equal. The bills undermine the author's first right of 

Eublication. The author has the right to decide when, where, what, 
ow to publish the work and we feel that the legislation cuts back 
on centuries of the distinction between published and unpublished 
works. 

Frankly, it does threaten things other than this very narrow 
area, admittedly an important one; I enjoy reading those books— 
but a very narrow area. It just spans the entire area. It threatens a 
lot of confidential business and technical works of all kinds. 

CBEMA and SPA members do publish software, but our concerns 
are not unique to our industry, and they are definitely not limited 
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to software. Like all businesses, our members have all kinds of un- 
published works that would be aifected. For example, present pro- 
jected marketing plans and data, advertising plans in the formula- 
tive stage, other confidential business plans and strategies, blue- 
prints, technical narrations of new and proposed products which, in 
our case, would be hardware and software. 

All of that would be exposed to this rule, and I don't think any 
testimony here today goes to that. It goes> again, to a very narrow 
area. 

Many computer prograi 3 are unpublished and, thus, subject to 
an expanded legislative faur use provision. Many of our members 
do rely on trade secrets as well as copyright for protecting comput- 
er programs in other coriidential business and technical works. 
Trade secrets can't replace copyright for this protection. 

As I have said in my written statement, and I won't go into 
detail now, we feel that it violates the Berne Convention. Let me be 
clear. We are not here seeking any special exemption for confiden- 
tial business and technical works including computer programs. 
We don't think the legislative history can fix our problem. 

What we suggest, and I think Ms. Ringer has suggested as well, 
is let the proponents tailor legislation to exempt themselves. It is a 
narrow area. They genuinely seem to have a problem here« Let 
them come up with some narrow legislation that solves their prob- 
lem. The bill, here, is too broad. 

The proponents haven't shown any cases outside, again, of their 
very narrow area. We don't think it is fair to weaken protection for 
all works because of a problem a narrow area of works have. We 
are willing to work with you, Mr. Chairman, and members of the 
two committees to come up with a bill that will help this particular 
industry. 

But we can't support legislation that unnecessarily subjects to 
risk our vast body of confidential business and technical material. 

I want to thank you very much for giving us the opportunity to 
present our views to this committee. We would be pleased to pro- 
vide any further assistance to your committees on this issue. Now, 
I would be happy to respond to any of your questions. 

Thank you. 

[The prepared statement of Mr. Burger follows:] 
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SUMMARY OF THE STATEMENT OF JAMES M, BURGER^ 
CHIEF COUNSEL^ GOVERNMENT, OF APPLE COMPUTER, INC. 
on behalf of CBEMA and SPA 

on S.2370 and H.R.4263 

July 11, 1990 



CBEMA and SPA ir.embers are very concerned about the 
proposed legislation, S.2370 and H.R.4263. The legislation 
would undermine copyright protection for unpublished confi- 
dential business and technical works, especially works 
under development. 

The proposed legislation is unnecessary. There is 
clearly no **per se" rule against fair use of unpublished 
works in the Second Circuit. Long-settled copyright 
doctrine should not be reformulated on the basis of dicta in 
a couple of cases. 

The proposed legislation would obscure the traditional 
distinction between published and unpublished works in fair 
use analysis. It would undermine an author's right to 
decide whether and under what circumstances to publish his 
works, and cut back on protection for unpublished works that 
has existed since long before the 1976 Copyright Act. 

Unpublished contidential business and technical works 
of every kind could be threatened by this legislation, 
including marketing programs, advertising campaigns in the 
planning stage, blueprints, confidential business plans and 
strategies, and technical and narrative descriptions of new 
or proposed products, including hardware and software. 

Many computer programs are unpublished and therefore 
would be subject to more liberal fair use under the legis- 
lation. While many of our members rely on trade secret 
protection as well as copyright, trade secret protection 
cannot take the place of copyright. 

We are not seeking a special exemption from this 
legislation for confidential business and technical works, 
including computer programs. 

We believe it is more appropriate for the proponents of 
this legislation to tailor an exemption for themselves to 
respond more precisely to the specific concerns that the 
recent Second Circuit cases have raised for them, rather 
than to seek legislation that sweeps far more broadly than 
those cases conceivably justify, and thereby weakens 
protection for all unpublished confidential business and 
technical works. 
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I , Introduction 

I am James M. Burger, Chief Counsels Government, for 
Apple Computer, Inc. I am here today on behalf of The 
Computer and Business Equipment Manufacturers Association 
(CBEMA) and the Software Publishers Association (SPA) ♦ 

CBEMA is a trade association with 28 members which 
represents the leading edge of high technology companies in 
the computer, business equipment and telecommunications 
industry in the United States. CBEMA members had combined 
estimated sales of more than $250 billion in 1989, repre- 
senting about 4.8% of the U.S. gross national product. 

SPA is a trade association wirh 675 members which 
represents the PC software industry both in the United 
States and throughout the world. SPA member companies 
publish innovative programs for the business, education and 
leisure markets. These companies had combined estimated 
sales of more than $3,1 billion in 1989 and by all projec- 
tions, will experience continued growth uaring the coming 
years . 

Many CBEMA and SPA members, in addition to their other 
activities, have significant book publishing operations. 
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CBEMA and SPA have significant concerns about the 
proposed legislation, H.R.4263 and S.2370, or about any 
legislation that would broadly alter the scope of fair use 
a« it applies to unpublished works « We are particularly 
concerned that the legislation would undermine copyright 
protection for unpublished confidential business and techni- 
cal works, especially work« comprising or related to prod- 
ucts under development, 

In our viev;, the proponents of this legislation^ have 
failed to meet their "burden of proving that the change is 
necessary, fair and practical.**^ The legislation does not 
appe^a necessary. It is unfair to the owners of copyright 
in unpublished works. And it is impractical, since it does 
not address those limited issues on which there is dis- 
agreement in the Second Circuit. 

At the outset^ we believe one point deserves emphasis. 
The suppression of ideas or facts is not at issue here. 
Copyright protection does not extend to ideas or facts. The 
real issue is how freely one may take the unpublished 
copyright-protected expression of another. 



Kastenmeier^ •'Copyright in an Era of Technological 
Change: A Political Perspective," 14 Colum.-VI.A J, & 
Arts 1, 6 (1989) (footnote omitted). 
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II* The Proposed Legislation is Mot Justified 
by the Case Law* 

Proponents of this legislation contend that recent 
Second Circuit decisions — in particular, Salinger v* 
Random House, Inc. , 811 F*2d 90 (2d Cir*), cert* denied, 484 
U*S. 890 U937), and New Era Publications International, ApS 
V. Henry Holt i Co. , 873 F*2d 576 (2d Cir*), rehearing e n 
banc denied , 884 F.2d 659 (2d Cir. 1989), cert, denied, 110 
S.Ct. 1168 (1990) — have established a virtual per se rule 
against fair use of unpublished works, necessitating legis- 
lation. In order to dispel misconceptions about what those 
cases actually say, we believe that it is important to 
summarize briefly the relevant history of section 107 and 
the pertinent cases. 

A, The fair use provision of the 1976 Coj?yright Act. 

The fair use (^'•ctrine has existed in our copyright law 
for more than a century and a half. See Folsom v. Marsh y 9 
Fed. Cas. 342 (CCD* Mass* 1841) (No* 4,901). It was cod- 
ified in section 107 of the 1976 Copyright Act, which 
provides : 



" Limitations on exclusive rights; Fair use 

Notwithstanding the provisions of section 
106, the fair use of a copyrighted work, including 
such use by reproduction in copies or phonorecords 
or by any other means specified by that section, 
for purposes such as criticism, comment, news 
reporting, teaching (including multiple copies for 
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classroom use) f scholarship, or research ^ is not 
an infringement of copyright. In determining 
whather the use made of a work in any particular 
case is a fair use the factors to be considered 
shall include — 

(1) the purpose and character of the use^ includ- 
ing whether such use is of a commercial 
nature or is for nonprofit educational 
purposes; 

(2) the nature of the copyrighted work; 

(3) the amount and substantiality of the portion 
usevl in relation to the copyrighted work as a 
whole; and 

(4) the effect of the use upon the potential 
market for or value of the copyricnted work.** 



Prior to January 1, 1978 (the effective; date of the 
1976 Copyright Act) , copyright protection wap, provided under 
a dual system of federal and state law, depending on whether 
the work at issue was "published." As one distinguished 
commentator explains: "^Based on the author's common law 
•right of first publication' case law iu this 'pre-unif ica- 
tion* era uniformly held that fair use could not be made of 
unpublished and undisseminated works." Patry, W. , The Fair 
Use Privilege in Copyright Law 123 (1985) (footnotes omit* 
ted) ; see Report of the Register of Copyrights on the 
General Revisioh of the U.S. Copyright Law 40 (1961). When 
a unitary federal system of copyright was proposed during 
the process of revising the copyright law, it became neces- 
sary to consider not only the scope of fair use generally 
but its specific effect on unpublished works. 
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In passing the 1976 Act, Congress indicated that its 
purpose was "to restate the present judicial doctrine of 
fair use, not to change, narrow or enlarge it in any way." 

Rep. No. 94-473, 94th Cong., 1st Sess. 62 (1975) ^Senate 
Report") . Concerning unpublished works specifically, 
Congress roade clear its intention that the fair use doctrine 
.should continue to be narrowly applied: 

"The applicability of the fair use doctrine to 
unpublished works is narrowly limited since, 
although the work is unavailable, this is the 
result of a deliberate choice on the part of the 
copyright owner. Under ordinary circumstances the 
copyright owner's 'right of first publication* 
would outweigh any needs of reproduction. ..." 

Senate Report at 64; see H.R. Rep. No. 94-1476, 94th Cong., 
2d Sess. 67 (1976) ("House Report"). 

b. Harper & Row v. Nation Enterprises 

In Harper & Row, Publishers, Inc. v. Nation Enter- 
prise s, 471 U.S. 539 (1985), the Supreme Court addressed the 
fair use doctrine as it applied to unpublished works. That 
case dealt with the use of excerpts from President Ford's as 
yet unpublished memoirs. In an article in The Nation maga- 
zine intended to "scoop" their authorized scheduled release 
in Time magazine. The 2250 word article in The Nation 
contained 300-400 words consisting of verbatim quotes from 
the manuscript. The Court, after applying and weighing the 
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four statutory fair use factors # held that the taking went 
beyond what was permitted under fair use* 

The Court observed that "fair use traditionally Wds not 
recognized as a defense to charges of copying from an 
author's as yet unpublished works. 471 U.S. at 550-51. 
The Court noted, however, that this "absolute rule" was 
"tempered in practice by the equitable nature of the fair 
use doctrine." Id. at 551. The Court went on to state: 



"[It] has never been seriously disputed that *the 
fact that the plaintiff's work is unpublished . • 
. is a factor tending to negate the defeiise of 
fair use.' Publication of an author's expression 
before he has authorized its dissemination seri- 
ously infringes the author's right to decide when 
and whether it will be made public, a factor not 
present in fair use of published works." Id. 
(citations omitted) . 



The Court rejected The Nation ^s contention that Congress 
intended fair use to apply, in pari materia / to published 
and unpublished works, noting that first publication is 
inherently different from other rights under section 106 of 
the Copyright Act. Id. at 552-53. The Court concluded: 
"The unpublished nature of a work is ' ta] key, though not 
necessarily determinative, factor' tending to negate a 
defense of fair use." 471 U.S. at 554 ( quoting Senate 
Report at 64) . 
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C. Salinger v> Random House, Inc, 

Salinger v. Random House/ Inc. , 811 F.2d SO (2d Cir.), 
cert , denie d, 484 U.S. 890 (1987), involved the use of 
unpublished letters of J.D. Salinger (reclusive author of 
Catcher in the Rye and other works) in a scholarly biogra- 
phy. The Second Circuit, in an opinion written by Judge 
Newman, concluded based on Harper & Row that the unpublished 
nature of the letters w«s entitled to ♦'special emphasis." 
811 F.2d at 96. 

The court considered each of the four fair use factors 
in turn. It found that the first fair use factor, the 
purpose of the use, weighed in favor of the biographer since 
the book was properly considered " 'criticism, * * schol- 
arship, * and 'research.*" Id. However, the court rejected 
the notion that a biographer is entitled to special consid- 
eration, explaining that the biographer ha J "no inherent 
right to copy the 'accuracy* or the 'vividness* of the 
letter writer's expression." Id. According to the courts 

"The copier is not at liberty to avoirl * pedestrian' report- 

2 

age by appropriating his subject's literary devices." Id, 
at 97. 



As Judge Miner points out in a recently published 
article: "If you can lift the word images and stylistic 

(Footnote Continued) 
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The court concluded that the second fair use factor 
weighed "heavily" in favor of Salinger, Based on the 
Supreme Court's observation in Harper & Row that "*the scope 
of fair use is narrower with respect to unpublished works'" 
(id., quoting Harper <. Row , 471 U.S. at 564), the Second 
Circuit concluded: "Narrower 'scope' seems to refer to the 
diminished likelihood that copying will be fair use when the 
copyrighted material is unpublished." 811 F.2d at 97 (empha- 
sis in original) . 

The court found that the third factor, the amount and 
substantiality of the portion used, also weighed heavily in 
favor of Salinger. There were 59 instances of either direct 
copying or close paraphrasing from Salinger's letters. The 
court pointed out that the copying represented "at l^ast 
one-third of 17 letters and at least 10 percent of 42 
letters," and that the use of this material "'exceeds that 
necessary to disseminate the facts.'" Id- at 98 (quoting 
Harper & Row , 471 U.S. at 564). The court stated: "We 
seriously doubt whether a critic reviewing a published 
collection of the letters could justify as fair use the 



(Footnote Continued) 

devices of J.D. Salinger, why bother creating your own?" 
Miner, "Exploiting Stolen Text: Fair Use or Foul Play?," 37 
J. copyright Soc'y 1, 5 (1989). 
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extenclve amount of expressive material Hamilton has 
copied.** Id. at 100. 

Finally, the court concluded that the fourth factor — 
the effect on the market for the r'^pyrighted work — weighed 
"slightly" in Salinger's favox concluding that "some 
impairment" of the market was likely. Id. at 99. 

Based on its holding that three of the four fair use 
factors favored Salinger, the court directed issuance of a 
preliminary injunction barring publication of the biography 
in its present form. 

D. New Era Publications International, ApS v« 
Henry Holt Co, 

New Era Publications International, ApS v* Henry Holt 

Co, , 873 F.2d 576 (2d Cir.), rehearing en banc denied , 884 

F.2d 659 (2d Cir. 1989), cert, denied , 110 S,Ct, 1168 

(1990) , also involved a biography, this time of Ron 

Hubbard, founder of the Church of Scientology. The book, 

Bare-Faced Messiah , used both published and unpublished 

materials by Hubbard, but the appeal concerned only the 

quotations from Hubbard's unpublished works. There were 132 

alleged instances of unauthorized quotations from Hubbard's 

unpublished works — principally from diaries, but also from 

letters — of which the istrict court (Judge Leval) found 
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that the great majority were fair use or otherwise 
noninfringing ^ but that 41 were not fair use. The district 
court thus found in favor of plaintiff, but declined to 
enter an injunction because, inter alia , it would deprive 
the public of an important historical study. 

On appeal, a Second Circuit panel affirmed the district 
court's decision to deny plaintiff a permanent injunction, 
but concluded that the denial was justified solely on the 
ground of laches. (New Era had been aware that the book 
would be published in the U.S, for two years before it 
so -ght a temporary restraining order.) The court disagreed 
with much of the district court's analysis. As in Salinger , 
the Second Circuit weighed each of the four fair use factors 
and found that three of the four factors favored plaintiff. 

The court found that the first factor, the purpose of 
the use, favored the publisher but did not entitle it to 
"any special consideration." 873 F.2d at 583. In applying 
the first fair use factor, the court found ♦'unnecessary and 
unwarranted" any distinction between "the use of an author's 
words to display the distinctiveness of his writing style 



Judge Miner wrote for himself and Judge Altimari; 
Judge Oakes concurred in a separate opinion. 
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and the use of an author's words to make a point about his 
character." Id. (Such a distinction was advanced by Judge 
Level in the distiict court and Judg- Oakes iit his concur- 
ring opinion.) 

Citing Salinger for the proposition that "unpublished 
works normally enjoy complete protection," the court found 
that the second factor weighed heavily in plaintiff's favor. 
Id. 

The court agreed with the district court's analysis of 
the third fair use factor and with its finding that there 
was "a substantial amount of taking.** Id. Finally, the 
court concluded that the fourth fair use factor favored 
plaintiff, because some impairment of the market was likely. 
Id. 

Although Holt was the prevailing party it nevertheless 
sought en banc review of the panel's decision, which was 
denied by a 7-5 vote of the active members of the court. 
However, as discussed below, two opinions filed in con- 
nection with the denial of en banc rehearing serve to 
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clarify certain points about the views of some of the judges 
in the Second Circuit on these issues*^ 

£• Conclusions from the Cases^ 

It is evident that the unsettled state of the law in 
the Second Circuit has been exaggerc^ted^ A review of 
Salinger and New Era demonstrates the following; 

First : The holding of the Second Circuit's decision in 
New Era is that laches bars the entry of a preliminary 
injunction. Most of the court's discussion is merely dicta # 
as pointed out by Judge Oakes in his concurring opinion (873 
F.2d at 585) and Judge Miner in his opinion on the denial of 
rehearing (referring to "certain nondispositive language", 
884 F.2d at 660) . 

Second : There is no per se rule against fair use of 
unpublished materials in the Second Circuit. As Judge Miner 
states in his opinion concurring in the denial of en banc 
rehearing: 



Judge Newman wrote an opinion dissenting from the 
denial of en banc rehearing, joined by Judges Oakes, Kearse 
and Winter"n8Tri'.2d at 662); Judge Miner wrote an opinion 
concurring in the denial, joined by Judges Meskill, Pierce 
and Altimari (884 F.2d at 659)* 
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••it is heartening to note that the diesenters 'are 
confident that [the panel majority] has not 
committed the Circuit to the proposition that the 
copying of some small amounts of unpublished 
expression to report facts accurately and fairly 
can never be fair use.' This confidence is not 
misplaced, of course, because there is nothing in 
the panel majority that suggests otherwise I 
Indeed, the panel majority does not even bar the 
use of 'small amounts of unpublished expression' 
to enliven the text."* 884 P. 2d at 661. 

It is unquestionably true that the Second Circuit has 
acknowledged the traditionally higher standard for fair use 
of unpublished works than for published works. However, 
that is fully consistent with the legislative history of 
section 107 and with the Supreme Court's decision in Harper 
^ Row . It is equally clear, however, that no per se rule 
against fair use of unpublished works has been established 
in the Second Circuit. Indeei, such a rule has been ex- 
pressly disavowed by both the author of the Salinger opin- 
ion. Judge Newman, and the author of the New Era opinion. 
Judge Miner, and by the six judges who joined in their 
respective opinions in connection with the en banc rehear- 
ing. 

Third ; The focus on the unpublished nature of the 
works at issue in Salinger an^ New Era and the weight given 
by the court to this factor obscured the fact that in both 
cases two of the three remaining fair use factors — the 
amount and substantiality of the use, and the effect on the 
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market also weighed against a finding of fair use. In 
both cases, the amount and substantiality of the use was 
significant. In Salinger » the court questioned whether the 
amount of Salinger's letters taken would have been fair use 
even if they'd been published. 811 F.2d at 99. In Ney,,^^ 
there were 41 passages from Hubbard* s unpublished works that 
were unfairly used, according to the district court (and 
apparently another 91 that the court found were non-infring'- 
ing or fair use) • Judge Miner observed that "(a] different 
finding on the 'amount and substantiality* fair use factor 
in the case at bar well might have dictated the same outcome 
in the case were laches not available as a defense." 884 
P. 2d at 661. 

Fourth I Members of the Second Circuit are apparently 
in agreement that an injunction is not an inevitable conse- 
quence of infringement, and that equitable considerations 
are always relevant in determining the appropriateness of an 
injunction. 884 F.2d at 661, 663-64. 

Fifth ; The primary area of disagreement in the Second 
Circuit seems to be whether, in evaluating the purpose of 
the use, it is appropriate to distirguish between copying to 
prove a character trait or other fact, and copying to 
"enliven text." Some judges feel that the "purpose of the 
use" factor should weigh more heavily in favor of the 
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biographer in the former case; othera apparently believt^ 
that such a diatinction la unwarranted. 

However, this difference was not dispositive in either 
Salinger or New Era . In both cases, the court found that 
the "purpose of the use" factor favored the defendant ^ but 
that the remaining three factors favored plaintiff. More- 
over, as pointed out, the entire fair use discussion in New 
Era wa» dicta. 

In light of the above, we seriously question whether 
any l«%gi8lation is appropriate. In our view, it is prema- 
ture to burden the legislative process with an unnecessary 
exploration of new formulations of a 150-year old doctrine 
on the basis of nondispositive statements made by some of 
the judges in the Second Circuit. Although some uncertainty 
may exist , particularly as to the fifth point cited above, 
certainty cannot be achieved with regard to an equitable 
doctrine like fair use, which requires flexibility in its 
application. 

However, we recognize that some authors and publishers 
of biographies and histories perceive these cases 
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differently ; and are concerned about them. I^e therefore 
i*ould not oppose legislative attempt to respond specif- 
ically to their cf^ncern", if it can be done in a sufficient- 
ly precise manner so that it does not affect adversely the 
interests of all others. We do<» however, oppose these 
particular bills for the following reasons. 

III. The Proposed Legislation is Overbroad. 

The proposed legislation is far broader than necessary 
to achieve its proponents' expressed goals. Moreover, we 
fail to see how the legislation as drafted would clarify the 
law with respect to unpublished works. Rather than focusing 
precisely on the particular concerns that prompted it, the 
legislation awecps so broadly that it would weaken pro- 
tection for unpublished works of every kind. We are partic- 
ularly concerned that this legislation would increase the 
vulnerability of trade secret and other confidential busi- 
ness information to unauthorized takings. 



We are not here on behalf of those individual authors 
who have written letters and diaries not intended for 
publication or drafts of works still "in progress," but we 
suggest that it is inaccurate to view the legislation as 
favored by some monolithic interest group of "authors. *• 
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A. The bills would obscure the distinction between 
published and unpublished works in fair use analysis* 

The bills would distort the application of 
long-standing fair use principles by obscuring the dis- 
function between published and unpublished works in de- 
termining the scope of fair use. Contrary to the Supreme 
Court's decision in Harpe .T » Row , 471 U.S. at 552, and the 
legislative history of th^ 1976 Copyright Act, this legis- 
lation could be interpreted to require that fair use be 
applied in pari maT:eria to published and unpublished works. 
We do not mean to suggest that Congress cannot override that 
decision and its own legislative history; of course it has 
that power. V?e do urge, however, that precisely the same 
reasons that prompted the Supreme Court and this Congress to 
conclude that fair use should not apply equally to published 
and unpublished works still exist — nothing has changed 
that would justify this broad legislation. 

B. The bills would undermine an author's right of 
first publication. . . 

Implicit in the author's right of first publication is 

the right of the author, as creator of the work, to maintain 

control over the work while it is being developed awd 

revised prior to public appearance, the right to determine 

how the work will make its first public appearance — and, 

of cou.*-se, the right not to publish the work at all. The 

bills would undermine the right of first publication by 
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allowing more liberal uae of an author unpubliahad sx- 
praasion. They would cut back on protection for unpublished 
works that was in existence long before the 1975 Copyright 



The proponents offer little justification for so 
significant a departure from traditional fair use princi- 
ple's. This legislation will bring no greater certainty to 
the application of fair use to unpublished works* Nor will 
it serve Fi^'st Amendment interests. As discussed earlier, 
biographers and historians are free to use the ideas and 
facts contained in an author's unpublished works. It is 
only the author's expression that is protected by copyright. 
The court in Salinger explained: 



••To deny a biographer like Hamilton the opportuni- 
ty to copy the expressive content of unpublished 
letters is not> as appellees contend, to interfere 
in any significant way with the process of enhanc- 
ing public knowledge of history or contemporary 
events. The facts may be reported, Salinger's 
letters contain a number of facts that students of 
his life and writings will no doubt find of 
interest, and Hamilton is entirely free to fashion 
a biography that reports these facts. But 
Salinger has a right to protect the expressive 
content of his unpublished writings for the term 
of his copyright, and that right prevails over a 
claim of fair use under 'ordinary circumstances.'* 
811 F.2d at ^00 (quoting Harper t Row , 471 U.S. at 
555) . 



••[T]he protection of the First Amendmen'c does not 
belong exclusively to those who wish to expose the 



Act, 



Moreover, as Judge Newman has observed: 
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contents of other people's writings to the world. 
Those people who first conunit their own thoughts 
to paper also have First Amendment rights includ- 
ing the right not to speak and i±s necessary 
corollary, the right not to publish." 



See Ha rper & RoW t 471 U.S. at 559. Indeed, permitting 
broader taking of expression in unpublished works could be 
counterproductive: authors and their heirs may be reluctant 
to make their papers available for research if the ex- 
pression contained in them is subject to more liberal fair 
use. The public would be the loser, since it would 
deprived of access even to the ideas contained in those 
papers . 

C. The bills would jeopardize confidential 
business & nd te chnic a 1 _ wo r k 

Th€^ bills would abrogate the ri^jht of an author (wheth- 
er an individual or a company) to determine whether and 
under what circumstances a work c»Bpecially a confidential 
business or technical work — will first be published or 
corfuaorcialized* Marketing programs, advertising campaigns 
in the planning stage (including the related graphics and 
copy) and blueprints are among the works that could be 
affected. Technical works in tne development stages would 



Newman, "Copyright Law and the Protection of Privacy," 
12 Colum.-VLA J . L> Arts 459, 471 (1988). 
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be especially vulnerable to a broader scope of fair use. 
Among the works our industry is particularly concerned about 
are confidential business plans and strategies^ and techni*- 
cal and narrative descriptions of new products, including 
hardwa e and software, and computer programs themselves. 

Adequate protection for the intellectual property 
contained in such works is essential to the commercial 
well-being of our members, and to maintaining U.S. competi- 
tiveness in the international market for computer hardware 
and software. This legislation weakens that protection. 

D. The bills would jeopardize unpublished 
computer programs. 

Our members are concerned about any potential broaden- 
ing of fair use with respect to unpublished computer pro- 
grcuns. The defense of fair use is asserted against claims 
of infringement of computer programs, just as it is against 
claims of infringement of other copyright-protected works « 
See , e.g., Cable/Home Corp. v> Network Productions, Inc> , 
902 F.2d 829 (11th Cir. 1990). 

Many computer programs are unpublished, either because 
they have not been distributed at all (e.g., programs in 
development or programs used only internally by the develop- 
er) or because they have been made available to third 
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parties in a sufficiently limited or restricted manner so as 
not to constitute a "distribution . • . to the public,** and 
therefore not a "publication" under the copyright law. 17 
U.S.C. sioi. 



Professor Goldstein's treatise Copyright (1989) (hei^e- 
inafter, •'Goldstein" ) draws the distinction clearly, using 
computer progreuns as an example: 



"The House Report on the 1976 Act characterizes 
the "public' as, generally, 'persons under no 
explicit or implicit restrictions with respect to 
disclosure of [a work's] contents.' . . . [T]he 
reference to restrictions on 'disclosure,' rather 
than to restrictions on 'copying' as required 
under the 1909 Act, suggests that Congress 
probably contemplated distribution to a limited 
group beyond which the work would not be dis- 
closed. Courts have adopted this construction, 
holding that it did not constitute publication 
under the 1976 Act for a copyright owner to 
authorize the distribution of its computer program 
only to owners of particular computers, to dis- 
tribute eleven copies of a manual to a selected 
group of users or to distribute plans to a con- 
tractor and its subcontractors and suppliers.** 
$3.3.1 at p.. 258 (footnotes omitted). 



See House Report at 138; Hubco Data Prods, v. Manage- 
ment Assistance Corp. , 219 U.S.P.Q, (BNA) 450, 455 (D. Idaho 
1983); GCA Corp. V. Chance , 217 U.S.P.Q. (BNA) 718, 720 (N.D. 
Cal. 1982) (no divestitive publication where ** [p] laintif f 
had no intention of distributing either its source code or 
its object code to the general public. The source code was 
never published or disclosed, as defendants have admitted; 
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the object code was distributed only to purchasers of 
WAFERTRAC and for a limited purpose with the belief that it 
could not or would not be copied.**). See also Goldstein, 
SIO.2.2 at p. 229 (''Courts have given the concept of 'unpub- 
lished* a flexible, nontechnical meaning in determining 
whether a work should be protected from the fair use de- 
fense.") 

E. Trade secret protection cannot take the place 
of copyright. 

Businesses rely on trade secret and copyright pro- 
tection to protect various aspects of unpublished confiden- 
tial and technical material. Trad'^ secret protection cannot 
substitute for copyright protection. There are many circum- 
stances in which trade secret law cannot effectively prevent 
the dissemination of unpublished confidential works (e.g., 
where the misappropriator has already made the trade secret 
material public) or compensate for damage suffered (e.g., 
where the misappropriator can't be identified and the party 
who ultimately publishes the material did not acquire it, or 
know that it was acquired, through improper means) . More- 
over, trade secret protection is not uniform from jurisdic- 
tion to jurisdiction (despite the existence of a "Uniform" 
Act) , and the prevailing plaintiff in a trade secret action 
may not get relief commensurate with what the prevailing 
plaintilf in a copyright action might get. 
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Trade secret law and copyright law coexist. Trade 
secret law is not cut back or preempted by copyright- See, 
e.g., Warrington Associates , Inc * v. Real-Time Engineering 



Systems , 522 F. Supp. 367 (D« 111. 1981); House Report at 
132; Senate Report at 115. 



In enacting the Computer Software Amendments of 1980, 
Congress considered the possible diminishment of the scope 
of trade secret protection for . ^r programs. Congress 

made clear that the copyright lavy did not cut back on that 
trade secret protection: 



"During the course of Committee consideration the 
question was raised as to whether the bill would 
restrict remedies for protection of computer 
software under state law, especially unfair 
competition and trade secret laws. The Committee 
consulted the Copyright Office for its opinion as 
to whether section 301 of the 1976 Copyright Act 
in any way preempted these and other forms of 
state law protection for computer software. On 
the basis of this advice and advice of its own 
counsel the Committee concluded that state rem- 
edies for protection of computer software are not 
limited by this bill." H.R.Rep. No. 1307, Part I, 
S6th Cong., 2d Sess. at 23-24 (1980) 



Recently-issued regulations of the Copyright Office 
also recognize the existence of dual trade secret and 
copyright protection for computer programs, by providing 
special deposit options for computer programs containing 
trade secrets. Copyright Office, Registration of Claims to 
Copyright: Deposit Requirements for Computer ProgramL; 
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Containing Trade Secrets and for Computer Screen Displays, 
54 Fed, Reg. 13,173-77 (1989); 37 C.P.R. S202.20 (c) (2) (vii) . 
See also National Conference of Bar Examiners v. Multistate 
Legal Studies, Inc. , 692 P. 2d 478 (7th Cir. 1982), cert, 
denied , 464 U.S. 814 (1983)? 37 C.F.R. SS202 . 20 (b) (4) and 
(c> (2) (vi) . 

Research, development and licensing practices have been 
firmly estab''ished in the software industry and elsewhere in 
reliance on the settled balance between federal copyright 
law and state contract and trade secret law achieved in the 
1976 Copyright Act and the 1980 Software Amendments. The 
present legislative proposal would jeopardize confidential 
material and upset that balance by implicating preemption 
questions long resolved. 

In sum, this legislation subjects the wor)cs at the very 
heart of what we do to broader unauthorized taking, and for 
that reason we oppose the legislation as drafted. 

IV. The Proposed Legislation Would Hurt U.S. Efforts to 
Achieve Strong International Protection for Works of 
U.S. Authors. 

A. The proposed legislation may conflict with the 
Berne Convention . 

Serious questions exist as to whether the proposed 

legislation is consistent with the Berne Convention. 
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Article 9(1) sets forth the "p^cinciple** of the "right of 
reproduction" : 



"Authors of literary and artistic works protected 
by this Convention shall have the exclusive right 
of authorizing the reproduction of these works, in 
any manner or form." 



Two other provisions are of particular relevance to the 
question of what copying is considered, in effect, "fair 
use" under Berne. The first. Article 10(1), is an express 
provision on "quotations" that addresses directly the kinds 
of issues that have given rise to the proposed legislation. 
That Article provides: 



"It shall be permissible to make quotations from a 
work which has already been lawfully made avail- 
able to the public, provided that their making is 
compatible with fair practice, and their extent 
does not exceed that justified by the purpose, 
including quotations from newspaper articles and 
periodicals in the form of press summaries." 



The first of the provision's three limitations on the 
license to quote is particularly relevant. As the WIPO 



Guide to the Berne Convention (1978) ("WIPO Guide") ex- 



"In the first place the work from which the 
extract is taken must have been lawfully made 
available to the public. Unpublished manuscripts 
or even works printed for a private circle may 
not, it is felt, be freely quoted from; the 
quotation may only be made from a work intended 
for the public in general." (para. 10.3, p. 58 •) 



plains : 
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ThUBi there i» a significant danger that Article 10(1) would 
be violated by a law that would sanction unauthorized 
quotation from President Ford's unpublished memoirs, from 
the unpublished Hubbard diaries, and perhaps even from those 
unpublished Salinger letters that had been made available to 
the public only under restrictive form agreements. The 
current presumption against the permissibility of "fair use" 
of unpublished copyrighted works is more clearly reflective 
of Article 10(1) than the proposed legislation ^ which 
obscures — if not obliterates — the distinction between 
published and unpublished works. 

Even if the proposed legislation complied with Article 
10(1), it would appear to violate the other relevant pro- 
vision of .3erne, Article 9(2). Article 9(2) provides in 
general terms for legislation to permit unauthorized copying 
in **certain special cases": 



"It shall be a matter for legislation in the 
countries of the Union to permit the reproduction 
of sach works in certain special cases, provided 
that such reproduction does not conflict with a 
normal exploitation of the work and does not 
unreasonably prejudice the legitimate interests of 
the author**' 



On its face, Article 9(2) makes clear that "fair use" 
legislation may permit reproduction only in "certain special 
cases." As the WIPO Guide pointii out, the two conditions in 
Article 9(2) "apply cujuulatively ; the reproduction must not 
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conflict with a normal exploitation of the work and must not 
unreasonably prejudice the legitimate interests of the 
author." (para. 9.6, p. 55). Any legislation that made it 
permissible to copy from unpublished manuscripts and confi- 
dential business plans, for example, would seem to violate 
the copyright owner's right to '•normal exploitation of the 
work. ** 

B. The legislation could undermine the U.S. position 
in international negotiations, 

Given the apparent conflict between Berne's require- 
ments and the proposed legislation, its enactment could 
foster an international perception that the U.S. does not 
regard its Berne obligations seriously, and could undermine 
U.S. efforts to achieve strong protection abroad for U.S. 
works in the WIPO Model Copyright Law, a possible protocol 
to the Berne Convention, and in the GATT. It would also 
undermine efforts of the Administration and Congressional 
leaders in the E.C., where a special exemption to copyright 
to allow decompilation of computer programs is under dis- 
cussion • 

Finally, if other countries follow suit in allowing 
broader use of unpublished material, it could jeopardize 
protection for trade secret and other confidential material 
of U.S. companies abroad and undercut U.S. competitiveness. 
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This problem would be exacerbated in countries that do not 
h&ve trade secret protection as we know it. 

V, Conclusion 

We are not asking that any special c?xemption be added 
to this legislation for confidential business or technical 
works ^ including computer progr€mis. Nor do we think our 
concerns r which are fundamental to the legislation, can 
appropriately be addressed in the legislative history.^ 

We suggest instead that the proponents of this legis- 
lation tailor an exemption to respond more precisely to the 
specific concerns that the recent Second Circuit cases have 
raised for them, rathtr than seeking legislation that sweeps 
far more broadly than warranted by those cases. It is 
questionable whether proponents have met their burden of 
showing that any legislation is necessary. They plainly 
have not demonstrated how the cases warrant v/eakening 
protection for all unpublished confidential business and 
technical works. 



In the case of legislation such ass that proposed^ 
••clarification'* should not be left merely to legislative 
history. Judges may not rely on legislative history until 
it is reinforced by case law, if Ihey believe the statute is 



(Footnote Continued) 
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As stated earlier ^ we do not share the concerns of the 
proponents of this legislation r but we are not unalterably 
opposed to any legislation in response to the Salinger and 
New Era decisions • If any such legislation is adopted, 
however, il should not be the "broad brush" approach cur- 
rently proposed, but instead should be narrowly drawn to 
deal on.iy with the core of proponents' specific concerns. 

We are willing to work with authors and publishers to 
see if it is possible to develop legislation that can 
respond specifically to their concerns, without unnecessari- 
ly putting at risk the vast body of unpublished confidential 
business and technical materials that form the basis of our 
concern * 

We appreciate the opportunity to present our views to 
the Subcommittees today, and we would be pleased to provide 
any further assistance the Congress may request on this 
matter, which is of great concern to our members • 



(Footnote Continued) 

sufficiently clear on its face. This lis true even for those 
jU'iyc*s who do not question the validity of using legislative 
hibtory as a tool in statutory interpretation • 
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Senator Simon. Thank you. Our legislation ib not dasigned, obvi- 
ously, to— we want to protect business and technical information. 
When we contacted your association asking for possible language to 
make an exemption there, we did not get any cooperation, frankly, 
from your association. They just say they want itio change in copy- 
right law. 

I think there is going to be a change in copyright law, and I 
think your association has to recognize that. 

Mr. BuRGBE. Senator Simon, I don't disagree with the fact that 
there seems that there is going to be a change* The point is it is 
not our problem that you are addressing. You are addressing ine 
problem of the historical, unauthorized biographical journalisto and 
writers. I hear the emotion here, and I see that there needs to be a 
change. 

But they have some very talented lawyers, and we have heard 
from at least one here today. That (question of coming up with 1^- 
islation that is narrow enough to smt their purpose without touch- 
ing on any industries is one properly addressed to them. We would 
be glad to work with them, we have offered to work, but we have 
not gotten from them anything that we could put our hands 
around and take a look at the language. 

We generally respect what you are saying, Senator, and what 
they are sa}ring. But it is their problem. We can't solve their prob- 
lem. We don't know all the parameters of it. They would be better 
off proposing the language. 

Senator Simon. I guess their problem has become your problem. 

Mr. BuROKR. Yes, Senator. 

Senator Simon. I think what vou have to do, and your associa- 
tion, is to suggest how we clarify and exempt the kinds of things 
that you are talking about here vrith the legislation that is pend- 
ing. 

Sc if you can pass the word aloxig to your association, we want to 
work with you. I guess I would disagree that the focus of the con- 
cerns here is a narrow one. I think we are talking rbout something 
that is very basic in terms of freedom of expression in our country. 
We want to protect Intimate businesses from piracy. That is what 
you are interested in. 

Mr. Burger. That's correct. 

Senator Simon. I think that can be worked out, but I think your 
Association has to work with our staff on that. 

Mr. Burger. Senator, I offered our cooperation. I will take that 
message, loud e: 'd clear, back to both associations and we will be 
back to you on that, Sir. 

Senator Simon. OK. 

Mr. BiDDLE. Senator, in the vein, I think one of the key areas we 
are concerned about is not watering down the historic precedents 
that have been established around the fair use doctrine. We do feel 
that there are instances where unpublished works should be treats 
ed the same as published works. 

I share with Mr. Burger the concern about buniiness documents. 
On the other hand, it seems that that may well represent a weak- 
ness in the dofmition of publication which was raised by several of 
the earlier witnesses. An example: we recently contributed to the 
Hagley Museum and the Babbage Institute a million and a half 

o 3 f ) C) 

ERIC 



360 

pages of internal IBM documents that came out of the United 
States versus IBM antitrust litigation. This xb the only definitive 
history of our industry, in many respects, for a period of thi*ee dec- 
ades. 

Is that an unpublished work? Our scholars will be barred from 
reading the internal memoranda of the IBM corporation that are 
now **in the public domain.^' But are those museums^ and did we^ 
violate copyright by obtaining them from a court of law? We would 
contend they were public documents, and they were published. 

But I could probably find half the lawyers in this room on either 
side of that question. 

Senator Simon. We want to work with you. We recognize there 
are some problems here, but I think you understand the problems 
on the other side, too. And we appreciate your being here. 

We will keep the record open for any additional questions that 
other members of the committees want to submit, or other state- 
ments, but our hearing stands adljoumed. 

[Whereupon, at 12;20 p.m,, the subcommittee adjourned.] 
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Additional Submissions for the Record 



AMEStlCAN ASSOCIATION OF aNlVERSITY PROFESeORS 
loia rooRTniiTH tmnKT, n.w.» mite soo 

mSHINQTON* DX. 2000S 
<20a) 737*5900 



Th« Honorftbl* Rob«rt Ka«t«nn«l«r 
Chairman » Hou«« Judiciary Subcowtlttaa 

on Courts » Intallactual Proparty, and 

tha Administration of Juatica 
Unltad Stataa Houaa of Raprasantatlvaa 
Washington » DC 20515 

Daar Mr. Kastannalar: 

On bahalf of tha Amarlcan Association of Unlvarslty 
Profassors, I wish to bring to your attantlon tha following 
rasolutlon adoptad by tha Savanty-slxth Annual Maatln<| of tha 
Association, hald In Washington on Juna 16-17, 1990$ 

itaoamt daolsloas of tlia 0.t« court of Appaals far tba 
■aoomd olroult ralsa sarloua quastlons about tlia right of 
sobolars and wrltars to quota froa uapubllshad matarlala without 
obtaimiag pamissioa from tba original writar or txcm his or har 
hairs* Oapublishad mtariala ara protaotad undaar tha Oopyright 
Aot of 1$7€, but tha court daoioions sharply raatriot tha fair 
usa of thaca matarials* 

Tha laarioan Association of Oai varsity Profassors support ad 
tha inoluaion of tha oonea-lfiv dootrina of fair usa in tha 
copyright not of This Annual Kaatiag is conoamad that tha 

rastriotions imposad toy tho ooort dooisions not only unduly limit 
tha right of aaholars and othars to q:oota fro« unpubliohad 
■atarials, but may also rocult in salf-«onnorship by authora whc 
ara faarful thatf as has alraady ocourrad in ono oasa^ oourt 
injunotionn will halt ptU)lieAtion of th«ir works* 

Tha ftaiwanty-siBth annual Kaating of tha Amarir^ Asaooiation 
of Oniwarsity frofasaora waloo«aa lagialatlon that olarlflaa tha 
dootrina of fair usa aa it appliaa to unpubliahad natarials« and« 
wbila protaotiag tha raajonmbla intaraata of original writara and 
thair hairs, adaquataly aaauraa fraadoa of aoholarly raaaaroh* 



COVERti^^.EnT ^.LATIOMS OFFKE 
Alfred D. S*jnii>»ro. AmocIM* Qeo^rtl 
Secceory tird Director of Qovcrnment Relations 



loll- Feet UgtsltUve Hotline 
1.800-424.2973 



July 9, 1990 
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fPOor«o» TMhnotofy CorporatkM 

2270 Soulh 8(Mh Str^t 
loUtvill*. Co*or«cK> 6002&^3Q9 
rJ03) 673-3126 



StoragtflMc 



Q1Hc«0< 

Co<pomi« CouAMi 



July 9, 1990 



Writer's Direct 
303/673-4920 



The Honorable Robert H. Kastenmeier 
Chairman 

Subcommittee on Courts, Intellectual 
Property, and the Administration of 
Justice 

Congress of the United States 
House of Representatives 
Committee on the Judiciary 
2136 Rayburn .lOuse Office Building 
Washington, D.C. 20515-6216 

Re: HR 4263 

Dear Mr. Chairman: 

By way of introduction, Storage Technology Corporation, 
located in Louisville, Colorado, manufactures, markets and 
services, worldwide, information storage and retrieval 
subsystems for high-f>erformance computers. The company 
employs over nine thousand people, and total revenue in 1989 
was $983 million. 

Storage Technology vcishes to make you aware of its support 
for HR 4263. We understand that publishers and persons 
engaged in scholarly research feel that this bill ir a 
necessary help to their research efforts, and we certainly 
support that perspective. 

There is another^ perhaps less obvious, situation which 
exists in the software industry which may well be affected by 
this amendment. Moot software distributors take advantage of 
copyright to preserve the creator' s interest in a computer 
expression, much like the author's copyright of a book 
protects his written expression. It is clear that s book may 
be read, analyzed, studied and used to provoke ideAt) without 
compromising the author's copyright protection. Likewise, 
software which takes advantage of copyright protection should 
be the subject of analysis and study to glean ideas. Such 
study and analysis of software often reveals an underlying 
work which is typically ^characterized as protected by an 
unpublished** copyright. The introduction of the phrase 
**whether published or unpublished** in Section 107 of the 
copyright law will serve to clarify the extent of copyright 
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The Honorable Hobert W. Ka^tenmaier 
JuXy 9, 1990 
Page 2 



protection. The mere characterization of software aa 
"unpublished" ahould not hold the user accountable for 
treating an unpublished copyrighted work in a manner 
different than a publis'iied copyrighted work. 

The copyright law should not provide different degrees of 
treatment based on the characterization of expression. If a 
copyright holder (e.g., a software distributor) wishes to get 
more than copyright protection for his software, then he 
should take advantage of other recognizea protections, such 
as trade secret^ licenses or patents. Such other protections 
would provide notice to a user that the software is protected 
beyond copyright anJ should be treated in a manner 
characterized by such other protection. Copyright protects 
eKprasoion and specifies the bounds of *'fair use." A 
software licensee should be free to use and examine software 
programs acquired by it to the same extent as it would be 
free to use and examine other copyrighted materials. The 
extent of fair use should not be manipulated by a commercial 
distributor of software who characterizes software &8 
unpublished despite massive public distribution of the 
copyrighted material^ absent other proprietary protection* 

It is for this reason that Storage Technology lends its 
strong support to your bill. If we can provide any 
additional insight^ we would be happy to try and do so. 

Very truly yours ^ 



W. Russell iayman 
Vice President and General Counsel 
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Georgia State Universit y 



July 10, 1990 



The Honorabla Robert K. Kastenaeler 
Chal^ftn 

Subcoaalttea on Courts, Int«ll«ctu«l 

PropdL S the Adalnlstratlon of 

JusClct 
House Judiciary Connilttoo 
2138 Rayburn Hou^e Office Building 
Washington, D.C. 20515-6219 

Dear Representative Kastenneler: 

I have prepared a statement about the proposed change In the Copyright law In 
relation to Fair Use of Unpublished Words, and By own book Ayee Documents . 

I am in support of this legislation and would be glad to provide additional 
coKutentary if necessary. 



Sincerely, 



Victor A. Kraaer 
Professor of English 
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The attAched statement provides background aoout Victor A. Kramer's 
Agee: Selected Literary Docuaents in relation to the changes in the copyright 
lav as proposed by the Joint Kastenaier-Sinon bill. 

Tills statement is submitted as tostinony in support of the bill 
co-sponsored by Senator Paul Simon and Congressman Robert Kastenmeier 
(S. 2370 & H. R. ^263) at the hearing held July 11, 1990. 



Victor A. Kraaer 17^S Vickers Circle, Decatur, Georgia 3OO3O 
Profeesor of Bngliah Georgia State University, Atlanta, Georgia 3O3O3 
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A ttat6tt«nt nboun 
kfi SmUcfd Lltararv DocuaentM. ^dlud by Victor A. Krumer 

DocuBMnf pravldac cospslllng evldanct of ths ne«d for change In thtt 
present copyright ao that echolare can uae unpublished siatcrlal to 
concentrate on particular areaa of literary reaearch. Thla contracted 
university preas book Is a specialized atudy of Agee'a development aa a 
writer. The book will be of use to achoXcre and general readers with an 
Interest In the life, writings, and caveer of Janes Agje both In relation to 
his published work and to Anerlcan culture. 

The book, 59 ungathered and unpublished pieces, alon^. with considerable 
editorial conmentaty, consists of naterlala largely q££ controlled by the Agee 
Trust. That la, 52 of Its 59 plecaa are froM The Phillips E;ceter Moy^ ti^lY, The 
Harvard Advocate, liufi nagazlne, ny dissertation, or publications by ne. 

This scholarly 6tudy lo the viatural extension of considerable earll'^r 
work In which X have been engpged since 1962. The desire to use a very small 
number of vaterials (from the Harry Ransom Humanities Research Center of the 
University of Texas) which are "whole manuscripts" not before published in my 
dissertation (1966), or elsewhere within scholarly publications by me, should 
make it apparent that, as a paradigm for similar situations, the context it 
crucial. This context Is a refereed university press book which will have a 
limited (appropximately 1500 copies) press run. Offers have been made to 
reduce the quotations which are in question. The projected book will not 
generate many royalties (and these have been offered to the Agee Trust) as 
opposed to a trade book which will earn money for its author. 

The present law is so restrictive that it effectively prevents projects 
such as this one which have abundant legitimate grounds for exlstenCv-9 as 
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lllufltrated In tha following points: I) My extenalve similar published Agtn* 
relattf* work; 2) the explicit pernleslon of the ^omer Agee Trustee to publish 
"data end Inforoatlon" for scholarly purposes; 3) the fact th^t this Trustee 
possessed a copy of the nanuscrlpt In question for years and expressed no 
objection about: this project (or others); A) that there was an Inpllolt 
agreement between ae and that ^ormer Trustee to publish scholarly work: S) 
and» in addition, ^he very real possibility that the few manuscript materials 
which are in dispute may well already be in the public domain becaus<9 of the 
manner in which they were sold and transferred; and, 6) because the Agee Trust 
made no attempt to copyright materials which were earlier edited in my 
copyrighted dlasertation (1966) and now included in Asee Docunanta . 

This edited collection would help readers co understand Agoe's 
development as a writer. It would allow access to materials which scholiiirs 
and interested readers cannot now obtain e>.cept through extensive travel or 
us«i of copying machines. It would provide valuable information about Agee's 
career as a writer not available In any other May* It would not Infringe upon 
the coamercial rights of the Agee Trust. 




ERIC 



868 



IPO 



MTtlUCTUAL 
PftOP€RTY 



Wtv>n^ OC 
OniiMU W 



EllCUtlVI MMKTM 



lllCUTiVl AM««TAI|t 

U««mK Towmi 
MMMx^ft DC 



t2M TWCNTYTHMO STRCtT, NW. 
SUITE 860 

vyAdNMQTONOC 20017 
TEUPHONC 4M 33M 
TELEX 24««MM8fAUn 



July 27, 1990 



The Honorable Dennia DeConoinl 
Chairman 

Judiciary Sub<:oinniit'<:eo on Patents, 

Copyrights and Trademarks 
United States Senate 
Washington, DC 20510 

The Honorable Robert W. Kaatenmeler 
Chairman 

Judiciary Subcommittee on Courts, Intellectual 
Property, and the Administration of Justice 
U.S. House of Representatives 
Washington, DC 20515 

Dear Senatqr DeConclnl and Representative Kastenmeler: 

I am writing to inform you of the views of Intellectual 
Property Owners, Inc. (IPO) on S. 2370 and H.R. 4263. 

IPO's members own patents, trademarks, copyrights, and trade 
secrets. Our members are responsible for a significant 
portion of the reseorch and develoi^Mnt in the United States. 
They need effective intellectual property laws to protect 
their R(D investments. 

We oppose S. 2370 and B.R. 4263 because we believe the^ would 
significantly weaken copyright protection for unpublished 
works, including unp<:blished conputer programs and unpublished 
documents containirg trade secrets and confidential business 
information. Contrary to the interpretation of the Copyright 
Act by the Supreme Court in the Warper * Bow case, the bills 
would require courts to apply fair use principles to 
unpublished works in the same way they apply fair use 
principles to published works. 

ThAs expansion of fair use of unpublished works would 
undermine thn author's right of first publication. By 
undermining an author' a right to decide whether and when to 
publish a work, the bills would actually diocourage 
authorship. He cannot see how this could prontote any policies 
of the First Amendment. 

Copyright law doe** not prevent other parties from using the 
ideas and facts contained i.* slt\ author's unpubli.'ihed work* 
Only the author's expression is protected ty fopyriqht. 



■ A NONPnOf IT ASSOCIATION REPRESENTING PATENT. THADEMAHK AND COPYRIGHT OWNERS 
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INTf ULICTUAt PfH>PeRTY OWNERS. INC. 
Pige two 

July 21, 1990 

He quaition whether any loglslatlon is needed to respond to the Second 
Circuit's opinion's in New Bra Publications International v. Henry Holt 
and SeXingmr v. Rsndom House, These opinions must be interpreted 
consiatontly with the Supreme Court's conclusion in Harper 6 Row that 
"the unpublished nature of a work is ' (a) key, though not necessarily 
determinative, factor' tending to negate a defense of fair use" (quoting 
from Senate coftsnittee report on 1976 Copyright Act). 

The New Er^ end Salinger opinions also must be interpreted in light of 
more recent statements and articles by Second Circuit judges. Future 
rulings on fair use of unpublished works undoubtedly will take into 
account the facts of each case* 

Copyrigh' protection fo£ unpublished works complements protection 
availabl.. under state trade secret laws. In some circumstancesi 
copyright provides more effective protection than trade secret laws, Our 
members rely on and r«»quire both types of protection for their 
intell<sotual property. 

Hany computer programs and technical descriptions of inventions are 
unpublished. They have not been distributed at all, or else they have 
been distributed in a lijnited manner with restrictions on further 
distribution. Often unpublished materials relate to new products or 
processes still under development. in addition to computer programsf 
unpublished technological worhe include descriptions of processes and 
products in the chemical^ pharmaceuticalf and biotechnology industries^ 
among others. 

Any weakening of copyright protection for these unpublished works will 
weak the incentives for U.S. industry to invest in R6D. The bills could 
Interfere with the rights of parties to contract with ruspect to 
technical information. This would produce a chilling effect on the 
movement of technologies. 

Other factors that weigh against enactnnsnt of S. 2370 and H.R. 4263 
include possible incompatibility with the Becne Convention and possible 
undercutting of efforts by U.S. negotiators to persuade our trading 
partners to protect trade secrets. 

We believe this legislation is unnecessary, and its enactment would 
weaken the industrial competitiveness in U.S. industry. We request that 
this statement be included in the record of the public hearing held on 
July 11, 1990. 



Sincerely, 




Donald W. Banner 
President 



cc: Hon. Paul Simon 
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Honorable Paul Simon 
United States Senate 
Committee on the Judiciary 
Washington, DC 20520-6275 

Dear Senator Simon: 

On March 19, 1982, Dianne Masters, an elected trustee of the Morraine 
Valley Community College, left a restaurant where she and her colleagues 
had gone for drinks following a board meeting. What happened after she 
completed her four-mile drive home remains to this day a mystery. 

When her body was discovered nine months later in the trunk of her car, it 
was clear that Dianne had been murdered that night. However, it took more 
than seven years to bring the three men who conspired and plotted her death 
to justice. To date, no one has been found guilty of the actual murder of the 
young mother who left behind a four-year-old daughter when she died. 

Incredibly, two high ranking law enforcement officials, one a suburban 
police chief and the other a lieutenant in the Cook County Sheriff's 
Department, engaged in an elaborate coven o of Dianne's murder in order to 
protect her husband, a powerful and corrupt lawyer in the southwest 
suburbs of Chicago. 

Only through the efforts of the US, Attorney's Office in Chicago, and a 
talented, persevering detective in the sheriff's department, was the truth 
about Dianne's murder ever uncovered. 

Several months ago, Randall Turner. Dianne'^ bro^ier, sought out two 
Journalists, Edie and Ray Gibson, to help him write a book about Dianne's 
murder and the subsequent coverup. 

Dianne left behind a plethora of letters. She was an eloquent and prolific 
writer and her letters, i^enned to relatives and friends, paint a picture of a 
warm and loving mother who was desperate to escape hei^ corrupt husband 
and the evil world he inhabited. Dianne was seeking a divorce and, 
coincidental ly, disappeared three days before her attorney was to file the 
uocuments. 
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Ma<»y of the letters that the authors located wert provided to police and 
would be consldej ed public records under Illinois law. In them, Dianne 
franfcly reveals her fears about her husband-how he would destroy her 
before allowing her to divorce him-and how vowed he would never allow 
her to gain custody of their daughter. She discusses Masters' sphere of 
Influence and how It extended throughout the Judicial system. 

She also shares her fears that the home's telephone lines were tapped, a 
fear that was later confirmed as part of the Investigation. And, she tells 
how she suspects she is being followed. 

Unfortunately, none of Dianne's own words will ever appear In the book we 
are preparing. Our publisher, St. Martin's Press, has Indicated that recent 
court rulings have prohibited us from using any letters or any parts of 
Dianne's letters In the upcoming book without the permission of her estate. 

In this case, her words will never appear because the executor of her estate 
and the chief beneficiary of her will was her husband, Alan Masters, who Is 
now serving a 40-year prison sentence on the conspiracy charyes. 

While Alan Masters stands guilty in the eyes of the law of plotting and 
carrying out his wife's murder, he was not convicted of actually murdering 
his wife. Although attorneys for her brotho", Randall, have argued that his 
federal conviction was sufficient under Illinois law to remove him as 
executor and beneficiary, he continues to remain in control of the estate. 

We urge the Senate to support the changes in the law as outlined by Senate 
Bill 2370. Af^d Randall Turner stands ready testify before the Senate for 
chariges In the law. 

If you need additional Information, please contact us at 1821 Grant Street, 
Evanston, Illinois 60201; our phone number Is (708) 869-9851. 

Sincerely, 

Edle and Ray Gibson and Randall Turner ^- 
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American Society of Magazine Editors 

September 11, 1990 



The Honorable Paul Simon 
Chairman 

Subcommittee on the Constitution 
524 Dirksen Senate Office Building 
Washington^ DC 20510 

Dear Mr. Chairman: 

f^^^^^ Society of Magazine Editors (ASME) strongly supporU the bills S.2370 
and H.R. 4263, Jedslation clarifyinfi; that the fair use prowions of the Copyright Act 
appv to both pubhshcd aad unpublished works. We understand that a joint hearing 
on the lefitlfttson was held on July 11, 790, by the Senate Judidaiy Subcommittee on 
Patents, Comrnghti and Trademarb and the House Judidaiy Subcommittee on 
Property and the Adminiitration of Justice. Please be advised 
that ASME endorses, and wishes to be assodated with, the statement prepared for the 
record pf the hearing by Mr. KenneUi M. Vittor, Vice President and Assodate 
General Counsel of McGraw-Hill, Ina, on behalf of the Makuzine Publishers of 
America. 

ASME is the professional sodety of editors of consumer magazines, business papers 
and farm publications. Our 650 members are ch f editon, managing and executive 
editors, and senior editors and art directors of familiar, large-circulation magazines 

t^P^ ^ ^nitfi P l ^cfiti Buri n m Wrpk , and fiooAltoug^^ 
j# weU as of smaller cu-culation publications such as Harpcr'a. American fcnWS^ 
NationalJouraaL Natural pistorv. Art & Antiq ^er mAWt^^S'^^ 

an unmcotporuted assodation affiliated with the Magazine Publishers of America. 

ASME speaks out on important issues of public poliqr affecting editorial freedom. (As 
you may recall, we as an organization, and many of our members individually, were 
active and vocal participanU in the debate over US. adherence to the Berne 
Copyright Convention durina 1987 and 1988.) This dearly ti such an issue. As Mr. 
Vittor demonstrates compellingly in his statement, the ^vooicn" application of the 
fair use d( tnne to unpublished works together with the pirospect of "automatic" 
issuance of injunctions to stop publications from going to press, poses a unique threat 
to the debcate balance of Cooyright Act and First Amendment considerations which is 
a cornerstone of editorial freedom. We agree wholeheartedly with Mr. Vittor's 
P remedial lerislation is dearly necessary.- We also join with Mr. Vittor 
and MPA m urging the Congress to formally request the Copyrght Office to 
undertake a speaal study of the courts* use of injunctive power against publications. 



Magazine center. 575 Lexington Avenue, Wcw York, NY 10022 / (212' 752-0055 
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ASME urges the early enactment of this important IcwsJatioa We 
r^uest thit this letter be included in the record of the July 11, 1990 hearing. 



Sincerely yours, 




7ohn Mack Carter 
President, ASME 

Editor-in-Chief» Qw^ H^>"sekecPiD£ 
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National Center for Fair & Open Testing 



STATEMENT OF TOE NATIONAL CENTER FOR FAIR & OPEN TESTTNO TO THE 
JOINT HOUSE-SENATTE JUDICIARY COMMTITEE 
REOARDINO H.R. 4263 AND S. 2370 

The Naticmal CcDter for Fair & Open Testing (FaiiTest) is pleased to present its views 
on RR. 4263 and S. 2370. As the leading nonpmfit organization devoted to ensuring that 
standardized tests are fair, accurate, accountable and educationally sound, FaiiTcst urges the 
Conunittec to state in its Reports that previously administered standanlizcd tests art to be 
considered "published" works for the purpose of deueimining fair use under Section 107 of 
the Copyright Act. In the alternative, the Committee Reports should not take a position on 
this matter. 
Background 

Standardized tests play a key role in defining the educational opportunities of millions 
of Americans. Whether a shident seeks admission into college, graduate school or a 
profession* chances are a standardized test will be required as a prerequisite to admission. 
Given the pervasive use of these exams, it is critical tlmt they accurately measure skills and 
ensure equal opportunity, rather than unfairly restrict access to education. Independent 
researchers have found, howevei, that many standardized tests arc deficient on both counts. 
The end result is that for many people-especially pcnons from minority groups, low-income 
backgrounds and women--stanfiardizcd tests can serve as a discriminatory barrier to achieving 
educational goals. 

In 1979. the New York State legislature enacted the Standardized Testing Act, N.Y. 
Educ, Law, section 340 et scq., conimaiily known as the "Truth-in-Tcsting Act," in 

34?. Broadway, Cambfldfle. Mass. 02139 (617) 864-4810 FAX (617) 497-2224 
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response to these concerns and the fact that standardized testing companies were withholding 
information needed to provide accountability to test-takers and the public. This landmark law 
created a framework to monitor and prevent unfair, invalid^ or biased standardized testing 
practices. It requires testing companies to publicly disclose standardized university 
admissions test qi^ations and answers (but not unscored test questions used to equate 
different test forms), as well as make research reports on test validity and fairness available to 
the public. 

The Truth-in-Testing Act satisfies important and legitimate public policy concerns 
within the context of the fair use exceptions to the Copyright Act; it does not permit 
infringing uses. Since the passage of Thith-in-Testing, in fact, test-makers have on several 
occasions demonstrated an ability to police actual infringements of their rights. See American 
Association of Medical Colleges v. Mikaelian. 571 F. Supp.*i44 (ED. 1983) and ETS v. 
Mmm 793 E 2d 533 (3d Cir. 1986). 

For 10 years, test-makers successfully complied with Truth-in-Testing and there is 
substantial evidence that they even prospered fmancially from the sale of test questions. 
Despite this, in January 1990, a federal district courts applying the fair use doctrine, found 
that Trulh-inTesting infringed the federal copyrights of one test-maker, which had never 
complied with the law. American Association of Medical Colleges v. Cuomo. No. 79-CV- 
730 (ND.N.Y. Jan. 12, 1990). The Sute of New York appealed this decision and the matter 
is presently befOTB the Court of Appeals for the Second Circuit. Followir lie district court's 
action, major national test-makers, such as the Educational Testing Service, College Board, 
Graduate Record Examination Board and others, moved for a preliminary injunction enjoining 
New YOTk from enforcing Tiulh-in-Tcsting against them as well. Their argument was 
similarly based on the Copyright Act 
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Although the«e minm are currently pending in federal court, test-makers have asked 
the Joint House-Senate Judiciary Committee to, in efTect, give them an "extra edge" in their 
litigation, by explicitly stating in the Committee Reports that the testing industry should be 
exempt from the beneficial effects of Hit 4263 and S. 2370. FaiiTest strongly U7ges the 
Committee not to devi&te from its original course in order to shield the testing industry from 
meaningful public scrutiny. This is cleariy not the purpose of the Copyright Act and not in 
die best interest of millions of American test-taken. 

Moitover, the testing agencies mischaractcrize the current state of tlie case law. It is 
simply inaccurate to state that secure tests are not subject to fair use. Reganlless of the 
outcome, courts have consistendy applied the fair use doctrine in copyright cases involving 
standardized tests. Indeed, educational and non-commercial uses of test questions by 
researchen, studenu and scholars to study and evaluate whether standardized tests are fair 
and unbiased-the uses contemplated by l^th-in-Testing-aie exactly the type of fair uses 
promoted by Secdon 107. Any other result would lUH only deter, but completely disable, 
scholars and lesearchen from studying and evaluating standardized tests. That would 
contravene the Congressional purpose embodied in H.R. 4263 and S. 2370 of not inhibiting 



productive, non-commercial or educational fair uses of copyrighted material. 
Standardized Teata Are Published'* Works 

Although some couiu have suggested that standardized tests are "unpublished" 
works,it is important to note duu most of those cases involved charges of commercial uses of 
tests pHir to the tests' administration 

On the other hand, it is common sense that Met their administradon, tests cannot 
possibly be "unpublished" At that poin^ the tesu have already been published, displayed and 
distributed to the thousands of test-takers who sit for the exam. It is a well-known ])rinciple 
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that ooce t copyright holder relcaset or diipUys his work in public, the valuable '^firtt use"* of 
a work has been exploited and the work has been published Harper A Row v. Nation 
Pnteiprisc^ 471 U,S, 539t 564 fwthor"! right to control fir« public appearance of bis 
expression weighs against such use of the work before its release" ^ (emphasis added). Cases 
such as Salinger v. Random House. Inc. 811 F. 2d 90 (2d Or.) cert denied 4«4 bJ. 890 
(1987) do not apply to previously administered test questions because those cases involve 
works where the author has not yet expk)itcd his "fint use" rights and the defendant was 
arguably misappropriating that valuable right 

In light of this important distinction, it is clw that standardized tests do not deserve 
sptcial copyright protection under Section 107 and should remain eligible foi fair use under 
the law. Like other copyright hokfersi test-makers may have a right to limit access to tests 
prior to their first use but they do not have a right to permanently conceal tests from public 
accountability and the free flow of information. 

FaiiTest asks that the Committee recognize this distinction and the public's legitimate 
interest in openness in testing by defining tests as "published"* works in the C^mittee 
Reports. 
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